United States Court of Appeals 

for the 

District of Columbia Circuit 



TRANSCRIPT OF 
RECORD 



TRANSCRIPT OF RECORD. 


Court of Appeals of the District of Colombia. 

OCTOBER TERM, 1915. 

No. 2846. 256 


EMANUEL AUFIERO, APPELLANT, 

V8. 

THOMAS EWING, COMMISSIONER OF PATENTS, 


APPEAL FROM THE SUPREME COURT OF THE DISTRICT OF 

COLUMBIA. 


FILED JUNE 20, 1915. 
PRINTED JULY 20, 1915. 














Coort of Appeals of the District of Columbia. 

OCTOBER TERM, 1916. 

N o. 2846. 

EMANUEL AUFIERO, APPELLANT, 

V9. 

THOMAS EWING, COMMISSIONER OF PATENTS, 

APPELLEE. 


APPEAL FROM THE SUPREME COURT OF THE DISTRICT OF 

COLUMBIA. 


INDEX. 


Caption . 

Bin..... * 1!!!!!!!!!!!!!" ’ * . [ 

Rule to show cause. 

Marshal’s return. 

Temporary restraining order. ^ 

Motion to amend injunction pendente life . 44 

Affidavit of Reeve Lewis. ^ 

Specification and prints. 4 « 

Answer of defendant. 

Defendant’s Exhibit A. «« 

b.. 

C.. 

Motion to strike out parts of answer of defendant. 71 

Stipulation . ^ 

Oral stipulation at hearing. yg 

Opinion . qq 

Final decree; appeal noted. jqq 

Assignment of errors. jqq 

Memoranda : Time to file transcript of record extended. 103 

Bond on appeal for $100 approved and filed. 104 

Docket entries . 20 g 

Designation of record. jQg 

Clerk’s certificate. ^ 


Original. Print 
1 


a 

1 

43 

43 


68 

69 


1 

26 

27 

27 

27 

27 

29 

34 

37 

40 

41 

42 

43 
47 
55 
61 
62 
64 
64 

64 

65 

66 


Judd & Detweileb (Inc.), Printers, Washington, D. C., July 15, 1915. 


































Court of Appeals of the District of Colombia. 


No. 2846. 

Emanuel Aufiero, Appellant, 
vs. 

Thomas Ewing, Commissioner of Patents 


a Supreme Court of the District of Columbia. 

In Equity. No. 33146. 

Emanuel Aufiero, Plaintiff, 

. vs * 

Thomas Ewing, Commissioner of Patents, Defendant. 

United States of America, 

District of Columbia , ss: 

Be it remembered, That in the Supreme Court of the District of 
Columbia, at the City of Washington, in said District, at the times 
hereinafter mentioned, the following papers were filed and proceed¬ 
ings had, in the above-entitled cause, to wit: 

1 BiU. 

Filed January 4, 1915. 

In the Supreme Court of the District of Columbia. 

. In Equity. No. 33146. 

Emanuel Aufiero, Plaintiff, 
vs. 

Thomas Ewing, Commissioner of Patents, Defendant. 

The plaintiff for his bill of complaint alleges: 

( 1 ) That the plaintiff, Emanuel Aufiero, is a citizen of the United 

States, and a resident of the City of Brooklyn, State of New York 
and brings this suit in his own right. 

tt ^ a j defendant, Thomas Ewing, is a citizen of the 

United States, and a resident of the District of Columbia, and U S 

1—2846a 
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Commissioner of Patent*, duly qualified and acting as such, and is 
sued in his official capacity as such Commissioner of Patents. 

(2) That plaintiff herein asks, by a temporary restraining order 
and injunction, as well as by a mandatory injunction, to avoid ir¬ 
reparable injury to him for which there is no adequate remedy by 
suit at law, as well as to compel the performance by the defendant 
of a plain, ministerial duty which the said plaintiff is entitled to have 
performed, as hereinafter set forth. 

(3) That plaintiff, Emanuel Aufiero, being the inventor of cer¬ 
tain improvements in Signaling Apparatus, on August 24th, 1911, 
filed in the U. S. Patent Office an application for patent thereon 
Serial No. 645,863; that thereafter the plaintiff, Emanuel Aufiero, 

divided out of said application a part of the subject-matter 

2 thereof, and on May 11, 1912, filed in the U. S. Patent Office 
a divisional application Serial No. 696,653. 

(4) That on October 26th, 1909, Miller Reese Hutchison, a citi¬ 
zen of the United States, and a resident of Summit, New Jersey, filed 
in the U. S. Patent Office an application Serial No. 524,762, for Let¬ 
ters Patent on certain alleged improvements in “Diaphragm Horns.’’ 

(5) That thereupon, on or about May 25, 1912, the Patent Office 
declared an interference No. 34,824 between the aforesaid Aufiero 
divisional application Serial No. 696,653 and the said Hutchison 
application; that such proceedings were had in said interference that 
the same came l>efore the defendant in person upon an appeal by the 
plaintiff. Aufiero, from adverse decisions by lower tribunals of the 
Patent Office, denying a motion by said Aufiero to add certain claims 
to the issue of the interference: that thereupon the defendant af¬ 
firmed the action of the lower tribunals refusing to admit said addi¬ 
tional claims, and in addition to such affirmance, adjudged the issue 
in the interference to be not patentable to Aufiero over the latter’s 
prior patents Nos. 988,537 and 990,796 and directed dissolution of 
the interference on that ground, all as will more fully and at large 
appear in a copy of the defendant’s said decision hereto attached and 
forming a part of this bill of complaint. 

(6) That thereupon, on or about April 27, 1914, plaintiff, by pe¬ 
tition, requested the defendant to (a) withdraw said order of disso¬ 
lution and to direct the fixing of time for taking testimony and for 
final hearing before the Examiner of Interferences on the question 
of priority in fact; and (ft) in the event of denial of the foregoing 

request, to extend or change the form of the interlocutory 

3 order of dissolution to a final adjudication on priority, from 
which award or adjudication said Aufiero may appeal to the 

Court of Appeals, D. C.; all as will more fully appear from a copy of 
said petition hereto attached and forming a part of this bill of com¬ 
plaint. 

That on or about July 23rd, 1914, the defendant denied the afore¬ 
said requests by plaintiff, including as a reason for such denial, that 
he, defendant, did not by his decision of dissolution hold that the 
claim in issue was patentable to Hutchison but left the question open 
for decision by the Primary Examiner; all as will more fully appear 
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from a copy of defendant’s said decision of July 23, 1914, hereto 
attached and forming a part of this bill of complaint. 

1 hat thereupon plaintiff filed a request asking the defendant to 
advise him (plaintiff) of the conclusion of the Primary Examiner 
upon the question of patentability to Hutchison to enable plaintiff 
to take further steps in regard to his appeal to the Court of Appeals, 
U. C., before the issuance of a patent to Hutchison; as will more 
fully appear from a copy of said request hereto attached and forming 
a part of this bill of complaint. 

That thereupon, on or about August 13, 1914, the defendant 
granted said last-named request by a memorandum decision entered 
upon the record in the following words, to wit, “The request to be 
advised is granted. Thomas Ewing, Commissioner.” 

i J7 lat ? ubse <l uent to the defendant’s aforesaid order that the 
plaintiff be advised of the Examiner’s conclusions upon the question 
of patentability to Hutchison to enable plaintiff to take further ac- 
tion regarding appeal to the Court of Appeals, D. C:, before 
4 the issuance of a patent to Hutchison, said Hutchison, on or 
r> ^ u £ us f 14th and 26th, 1914, respectively, filed in the 

1 atent Office two divisional applications directed to subject-matter 
embraced in the aforesaid Hutchison application in interference; 
that such proceedings were had in said Hutchison divisional appli¬ 
cations that the same were formally allowed by the Primary Exam¬ 
iner under dates of October 17th and November 13th. 1914, re¬ 
spectively; whereupon Hutchison immediately paid the final Gov¬ 
ernment fees and patents No. 1,120,057 and No. 1,120,619 were 
issued to Hutchison under date of December 8, 1914, without any 
previous information having been communicated to plaintiff and 
therefore in violation of defendant’s aforesaid order. Furthermore, 
that the issuance of said patents, under the circumstances, was in 
direct violation of the Patent Office rules and practice, particularly 
Rule 106. That thereupon, on or about December 14, 1914, plain¬ 
tiff filed in the Patent Office a protest regarding the issuance of the 
aforesaid two Hutchison patents, a copy of which protest accom¬ 
panies this bill-as a part thereof. 

(8) That by communications dated November 23rd, 24th and 
December 5, 1914, and entitled in the interference “Aufiero v 
Hutchison, No. 34,824,” the Patent Office advised plaintiff of the 
conclusions of the Primary Examiner regarding claims adjudged to 
be allowable to Hutchison in his application in interference, said 
claims including the claim constituting the issue of the interference; 
but neither of said communications, nor any other communication, 
from the Patent Office to plaintiff gave any information regarding 
the aforesaid Hutchison divisional applications, and it was not until 
after the issuance on December 8, 1914, of the before enumerated 
patents that plaintiff knew anything of said divisional appli- 
5 cations and patents. 

(9) That thereupon, on or about December 10,1914, plain¬ 
tiff filed in the Patent Office a paper renewing his request that a final 
award of priority be entered upon which plaintiff could exercise his 
right of appeal to the Court of Appeals, D. C.; all as will more fully 
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appear from a copy of said paper hereto attached as a part of this 
bill of complaint. 

That by a Patent Office communication of December 12, 1914, 
plaintiff was advised that the Commissioner had rendered a decision 
upon said request in the following words, to wit, “Denied Dec. 11, 
1914 Thomas Ewing, Commissioner of Patents.’’ 

That plaintiff’s said paper of December 10, 1914, also included a 
request that, in the event of defendant’s refusal to enter an award 
of priority, he (defendant) take action to suspend allowance of the 
Hutchison application for a reasonable time to afford plaintiff oppor¬ 
tunity to apply to the courts for relief appropriate to the exercise of 
his right of appeal to the Court of Appeals, D. C., in the interference. 
This request also was denied by the Commissioner’s action of Decem¬ 
ber 11, 1914, before recited. 

That thereafter, on on about December 19, 1914, plaintiff’s at¬ 
torneys verbally communicated with the defendant, through one of 
the Assistant Commissioners, advising defendant that plaintiff had 
in course of preparation papers for a petition to the Court for writ 
of mandamus to compel entry of an award of priority upon which 
plaintiff could exercise his right of appeal to the Court of Appeals, 
D. C., and also renewing the request that action on the Hutchison 
application, and particularly the issuance of patent on that 

6 application, be suspended for a reasonable time to enable 
plaintiff to get his action at law instituted. This verbal re¬ 
quest was again denied verbally by defendant. Plaintiff’s attorneys 
proceeded with the preparation of papers for petition for mandamus 
and expected to be in readiness to file the petition in the Court before 
the end of the week of January 4, 1914, believing that, upon the 
filing of such suit and the issuance therein of an order to show cause, 
the defendant would, upon principles of comity, withhold the issu¬ 
ance of a patent to Hutchison pending action of the Court upon such 
order to show cause. 

(10) On or about December 23, 1914, the assignee of Hutchison, 
Lovell-McConnell Manufacturing Co., and the grantee of Hutchison 
patent No. 1,120,057, issued upon one of the Hutchison divisional 
applications, as hereinbefore recited, instituted against plaintiff, 
Emanuel Aufiero, a suit in the Eastern District of New York charg¬ 
ing infringement of said patent. A certified copy of the bill of 
complaint was speedily obtained and received in Washington on 
Saturday, January 2nd, 1915. Upon a showing of these facts, the 
Patent Office granted plaintiff’s attorneys access to the Hutchison 
application in interference, which access had for some time previous 
been denied plaintiff, and thereupon plaintiff ascertained, from the 
Patent Office records, that said Hutchison application in interference 
had l>een formally allowed by the Primary Examiner in the early 
part of December, 1914; that the final Government fee thereon had 
been paid before actual allowance; and that, in the ordinary course 
of procedure in the Patent Office, a patent would issue upon said 
application on Tuesday, January 5, 1915. 

(11) Plaintiff further shows that, upon the facts recited in 

7 paragraph (10) hereof, and in view of defendant’s insistent 
denial of requests made by plaintiff, and defendant’s refusal 
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to take any action in withholding issuance of the Hutchison patent 

l \ 1! ? n ^ ssa ^y to av ° ld irreparable injury to plaintiff, and to preserve 
phmtirs right under the law (R. S. Sec. 4904 and See%Tthe 

patent to°Hu^hit> Pr ° Ve h- Feb ™ ary - 9 ’ 1S83 > that the issuance of a 
n!iLi on . hls application in interference and contain- 

unlitheSnJSrf ‘“ t,nR the kSUC ° f the i^^ference be withheld 
' H, e P’fntiff is given opportunity to exercise his right of appeal 

to the Court of Appeals, D. C., by the entry in the interference^ i 

tion 8 Pkltiff P tWf l)aSe i d Up °'u the interlocutory order of dissolu- 
i , a A ntlff ^ le . re ^ ore shows that it is right, under the aforesaid 

aws and the pract.ce heretofore established and followed upon the 

D C "before pr °T' te his appeal *> the Coun of Appeal " 

. before th- issuance of a patent to Hutchison upon the latter’s 

that ’ notwithstanding such rights 
tlie plaintiff, the defendant proposes and threatens to issue on 
Tuesday, January 5, 1915, a patent to said Hutchison or his 2 
s gnee, upon said application in interference. ’ 

fen.hnt to wh^hl^bf c tha f the action requested of the de¬ 
fendant, to «it, the entry of a final award of priority of invention 

upon the basis of the interlocutory order of dissolution was a plain 

ministerial duty involving no discretion on the part of the defendant 

or right to exercise any such discretion. Plaintiff further shows-that 

;L t l e r P ° 8ed ,? nd - threatened issuance of a patent to Hutchison on 
the latter s application in interference, at this stage of the interfer¬ 
ence proceedings ,s ,n^direct violation of the law and of the rights 
of plaintiff: and that the issuance of said patent, if eonsum- 

o ntinriff O ‘-‘.nstitTite an irreparable injury to the rights 
m , n Pntiff fdr which there would be no adequate remedy 
, , That "’ h , ,le Plaintiff might, by writ of mandamus, cornnel the 
endant to enter a final award of priority upon which plaintiff 
could exercise h,s right of appeal to the Court of Appeal D C 

yet before such writ could be obtained, under the threatened action 
defendant, the patent to Hutchison would have issued and the 
writ, of mandamus, if thereafter issued, would be ineffective to fullv 
attain and preserve plaintiff’s right to have the interference P r<3 

and (o prosecute his appeal to the Court of Appeals, D C before the 
issuance of a patent to Hutchison. ’ tne 

On information and belief, plaintiff further alleges that nnW 

<W rn jamia a rv d 5 en iqV5 d - fr ° m *° d ° ing ’ the defendant on Tues- 
,f V ; " ! . lnu arv 5 1915, issue, or cause to be issued, a patent to said 

Hutchison m violation of the rights of plaintiff, and of the dutv of 

the defendant, as hereinbefore recited. 

Wherefore plaintiff prays:_ 

(1) That a writ of subpoena forthwith issue from this Court re- 

' f^Vb/rtb 8 ^ f° a PP«f^ and answer the exigencies of this bill 

(2) That the defendant be enjoined from issuing or causino to 

ie issued, a patent on the aforesaid Hutchison application in inter 
ference pendmg an appeal by plaintiff to the Court of Aphids 
, ' < interference, or at least until such time as plaintiff shall 

a\ e had opportunity to take and perfect an appeal to said Court in 
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said interference in accordance with the rules of said Court and of 
the Patent Office. 

(3) That the defendant be restrained pendente lite from issuing, 
or causing to be issued, the patent aforesaid. 

9 (4) That a mandatory injunction issue against defendant, 
requiring him to enter a final award of priority in said inter¬ 
ference proceedings. 

(5) For costs, and for such other and further relief as the cir¬ 
cumstances of the case may require. 

EMANUEL AUFIERO, 

By REEVE LEWIS, Attorney . 

REEVE LEWIS, 

G. THOMAS DUNLOP, 

Attorneys for Plaintiff. 

District of Columbia, ss: 

Reeve Lewis, being duly sworn, deposes and says:— 

That lie is attorney at law, and is one of the attorneys who signed 
the foregoing bill of complaint; that he has read the bill of com¬ 
plaint and that the facts therein stated are within his personal 
knowledge, save as to matters therein stated upon information and 
belief, and as to those matters he believes the statements to be true; 
and that he signed the bill of complaint in the name of the plaintiff 
because said plaintiff is absent from the District of Columbia. 

REEVE LEWIS. 

Sworn to and subscribed before me this 4th dav of January, 1915. 
[seal.] r. c. FITZHUGH, 

Notary Public, D. C. 

10 September 30, 1913. S. E. T. 

In the United States Patent Office. 

Patent Interference No. 34,824. 

Aufiero 

v. 

Hutchison. 

Signaling Device. 

Appeal from Examiners-in-Chief. 

Application of Emanuel Aufiero filed May 11, 1912, No. 696,653, 
Division of Application filed August 24, 1911. 

Application of Miller R. Hutchison filed October 26, 1909, No. 
524,762. 

Messrs. Mauro, Cameron, Lewis & Massie for Aufiero. 

Mr. George C. Dean for Hutchison. 

This is an appeal by Aufiero from the decision of the examiners- 
in-chief affirming the decision of the primary examiner refusing to 
add certain claims as counts to the interference. 
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The issue of this interference is as follows: 

In a horn or signal device, a diaphragm, a motor having a longi¬ 
tudinally adjustable armature shaft arranged at right angles to the 
diaphragm at its center and diaphragm-actuating elements carried 
by said armature shaft; whereby relative adjustment of the dia¬ 
phragm and diaphragm-actuating elements may be effected. 

In a companion interference No. 34,823, I have discussed the 
ground upon which the examiners-in-chief based their conclusions 
of the non-patentability of the claims which Aufiero moves to add 
to the issue and have also discussed the scope of the authority of the 
Commissioner in the premises. It is unnecessary to repeat these 
discussions. 

11 For reasons which will be fully apparent from my opinion 

in the companion case, I think the issue is not patentable to 
Aufiero over his patents No. 988,537 and No. 990,796. 

I direct that the interference be dissolved and refuse to grant a 
claim to Aufiero in the language of the issue. 

The decision of the examiners-in-chief is sustained. 

THOMAS EWING, 

Commissioner. 

January 8, 1914. 


Copy. 

In the United States Patent Office. 

Interference No. 34,823. 

Aufiero 

v. 

Kent 

v. 

Hutchison. 

Interference No. 34,824. 

Aufiero 

v. 

Hutchison. 

Petition by Aufiero. 

Hon. Commissioner of Patents: 

Sir: Your petitioner, Aufiero, respectfully represents and re¬ 
quests :— 

(1) That the orders of dissolution of these interferences by the Hon. 
Commissioner’s decisions of April 21, 1914 are premature, because 
the necessary legal effect and operation of such orders is a holding 
that Aufiero is not the prior inventor, without having given Aufiero 
an opportunity to establish by testimony whether he is in fact the 
prior inventor in point of time. 
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12 Wherefore, the Commissioner is requested to withdraw said 
orders of dissolution and to direct the fixing of times for tak¬ 
ing testimony and for final hearing before the Examiner of Inter¬ 
ferences on the question of priority in fact. 

Compliance with this request is necessary to bring about such reg¬ 
ular and orderly procedure in the interferences as will result in the 
preparation of and presentation before each of the Patent Office 
Tribunals and the Court of Appeals, D. C., of a complete and finished 
record on the question of priority in fact, thereby avoiding piece¬ 
meal decisions and possible return of the case from the Court of 
Appeals to the Patent Office for further proceedings as was necessary, 
for example, in the case of Cosper v. Gold, 34 App. D. C. 31. 

(2) In event of the denial of the foregoing request, your peti¬ 
tioner Aufiero request* the Commissioner to forthwith extend or 
change the form of the interlocutory orders of dissolution to final 
adjudications on priority (either holding that Aufiero is not the prior 
inventor, or that his opponent, Hutchison, is the prior inventor), 
from which final awards or adjudications your petitioner Aufiero 
may apj>eal to the Court of Appeals, D. C. This request is made 
under the practice established in Cosper v. Gold, 34 App. D. C. 31; 
in the Commissioner’s unpublished decision in Cosper v. Gold, fol¬ 
lowing that of the Court just cited; recognized in the later decision 
of the Court of Appeals, I). C., Cosper v. Gold, 36 App. D. C. 302: 
recognized by the Patent Office in the decision of the Commissioner 
of September 26, 1911 (unpublished) in the interference Bechman 
v. Scott, No. 31,654; and again recognized by the Court of Appeals 

in its decision of May 13, 1912 in the case of U. S. Ex Rel. 

13 Scott v. Moore, 39 App. D. C. 36, which developed from the 
interference Bechman v. Scott. 

It is respectfully urged that compliance with this request (2) is a 
plain ministerial duty of the Honorable Commissioner under the law 
as applied and the practice established in the decisions above referred 
to. A refusal to comply would deny Aufiero his statutory right of 
appeal to the Court of Appeals in the interferences. 

(3) The petitioner Aufiero respectfully requests that all further 
proceedings in the interferences be suspended pending action of the 
Patent Office on the foregoing requests. 

(4) Attention is called to the fact that Kent should no longer ap¬ 
pear as a party in Interference No. 34,823. He filed no preliminary 
statement, and by letter of October 11, 1912 notice was given by the 
Patent Office that judgment would be rendered against him, etc. 
No further action has been taken by the Patent Office. The Hon¬ 
orable Commissioner is therefore requested to have appropriate action 
taken in this connection and the two interferences consolidated as 
one for further proceedings. 


Argument. 

In the case of Cosper v. Gold, 34 App. D. C. 194, (and Cosper v. 
Gold, 34 App. D. C. 198) the Court of Appeals, D. C. held that an 
order dissolving an interference on the ground that one of the par¬ 
ties lacked the right to make the claims of the issue— 
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“is itself interlocutory and cannot be appealed from independently 
of a final decision putting an end to the litigation through an award 
of priority to the rival applicant. When that final award has been 
made, the interlocutory order may be reviewed in an appeal there¬ 
from, but not otherwise.” 

14 The Court thereupon clearly intimated to the Commissioner 
that it was his duty to extend or change his interlocutory 
order of dissolution to a final adjudication or award of priority, from 
which appeal could be taken, the Court saying: 

“The appellant must go back to the Patent Office, there to await 
a final decision of the Commissioner on the question of priority.” 
(page 198) 

Recognizing the authoritative character of the Court’s suggestion, 
the Patent Office thereupon entered a final decision on priority. This 
decision of the Commissioner has not been published, but quotations 
therefrom appear in the Court’s later decision, 36 App. D. C. 302— 
see particularly page 305. 

The cases were then again appealed, and by its decision of Feb. 
6, 1911, 36 App. D. C. 302, the Court of Appeals held that Cosper 
was entitled to make the claims of the issue in his original applica¬ 
tion, reversed the action of the Patent Office awarding priority to 
Cosper’s opponent, and certified the case back to the Patent Office 
with the statement that— 

“Priority in fact remains to be determined between them, on tes¬ 
timony taken for the purpose.” 

In other words, the record was incomplete because when the case 
was first returned to the Patent Office by the Court, and Cosper 
moved for the fixing of times for the taking of testimony, the Patent 
Office, by decision of the Commissioner himself, refused to permit 
the taking of testimony. Therefore, it became necessary for the 
Court to a second time return the case to the Patent Office. It is to 
avoid such piece-meal procedure and decisions, and to enable each 
tribunal before wffiom the interferences come to decide once for all 
time the question of priority, that the foregoing petition requests 
the Commissioner to fix times for taking testimony, etc. 

15 Scott v. Bechman, Interference No. 31,654. In this inter¬ 
ference, on motion to dissolve, the Tribunals of the Patent 
Office, including the Commissioner (the latter’s decision being dated 
July 13, 1911, paper No. 31 in the interference file), held the patent 
to Bechman, issued more than two years prior to the filing of Scott’s 
alleged divisional application, to be a two years’ publication bar 
against Scott on the interference issue. Scott had argued that his 
original application disclosed the issue, but the Patent Office did not 
agree and held that his application in interference was not in fact a 
divisional application as to the subject-matter of the issue. 

Scott thereupon moved the Examiner of Interferences to set times 
for taking testimony, contending that the statutory bar was not a 
question in the interference and did not dispose of the question of 
priority. That motion was denied by the Examiner of Interferences 
and again by the Assistant Commissioner (Tennant) in the latter’s 

2—2846a 
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decision of December 2d, 1911. But in said decision the Assistant 
Commissioner expressly recognized Scott’s right, under the law and 
practice, to have the order of dissolution extended or modified to a 
judgment on priority upon a request from Scott that such extension 
or modification be made to enable him to appeal to the Court of 
Appeals in the interference. The Assistant Commissioner said in 
part:— 

“The question which was presented upon the motion for dissolu¬ 
tion involved the right of Scott and Scott to make the earlier appli¬ 
cation claims in issue, and this was decided adversely to them. The 
rule was in effect a decision upon the question of priority adverse to 
Scott and Scott, and had they decided to appeal from this holding to 
the Court of Appeals, D. C., it Would have been proper for them to 
request that final judgment of priority be entered as was done in 
the ease of Cosper v. Gold and Gold, 168 O. G. 787. No such motion 
was presented.” 

We invite particular attention to the fact that the order 

16 of dissolution was based upon what had been held to be a stat¬ 
utory bar against Scott, just as in the present interferences 

the Aufiero patents are held to constitute a bar to Aufiero’s right to 
make the claims in the interferences. Nevertheless, the Assistant 
Commissioner (Tennant) held that such order of dissolution— 

“was in effect a decision upon the question of priority adverse to 
Scott and Scott.” 

For the same reason, the orders of dissolution in the present inter¬ 
ferences are in effect decisions upon the question of priority adverse 
to Aufiero. But notwithstanding this stated effect of ordere of dis¬ 
solution, the Court of Appeals in the Cosper v. Gold decision, 34 
App. D. C. 31, has held that such an adverse decision should be not 
only in effect but in form an adjudication of priority to enable that 
Court to entertain an appeal therefrom. Our request on this point 
is, therefore, briefly that the Commissioner make his adverse de¬ 
cision in such form as to enable Aufiero to exercise his right of appeal 
to the Court of Appeals, it being the Commissioner’s plain ministerial 
duty, under the law and practice as recognized and applied, to com- 
plv with that request. 

U. S. Ex Rel. Scott v. Moore, 39 App. D. C. 36, decided May 13, 
1912. This case developed from the Scott v. Bechman interference. 
Following the decision of December 2b, 1911, by the Assistant Com¬ 
missioner in that interference, from which we have before quoted, 
Scott instituted proceedings for writ of mandamus. In affirming 
the decision of the Supreme Court, D. C. denying such a writ, the 
Court of Appeals, D. C. in its decision says in part:— 

“Grant that i>etitioners had no appeal to this court from the order 
as entered, because there was no award of priority (Cosper v. Gold, 
34 App. D. C. 194-198); yet, as stated in the Commissioner’s de¬ 
cision, on September 26, 1911, had the petitioners requested 

17 that the former decision be extended to a formal award of 
priority, that order would have been entered, as had been 

done in Cosper v. Gold, supra, after the dismissal of the appeal from 
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the former decision holding that the appellant Cosper had no right 
to make the claims of the interference. Had the petitioners pursued 
that course, an appeal could have been taken from the final award of 
priority, bringing up for review all the grounds upon which the 
award was founded. Cosper v. Gold, 36 App. D. C. 302-307. 

Having failed to take this action, and obtain a review of the exer¬ 
cise of the Commissioner’s judicial discretion in the manner provided 
therefor by law, the petitioners now seek a review of his decision by 
means of mandamus. Mandamus cannot be made to operate as an 
appeal or writ of error.” (page 42). 

The Court here clearly states that had Scott requested and ob¬ 
tained, as was his right under the law and practice, an extension of 
the order of dissolution to an award of priority, the Court would 
have entertained an appeal from such final adjudication. Because 
Scott had not requested a final adjudication in the form of an award 
of priority, and thus placed himself in a position to appeal, the 
Court concluded that it could not in effect give Scott an appeal 
(which he might have had by a proper procedure) by the issuance 
of a writ of mandamus. 

But we think it quite clear from the Court’s decision that had 
Scott requested an adjudication on priority, and had the Commit 
sioner refused to perform his plain ministerial duty of granting 
such request, then the writ of mandamus would have issued to place 
Scott in a position of being able to exercise his right of appeal to the 
Court in the interference proceeding. 

Emmett v. Fullagar, 1907 C. D. 322, decided Oct. 9, 1907. This 
case is cited and relied upon by the Commissioner in his decisions 
of April 21, 1914. Emmett moved to dissolve on the ground that 
Fullagar had no right to make the claims because the latter’s 
18 oath to his reissue application did not justify granting a re¬ 
issue. The decision holds that such motion should be trans¬ 
mitted to the Primary Examiner, but goes no further. If it can be 
assumed to be an authority supporting denial of Aufiero’s right in 
the present interferences to have the Commissioner’s orders of dis¬ 
solution extended to adjudications on priority preparatory to appeal 
to the Court of Appeals, D. C., then it is in direct conflict with the 
later decisions of the Court of Appeals and the Commissioner in the 
Cosper v. Gold cases, and of the Assistant Commissioner (Tennant) 
and the Court of Appeals in the cases of Bechman v. Scott and In re 
Scott. As an authority on the proposition which it is cited to sup¬ 
port, this Emmett v. Fullagar decision is directly repudiated in a 
later decision of the Court of Appeals, D. C. in a case which developed 
from that interference. We refer to-— 

In re Fullagar, 32 App. D. C. 222, decided Dec. 7, 1908. From 
the Court’s statement of the case, pages 223-227, it appears that on 
motion to dissolve the Commissioner finally decided that the record 
of Fullagar’s reissue application did not show such a case of unavoid¬ 
able inadvertence, accident or mistake as to support a reissue patent, 
and upon that ground it was held that Fullagar had no right to make 
the claims in issue. 
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Full agar took an ex parte appeal to the Court from the Commis¬ 
sioner’s decision affirming dissolution of the interference on the 
ground that Fullagar had no right to make the claims. 

The Court decided that the situation did not present a case of 
which it had jurisdiction, because in the interference there had been 
no decision in the form of a final award or adjudication on the ques¬ 
tion of priority (the order of dissolution not being such in 

19 form); and because as an ex parte appeal on the question of 
patentability there had not been such rejections and procedure 

in the Patent Office in accordance with statute as was necessary to pre¬ 
sent a proper appeal to the Court. 

But the decision does contain this very significant statement: 

“If the Commissioner had decided that Fullagar was not entitled 
to make the claim under his application, and had, in consequence, 
awarded priority to Emmett, Fullagar would have the right to appeal 
bringing Emmett up for a final adjudication of the question of pri¬ 
ority in this case.” 

It having been thereafter established, in other cases which we have 
discussed, as the proper practice to extend an order of dissolution 
to a decision on priority under the circumstances of the Fullagar 
cases, and the Court having expressly stated in the quotation just 
made that upon such an award “Fullagar would have the right to 
appeal,” this In re Fullagar case supports our request that the Com¬ 
missioner in these Aufiero interferences should extend his order to 
a final decision on priority. Thus In re Fullagar, and the estab¬ 
lished practice of extending an order of dissolution to an adjudica¬ 
tion on priority, directly repudiate the earlier decision in Emmett v. 
Fullagar as an authority justifying a denial by the Commissioner 
of a request that he extend the order of dissolution in these Aufiero 
interferences to an adjudication (either that Aufiero is not the prior 
inventor or that Hutchison is the prior inventor) on priority pre¬ 
paratory to an appeal to the Court of Appeals, D. C. 

Hewitt v. Weintraub v. Hewitt and Rogers, 1907 C. D. 155, Moore, 
Commissioner, Decided April 26, 1907. To regard Emmett v. Ful¬ 
lagar as an authority on the proposition, that dissolution of an inter¬ 
ference on the ground that one of the parties has not the right 

20 to make the claim of the issue is not in effect an award of or 
judgment on priority, is also in direct conflict with this Hewitt 

decision, wherein the Commissioner said: 

“If under Rule 130 Weintraub can establish that Rogers and 
Hewitt have no right to make the claims, the judgment will be an 
award of priority in his favor as against the senior party.” 

A copy of this petition is filed herewith to be forwarded to the 
party Hutchison. 

Respectfully, 

Attorneys for Aufiero. 

Washington, D. C., April 27,1914. 

L-F. 
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E. R No® ^ mmi * Ioner of Pate ^> Washington, D. C. 

Department of the Interior, 

United States Patent Office, 

Washington, July 23, 1914. 


Intf. No. 34824. 

In the Matter of the Interference of 

Aufiebo 

v. 

Hutchison. 

PcttitOTb . 

• ^ IR: ar « hereby informed that the decision of the Commis- 

sioner on the above petition is as follows: 

Requests 1 and 2 of the petition are denied for the reason that 

therefore 1 constiti i*! G t ^ Aufier ° Cannot make the claim ^ and 

f I h2d twTt," 0 !^ 818 f ° r 8,1 award of P riori ty to Hutchison. 
21 T . V ,j °A alm ' s , In lssue were no t patentable to Aufiero 
I did not hold that they were patentable to Hutchison, but 

left the question open for decision by the primary examiner 

o?ih e ^- ,nR h A 8 q il eS r I0 J 1 should of course consider the decision 
T f th u Sr'Ir> Ult ( n U -i1, of A PPeals in the Second Circuit in the case of 

final, and both interferences therefore stand dissolved. 

THOMAS EWING, 

July 22, 1914. Commissioner. 

By direction of the Commissioner: 

Very respectfully, 

W. F. WOOLARD, Chief Clerk. 

J . 

St.N n \rwt U hto r ^°D M C Ur0 ’ Camer ° n ’ LeWis & Massie ’ 700 10th 
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In the United States Patent Office. 


Interference No. 34824. 
Aufiero 

V. 

Hutchison. 


Protest. 


Hon. Commissioner of Patents. 


Sir: We respectfully desire to bring to the personal attention of 
the Honorable Commissioner (Ewing) the following patents issued 
to Miller Reese Hutchison, on December 8th, 1914, to wit: 

No. 1,120,057, dated December 8th, 1914, issued upon application 
filed August 14, 1914, Serial No. 856,826, as a division of the Hutchi¬ 
son application here in interference; allowed October 17, 1914; final 
fee paid November 9, 1914. 

22 No. 1,120,619, dated December 8, 1914, issued upon an 

application filed August 26th, 1914, Serial No. 858,676, as 
a division of the Hutchison application here in interference; al¬ 
lowed Noveml>er 13, 1914; final fee paid November 9, 1914 (l>efore 
actual allowance). 

We have l>een this day orally informed bv Principal Examiner 
Kinnan that, so far as he knows, the existence of these divisional 
applications has not heretofore t>een made known to the Honorable 
Commissioner. 


Dn August < th, 1914, with the very object of forestalling prema¬ 
ture issuance of patent to Hutchison, Aufiero filed a request that be 
l>e advised of the conclusions of the Primary Examiner upon the 
question of patentability to Hutchison, and that request was granted 
by the Honorable Commissioner by order of August 12, 1914. 

In the confidence that both the meaning and spirit of that order 
would be ol>served by the Office, and particularly by the Primary 
Examiner. Aufiero awaited the information contemplated therebv. 
By Office letters of November 23rd, 24th and December 5th, 1914. 
Aufiero was given certain information regarding the claims proposed 
to be allowed to Hutchison in the identical application in interfer¬ 
ence. But neither Aufiero, nor his attornevs, have ever received 
any information from the Patent Office or anv official thereof re- 
gardmg the existence of the Hutchison divisional applications 1 
(which are m substance and intent parts of the parent appplication 
in interference), or regarding any of the claims held to be patentable 
to Hutchison therein; and said Aufiero and his attornevs knew 
nothing of said Hutchison divisional applications until after the 
issuance of the patents thereon on December 8th, 1914 
16 It further appears that before the Primary Examiner ad¬ 
dressed any of the above-named communications to Aufiero 
regarding the parent Hutchison application, he (the Examiner) had 
formally allowed the two divisional applications under dates of Octo- 
ber 17th and November 13th, 1914, and the final Government f<*s 
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on both had been paid. Furthermore, the Hutchison divisional ap¬ 
plications, which matured in the patents in question, were not 
filed until August 14th and 26th, 1914, respectively, after the Com¬ 
missioner’s order. Obviously, the claims of these Hutchison patents 
are directly and intimately related to the subject-matter in inter¬ 
ference, so much so that a decision unfavorable to Hutchison upon 
the question of priority in point of time would have necessitated a 
rejection of a many and probably all of the patented claims to 
Hutchison as not involving patentability over the interference issue. 

Wherefore, the party Aufiero protests against the action of the 
Office in the premises (1) because of its direct violation and dis¬ 
regard of the meaning, spirit and intent of the Honorable Commis¬ 
sioner’s order of August 12th, 1914; and (2) because of the ob¬ 
vious injury and prejudice to his (Aufiero’s) rights in the premises. 

Copies of the two Hutchison patents are hereto attached. 

We are this day mailing a copy of this paper to attorney for 
Hutchison. 

Respectfully, 

Attorneys for Aufiero. 

Washington, D. C., December 14th, 1914. 

24 File Copy. 

In the United States Patent Office. 

Interference No. 34823. 

Aufiero 

v. 

Kent 

v. 

Hutchison. 

Interference No. 34824. 

Aufiero 

v. 

Hutchison. 

Request by Aufiero. 

Hon. Commissioner of Patents. 

Sir: We have considered the decision rendered July 25th hy the 
Commissioner in person (Hon. Thomas Ewing), denying the re¬ 
quests of Aufiero’s petition of April 27th, 1914. 

Under the conditions presented in this interference, it can only 
be properly and legally dissolved upon a ruling that the issue claims, 
already held unpatentable to Aufiero, are also unpatentable to 
Hutchison. In the Commissioner’s decision of July 25th, there 
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is the following suggestion of the possibility of a holding to that 
effect, to wit: 

“I did not hold that they were unpatentable to Hutchison, but 
left the question open for decision by the Primary Examiner. In 
deciding this question he should of course consider the decision 
of the Circuit Court of Appeals for the Second Circuit in the case 
°f Lovell-McConnell Co. v. The Automobile Supply Mfg. Co. et al.” 

Without in any way relinquishing his rights in the premises, the 
party Aufiero willingly abides the outcome of the Primary Ex¬ 
aminer's consideration of the question of patentability to Hutchison. 
If the conclusion is unfavorable to Hutchison, the interference may 
be properly and legally dissolved. If the conclusion is favorable 
to Hutchison, there will still exist a question of priority 
25 between Hutchison and Aufiero, and the order of dissolution 
will remain in effect as a decision on priority from w’hich 
Aufiero has the right of appeal and which right the Commissioner 

. _ ^ ^ and remove by refusing to put his decision 

in such form as to make an appeal possible. 

Therefore, the party Aufiero respectfully requests and petitions 
that he l>e promptly advised (a communication entitled in the 
interference would be proper) of the conclusion of the Primary 
Examiner upon the question of patentability to Hutchison. It is 
believed to be Aufiero s right to have the information, to enable 
said Aufiero—in the event of a favorable conclusion by the Primary 
Examiner—to take further and proper steps in pursuance of his 
n j ^ th e Court of Appeals, D. C., and to take such steps 

and obtain such appeal before issuance of a patent to Hutchison. 

Argument. 

The Commissioner's decision of July 25th denies the requests of 
Aufiero s petition of April 27th 

“for the reason that my decision did not hold that Aufiero cannot 
make the claim, and therefore constitutes no basis for an award of 
priority to Hutchison. I held that the claim in issue was not 
patentable to Aufiero.” 

lL In ° ther wo r ds > as we understand, the Commissioner alludes to 
the difference between a holding that a party “cannot make the 
claim because his disclosure does not support it, and a holding 
that a party can make the claim (that is that his disclosure is ade- 
quate) but that because of bar (such as prior patents) it is un¬ 
patentable to him. This is a distinction which has been frequently 

0 , ! lr f ed and a PP lie ^ in the intricacies and technicalities of 
2b interference practice, but it has no application to the pres- 
ent case It does not. alter the effect of the Commissioner’s 
order of dissolution as a decision on priority unfavorable to Aufiero 
And therefore it does not remove Aufiero’s right of appeal to the 
Court and his right to have the Commissioner put his decision in 
such form as to make an appeal possible. And that said distinction 
does not apply to a situation such as here presented has been au¬ 
thoritatively decided. In the case of Cosper v. Gold, 34 App. D. C. 
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194; 1910 C. D. 282, the point upon which the order of dissolution 
was based was a question ol Gosper's disclosure of what the issue 
denned. \V hen that case came to the Court the second time (36 
App. i>. C. 602—1911 C. 1). 387), after the Patent Office had 
changed the lorm ol its previous decision to conform to its effect, 
the Court reversed the Patent Office and held that Gosper’s disclosure 
was adequate. But in the case of IScott v. Bechman, lntf. .No. 31 654 
(see pages 5-6, Auliero s petition of April 27th), the order of'dis¬ 
solution was based upon a two years publication bar to Scott. 
.Nevertheless the Assistant Commissioner (Tennant) in a decision 
of December 26, 1911, held— 

‘The rule was in effect a decision upon the question of priority 
adverse to Scott and Scott, and had they decided to appeal from 
this holding to the Court of Appeals D. C., it would have been 
propci loi them to iequest that final judgment of priority be entered 
as was done in the case of Gosper v. Gold and Gold, 168 O. G. 787. 
JSo such motion was presented.” 

And the Court of Appeals D. C., in its decision in the same case, 
Scott v. Moore, Commr., 39 App. D. C. 36—1912 C. D. 513 (see 
page / of Aufieros petition of April 27th), expressly said: 

“Had the petitioners pursued that course, an appeal could have 
been taken from the final award of priority bringing up for review 
all the grounds upon which the award was founded. Cosper v Gold 
36 App. D. C. 302-307.” 

27 The case of In re Fullaghar, 32 App. D. C. 222—1909 
?• 1>. 279, (see pages 8 and 9 of Aufiero’s petition of April 
2/th), involved the question of whether Fullaghar’s reissue applica¬ 
tion made out a statutory case of inadvertence, accident, or mistake 
and is also directly in point. 

Therefore, whether the order of dissolution is based upon the 
question of disclosure in the application of one of the parties, or 
upon the question of a bar alleged to render the issue claims unpat¬ 
entable to only one of the parties, the effect of such decision is ad¬ 
verse to that party upon the question of priority, that party is en¬ 
titled to appeal to the Court, and the practice of Cosper v. Gold 
applies. 

An interference once declared can only properly and lawfully be 
disposed of in one of two ways, either by dissolution on the ground 
that there is nothing patentable to either party and hence no basis 
for a controversy, or by an adjudication on the question of priority. 
Any decision adverse to the rights of one of the parties only, is, ac¬ 
cording to the authorities, in effect a decision on priority. And this 
effect is not altered because perchance in deciding that one party is 
barred there is a suggestion (not a positive adverse decision) that 
the other party may also be barred, by non-patentability for ex¬ 
ample. 

In the present case, the Commissioner has suggested the possi¬ 
bility of an unfavorable conclusion upon patentability to Hutchison. 

If the Primary Examiner so decides, there would be no allowable 
claim to constitute the basis of this interference. Therefore it is 
manifestly in the interest of economy of effort and expense to the 
3—2846a 
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parties concerned to await diapooitiou oi the question of patentability 
to Hutchison before taking further steps in pursuance of the 
28 rights of the party Aufiero upon the record of the interfer¬ 
ence as it now stands. Hence the request for information as 
to the decision of the Primary Examiner on that point. Such re¬ 
quest is made for the express purpose of enabling the party Aufiero 
to further contest this interference in the event the issue claims are 
held patentable to Hutchison, and to enable the party Aufiero to so 
further contest the interference before patent is allowed to issue to 
the party Hutchison. 

The party Aufiero further asks a written answer, which answer 
will it is hoped be favorable to the request made herein. 

A copy of this paper has this dav been mailed to attornev for 
Hutchison. 

Respectfully, 


Attorneys for Aufiero. 

Washington, I). C. August 7th, 1914. 

In the United States Patent Office. 

Interference, No. 34,824. 

Aufiero 

v. 

Hutchison. 

Note.— Inasmuch as the issue in companion interference Aufiero 
v. Kent v. Hutchison, No. 34,823, has now been rejected to Hutchi¬ 
son and by him erased from his application, future papers relating 
to the controversy in general will be entitled only in Interference No 
34,824. 

29 Requests by Aufiero far Reconsideration Entry of a Final 
Award of Priority and for Suspension of Action on the 
Hutchison Application. 

Hon. Commissioner of Patents. 

Sir: The party Aufiero, through his attorneys of record, respect¬ 
fully makes the following requests:— 

Request One. 

Aufiero asks (a) reconsideration and withdrawal of the order of 
dissolution in Interference No. 34,824, ( b) reconsideration and 
withdrawal of the rejection of the claim of the issue of that inter¬ 
ference to Aufiero upon the ground that said claim is not patentable 
to Aufiero over his patents 988,537 and 990,796,** and (c) resump- 

**CommVs decision of January 9, 1914, Intf. No. 34,824. 
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tion of proceedings in the interference with the addition of counts 
(such as Aufiero has sought to have added by amendment of the 
issue) adequate to embrace all common subject-matter. 

We particularly ask and urge careful consideration of the fol¬ 
lowing facts of record and the points made with respect thereto. 

Hutchison’s application in interference (Serial No. 524,762) was 
filed October 26th, 1909. 

Aufiero’s application in interference (Serial No. 696,653) was 
filed May 11, 1912, as a division of application Serial No. 645,863, 
filed August 24, 1911. 

30 Aufiero’s patent No. 988,537, dated April 4, 1911, issued 
upon an application filed June 10, 1910. Aufiero’s patent 

No. 990,796 issued April 25, 1911, upon an application filed June 
15, 1910. 

The inventions of both of these Aufiero patents, as manifest from 
the claims thereof, relate to certain mechanical arrangements and 
details not present in the structures of any of the applications in¬ 
volved in this interference. And on the other hand, neither of these 
Aufiero patents contains a disclosure of the subject-matter and in¬ 
vention of the issue in this interference, and this has been admitted 
by the Honorable Commissioner himself. 

By’the allegations of Aufiero’s preliminary statement, he con¬ 
ceived, disclosed, made drawings, and hence completed (within the 
meaning of Rule 75) the invention in issue years before the filing 
dates of his two patents. Aufiero alleges reduction to practice in 
March 1909, more than a year before the filing (June 1910) of his 
two patented applications. 

Now in view of these facts, upon what prohibition or principle of 
the law does the Commissioner hold that the issue herein “is not 
patentable to Aufiero over his patents No. 988,537 and No. 
990,796”? The Commissioner makes no specific reference to the 
provision of law or the principle upon which he bases his holding. 
The patents were not issued more than two years prior to the filing 
of the Aufiero applications in interference; hence there is no two 
years publication bar. There is no public use or sale bar. And the 
invention in issue has not in fact been “proved to have been aban¬ 
doned” (Sec. 4886). 

31 We assume, however, that the Commissioner rests his hold¬ 
ing upon the species of abandonment known as dedication 

to the public. Generally, anything disclosed in a patent and not 
claimed therein, is regarded as disclaimed and dedicated to the 
public, unless of course it is claimed in some other patent. But 
this principle and doctrine does not apply, and has never, to our 
knowledge, been applied, to an invention of a patentee not disclosed 
in his patent, and to an invention of the patentee which is clearly 
some other invention than that which he undertakes and intends 
to disclose in his patent. There is no principle, doctrine, or sound 
theory of the law upon which a patent which does not completely 
disclose all of the essentials of an invention can, by its mere issuance, 
constitute a disclaimer or dedication to the public of said undis¬ 
closed invention. And yet, as we understand, it is upon some such 
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theory that the Commissioner holds that the Aufiero patents ren 
the issue claim unpatentable to Aufiero in the case at bar. . 
Aufiero patents show no more than one step which the Commissioner 
says was obvious irrespective of those patents. The seco^ ^ 
which the Commissioner says must be joined with the first step to 
constitute the issue invention, is not disclosed. Then ho* can the 
issuance of those patents disclaim and dedicate the issue imention. 

If the Commissioner ha« intended to apply the Aufiero patents 
upon some theory of anticipation, we believe it can be readi \ s iov\n 
that said patents are in no way obstructive from that aspec . 

Suppose the Aufiero patents had been issued to another Or sup- 
pose that the mounting of the motor with, the armature shaft 
32 at right angles to the center of the diaphragm (without the 
shaft adjustment) had been shown m some other Patent— 
and it happens to he so shown in Arlitz patent, No. 9 < 9,246 issued De¬ 
cember 20 1910, upon an application filed June 4, 1910, cop\ of 
which is hereto attached. What is the effect of such patent as an 
anticipation, and how would it be possible to overcome such antici¬ 
pator v effect if present? It might be urged that, upon such dis¬ 
closure of one of the steps, the provision of the other step would not 
he invention, (although this would conflict with the Commissioners 
theory that the invention is in putting together the two steps •Nvhich 
individually he holds to t>e obvious.) Upon the hypothesis that the 
Arlitz patent might anticipate in that wav, there is n^thmg 
situation which precludes antedating (if possible) and thus elimi¬ 
nating the Arlitz patent. Aufiero’s preliminary statement does just 


Now the fact that the Commissioner relies upon Aufieros own 
patents instead of the Arlitz patent makes no difference upon the 
question of anticipation. The Aufiero patents are no more effective 
as anticipations than the Arlitz patent. It is just as proper and a - 
missible for Aufiero to antedate his own patents on the question of 
anticipation as it is for him to antedate the Arlitz patent And this 
also Aufiero has done in his preliminary statement, which shows not 
only completion but reduction to practice of the invention ong 
prior to the filing dates of the two Aufiero patents. The oath to 
Vufiero’s preliminarv statement is not in the form required by Rule 
75 but Aufiero hereby offers to file an affidavit in strict conformity 
with Rule 75, if the preliminary statement is regarded as inadequate 
for the purpose stated. To repeat, the Arlitz patent, if perti- 
33 nent as an anticipation, is antedated by the facts alleged in 
Aufiero’s preliminary statement. Aufiero’s patents stand in 
the same position. The fact that these patent 65 were issued to Au- 
> fiero makes them no more effective and no stronger against Aufiero 
than the Arlitz patent. Anything that antedates or eliminates the 
Arlitz patent (filed June 4.*1910) also eliminates the Aufiero pat¬ 
ents (filed June 10th and 15th, 1910, respectively). 

Therefore, if the disclosures of the Aufiero and Arlitz patents be 
regarded as otherwise sufficient to anticipate Aufiero’s claim to the 
issue invention, those patents have been antedated and thus over¬ 
come and eliminated as anticipations. 
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In support of request one, Aufiero also respectfully urges the fol¬ 
lowing considerations: 

In recently rejecting the issue of Interference No. 34,823 as un¬ 
patentable to Hutchison, the Office now takes the position that the 
two steps of—(1) positioning the motor with its armature shaft at an 
angle to the diaphragm, and (2) providing adjustment for the arma¬ 
ture shaft—do not, as thus broadly stated, constitute invention. 
Hutchison has accepted that holding by erasing the claim from his 
application. Therefore, it appears that some other and more specific 
distinctions than the mere presence of these two steps, stated broadly, 
are essential to the definition of that which is the patentable inven¬ 
tion and have been applied in the rejection and allowance in the 
Hutchison application of claims of varying specific scope. We main¬ 
tain that (irrespective of other considerations urged against the 
Aufiero patents) these same refinements of distinction must be ap¬ 
plied in weighing the effect of Aufiero’s patents against Aufiero’s 
right to the issue claim and to other more specific claims 

34 which it is proposed to allow to Hutchison and among which 
there are claims which Aufiero has sought to have added to 

the issue. Among the claims which Aufiero has thus sought to add 
to the issue (by his motions to amend in the two interferences) are 
claims previously numbered, in the Hutchison application, 6, 7, 15, 
16, 17 and 20. These claims now stand allowed in Hutchison’s case 
as Nos. 3, 4, 10, 11, 12 and 13, respectively, with slight immaterial 
changes in claim 12 (former 17). Hutchison’s said claim 12, cor¬ 
responding to his former claim 17, and which Aufiero proposed (by 
his motion to amend) to introduce into his application, as his claim 
8, reads : 

Tn a horn or signal, a diaphragm, a symmetrical case arranged 
with its axis perpendicular to the diaphragm at its center, an electric 
motor having its armature shaft presented end-wise to the diaphragm 
within said case, a rotary head on said armature adjacent to said 
diaphragm, a plurality of diaphragm vibrating elements arranged 
on the face of said head circularly about the axis thereof, and means 
for effecting adjustment of said motor in a direction parallel to its 
shaft and means for longitudinally adjusting said shaft relatively to 
its field coils.” 

As will l)e seen, this claim is specific to two adjustments, one, of 
the motor in its entirety “in a direction parallel to its shaft,” and the 
other a longitudinal adjustment of the armature shaft “relatively to 
its field coils.” Neither of these adjustments is in the Aufiero pat¬ 
ents. They are both clearly in the Aufiero application. 

Upon what theory is such a claim unpatentable to Aufiero while 
patentable to Hutchison. Certainly the theory upon which the Com¬ 
missioner rejects the issue claims to Aufiero does not render unpat¬ 
entable to Aufiero every improvement or invention which may in¬ 
volve a motor with its armature shaft at right angles to the dia¬ 
phragm. There must be some limit even to that theory, and to 
stretch it beyond its asserted application to the single adjust- 

35 ment claims of the issue and apply it also to the more specific 
two adjustment claims just quoted, would certainly seem to 
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go beyond that limit. Furthermore, to so stretch this theory of un- 
patentability to Aufiero would certainly disrupt the Commissioner’s 
opposing theory of patentability to Hutchison. 

.Therefore, it is submitted that the Commissioner’s contentions 
and rejection of the broad claims of the interference issue to Aufiero 
do not apply to the more specific claims; that the rejection of such 
specific claims to Aufiero should he withdrawn and the same made 
part of the issue. 

In support of Request One, Aufiero maintains that the question of 
unpatentability or bar to Aufiero is not a proper ground upon which 
to hase the action taken, which action is in effect (if not in fact and 
in form) an award of priority to Hutchison and against Aufiero. 
L-pon this point we respectfully refer to ‘‘Petition by Aufiero for 
Rehearing, filed January 23rd, 1914; “Memorandum of Authori¬ 
ties in Aufiero Interferences Nos. 34,823 and 34,824,” filed about 
March 4th. 1914; “Petition by Aufiero,” filed April 27th, 1914; 
“Request by Aufiero,” filed August 7, 1914; and especially to the 
authoritative decisions cited and discussed in these papers. 

If, on the other hand, the question of non-patentabilitv to Aufiero 
be assumed to l>e a question for decision in the interference, the posi¬ 
tion of the Office in this case is no stronger. 

Hutchison made a belated motion under Rule 122 for dissolution 
on the ground that the issues were unpatentable to Aufiero over the 
latter s prior patents. Transmission of this motion was denied for 
reasons given bv the Examiner of Interferences. Rule 130 says 
that, when such a motion has been “duly presented and pros- 
3f> ecuted, ’ the same question of non-patentability may be urged 
at final hearing on the question of priority. Obviously 
therefore, within the very terms of Rule 130, the question of “non- 
patentability of the claim to his opponent” constitutes 

“a basis for * * * decision upon priority of invention, and 

upon appeals, from such decision.” 

Assuming Hutchison’s motion to have been “duly presented and 
prosecuted hut denied, he would doubtless have had the right, under 
Rule 130, to again urge the same question (of patentability to Au¬ 
fiero over the latter s patents) at final hearing. In short, had the 
Aufiero patents been held not to anticipate, and had there been a 
timely motion under Rule 122, then under Rule 130 that question 
would have Income a question of priority at final hearing before the 
Examiner of Interferences and upon appeals. 

Nov the fact that Hutchison’s motion has been in effect granted 
does not alter the character of the question of “non-patentabilitv” as 
one which may be the “basis for the decision upon priority of inven¬ 
tion and upon appeals from such decisions,” and does not exclude 
Aufiero’s right of treating it as such. The Rule is not one-sided. 

Therefore, from this aspect of the situation, the Commissioner’s 
attitude is in direct conflict with Rule 130. 
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Request Two. 

In tlie event of denial of request one, Aufiero further requests 
that a final award of priority be entered upon which Aufiero may 
exercise his nght of appeal to the Court of Appeals, D. C. 

lliis is a renewal of a similar request made in a “Petition by 
Aufiero, filed April 27th, 1914. We respectfully refer to the au¬ 
thorities cited and reasons and arguments set forth in that 
petition. 

37 Said previous request was denied by the Commissioner in 
a decision of July 22nd, 1914, upon the ground (among 

others) that he “did not hold that they” (the issues) “were patent- 
able to Hutchison, but left the question open .for decision by the 
primary examiner.” Aufiero made this reservation the basis of a 
request, filed August /, 1914, for information as to the subsequent 
conclusions of the Office on the question of patentabilitv to Hutchi¬ 
son, such information being asked 

“for the express purpose of enabling the party Aufiero to further 
contest the interference in the event the issue claims are held patent- 
able to Hutchison, and to enable the party Aufiero to so further 
contest the interference before patent is allowed to issue to the nartv 
Hutchison.” 

That request was granted and, by Office letters of November 23rd 
and 24th, and December 5, 1914, Aufiero has been advised of the 
rejection to and erasure by Hutchison of the issue in Interference 
No. 34,823, and of the intention of the Office to pass the Hutchison 
application to allowance containing the following claims, among 
them the issue in this interference (No. 34,824)—to wit: 

Hutchison Application. Serial No. 524,762. Filed Oct. 26, 1909. 

Claims Which the Examiner Proposes to Allow Hutchison, Accord¬ 
ing to Information Given in Official Letters of November 23 rd 
and 24t/i and December 5th, 1914. 

Note. —The claims are numbered as they now stand in the 
Hutchison application. The numbers in brackets are those which 
some of the claims bore at the time the interferences were declared. 

1. (4 with minor changes) In a horn or signaling device, a 
diaphragm, a drive shaft presented endwise toward the plane of the 

diaphragm, an endwise acting rotary face cam carried by 

38 said shaft for imparting bodily vibrations of said diaphragm 
toward and from said cam, and means for adjusting said 

shaft end-wise. 

2. (5. Issue of Intf. No. 34,824.) 

In a horn or signal-device, a diaphragm, a motor having a longi¬ 
tudinally adjustable armature shaft arranged at right-angles to the 
diaphragm at its center and diaphragm actuating elements carried 
by said armature shaft, whereby relative adjustment of the dia¬ 
phragm and diaphragm actuating elements may be effected. 
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. a or signaling device, a diaphragm a motor hav- 

mg It8 armature shaft approximately normal to the diaphragm, a 
cam on said shaft having faces presented toward the diaphragm, and 
means for effecting adjustment of said motor in a direction parallel 
to tiie axis of its armature shaft. 

. 4 './ 7 ) In a hor , n or signaling device, a diaphragm, a motor hav¬ 
ing its armature shaft approximately normal to the diaphragm, a 
cam on said shaft having faces presented toward the diaphragm, 
and "leans for effecting adjustment of said motor in a direction 
parallel to the axis of its armature shaft, and means for effecting 
longitudinal adjustment of said armature shaft. 

\ .} n a .^ or . n or signaling device, a diaphragm, means for 

mechanically agitating the diaphragm, including a motor having 
its armature shaft at an angle to the diaphragm, diaphragm actual 
mg means carried by said shaft, and means for limiting the longi- 
tudmal movement of said armature shaft away from the diaphragm 
the field and armature of said motor being axially displaced so as to 
hold said shaft against said means by solenoid action. 

a h° rn or signaling device, a diaphragm, 
dy means for mechanically agitating the diaphragm, including 
a l motor havin £ ittf armature shaft arranged at an angle to 
the diaphragm, diaphragm actuating means carried by said shaft 
and means for adjusting said armature shaft longitudinally toward 
said diaphragm, the field and armature of said motor being axiallv 

displaced so as to hold said shaft against said means by solenoid 
action. 

7. (12) In a horn or signaling device, a diaphragm, and me¬ 
chanical means for agitating the diaphragm, said means including 
a motor having its armature shaft arranged at an angle to the dia¬ 
phragm, diaphragm actuating means carried by said shaft, the field 
and armature of said motor being relatively displaced in an axial 
direction, w herein the field exerts & solenoid action on the armature 
and shaft. 

8. .(13) In a horn or signaling device, a diaphragm, a plurality 
of contacts disposed radially about the axis of the diaphragm, and 
mechanical means for agitating the diaphragm including a rotarv 
driver adapted to engage said contacts. 

9. (14) In a horn or signaling device, a diaphragm, diametrically 

opposed contacts disposed about the axis of the diaphragm, and 
mechanical means for agitating the diaphragm including a rotarv 
driver having diametrically opposed impact members adapted to en¬ 
gage simultaneously with diametrically opposed contacts. 

10. (15) In a horn or signal, a diaphragm, a power shaft ap¬ 
proximately normal to the diaphragm, a rotary head carried bv said 
shaft and a plurality of diaphragm displacing elements carried bv 
said head and distributed about the axis thereof together with a plu¬ 
rality of circularly distributed cooperating elements on the dia¬ 
phragm, whereby displacing efforts are applied at a plurality of 

points away from the center of the diaphragm. 

40 11. (16) In a horn or signal, a diaphragm, a power shaft 

approximately normal to the diaphragm, a rotary head car- 
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ments carried ^aiThead^nd^dwt °h ^P h ™S m displacing ele- 
together with a nluralitv nf ni 1 tobuted about the axis thereof 
ments on the dianhrairni wh rc V djstnbuted cooperating ele- 
at a plurality of pt Sav Hl 1SP ? ng f e ? ort * are a PP lied 

ascttsa was^as 

presented end-wise to the diaphragm Jithin 6 !\4 armature shaft 
head on said armature i, ! ! 6 / 88,(1 case - a rotary 

of “4^ l i “3 !^,TJTL‘" neV'to" U^h ff ( f : “ n 3 » d j“«“"ont 

lonyptudimillv adjusting said sliaft relatively to it 

&£ ^tfisAsrsas 

tenter'-inf’ 1 ' A™’?? itS aX ’ S l je i-pendicular to said diaphiLm at?ts 

®id te rii | d a < la , p irag,n en K a K ln K element carried bv safd shaft 
said diaphragm being provided with a plurality of" i^ouahtU 

ajpted for lateral engagement by .said diaphragm enga^ng el^ 

4 i 14 i V- 1 j- h '! rn or signaling device, the combination of 

an elastic diaphragm, a pair of diaphragm clamping mem- 
bere, a high speed electric motor secured to one of said mem 
bers and having its shaft presented endwise to said diapZagm a 
rotor on said shaft presenting a circularly arranged senes of 
jections for effecting bodily vibration of said tifaphra^ toward 
and from said rotor, and an adjustable thrust bearing fw limUmg 
the axial rearward movement of said shaft and said rotor unde? 
the reaction of said diaphragm, the location and arrangement of ’ 
parts being such that said shaft is retained in engagement with said 

‘S3 ot '.nd 

•r«" ss 

phragm actuating elements carried by said armature shift’ aid 
means for producing relative adjustment of the diaphragm and dia 
phragm actuating elements. F g 8,1(1 aia 

16. In a horn or signaling device, a diaphragm having a wear 
piece means for mechanically agitating the diaphragm, including 
a motor having ite armature shaft arranged at an angle to the dia 
p ragm, diaphragm actuating means carried by said shaft and 
means for axially adjusting said shaft and actuating means to vary 
the overlap of said means on said wear piece y 

17 ‘ I . n * h ° rn 0F signalin « device > a diaphragm having a wear 
4—2846a 
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piece, means for mechanically agitating the diaphragm, including 
a motor having its armature shaft arranged at an angle to the dia¬ 
phragm, a rotor carried by said shaft and having face projections 
for engagement with said wear piece and means for limiting the 
rearward axial movement of said shaft and rotor, the shaft being 
held against forward movement by engagement of said rotor with 
said wear piece. 

42 18. In a horn or signcling device, a diaphragm having a 
wear piece, a cylindrical electric motor having its armature 

shaft disposed substantially at right angles to said diaphragm and 
having a face cam for engagement with said wear piece, the diameter 
of said face cam being materially less than that of the armature, and 
the field of said motor being concentric with said diaphragm and of 
less diameter than the latter whereby said motor and face cam are 
disposed within a cylinder having its axis perpendicular to the cen¬ 
ter of the diaphragm and having substantially the circumference of 
the diaphragm supporting means. 

Request Three. 

In the event of denial of requests one and two, Aufiero further 
requests that action on and allowance of the Hutchison application 
be suspended for a reasonable time to afford Aufiero opportunity to 
apply to the courts for relief appropriate to the exercise of his right 
of appeal to the Court of Appeals I). C. in the interference. 

Aufiero believes that refusal of his renewed request for entry of 
judgment of priority in the interference, from which judgment 
Aufiero could appeal to the Court in the interference, would be a re¬ 
fusal by the Commissioner to perform a plain and positive duty, 
recognized as such in Cosper v. Gold, 36 App. D. C. 302, and other 
cases heretofore cited, and that he (Aufiero) would be entitled to 
relief bv writ of mandamus. 

43 Copy of this paper has been mailed to attorney for 
Hutchison. 

Respectfully, 

y 

Attorneys for Aufiero. 

Washington, D. C., December 10th, 1914. 

Rule to Show Cause. 

Filed January 4, 1915. 

* * * * * ' * * 

Upon consideration of the Bill of Complaint in the above entitled 
cause filed, it is ordered this 4th day of January, 1915 that the 
defendant therein named show cause at or before four o’clock P. M. 
of this fourth day of January, 1915 before this Court sitting as 
Equity Court No. 1 why a restraining order pendente lite should not 
issue as prayed in said Bill of Complaint; provided that a copy of 
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this order and of said Bill of Complaint be served forthwith upon 
the defendant. * 

WALTER I. McCOY, Justice. 


Marshal's Return „ 


Served copy of within rule to show cause together with copy of bill 

of complaint on Thomas Ewing, Commissioner of Patents, per¬ 
sonally. * F 

Jan’y 4, 1915. 


MAURICE SPLAIN, Marshal s 
C. R. S. 


” Temporary Restraining Order. 

Filed January 5, 1915. 

******* 

This cause coming on to be heard upon order to show cause, bill of 
complaint and exhibits, and after hearing, it is this 5th day of Jan¬ 
uary, 1915, ordered: 

That the defendant, Thomas Ewing, Commissioner of Patents of 

J 11 ^ ^ tat,es ’ ^ he is hereby restrained pendente lite, or 
until further order of this Court, from issuing, or causing to be issued 
a patent on the Hutchison application Serial No. 524,762, filed Octo¬ 
ber Zb, 1909, and involved in an interference entitled “Aufiero v 
Hutchison, Interference No. 34,824.” 

WALTER I. McCOY, Justice. 

Motion to Am^nd Injunction Pendente Lite. 

Filed January 7, 1915. 

******* 

Now comes the plaintiff, by his attorney, and moves the Court that 
the injunction pendente lite. heretofore issued bv this Court on Jan¬ 
uary 5, 1915, be amended by the addition thereto of the following 
words, to wit,— & 

—and on any divisional or other application of said Hutchison, 
with claims applying to the subject-matter disclosed in said applies 
tion Serial No. 524,762, as filed— 

In support of this motion, reference will be made to the accom¬ 
panying affidavit of Reeve Lewis. 

REEVE LEWIS, 

A ttomey for Plaintiff. 

45 Thomas Ewing, Esq., Commissioner of Patents, Washington, 

l-'* V# 

Sir: Please take notice that the above motion will be called for 
hearing before Mr. Justice McCoy, in Equity Division No. 1, on 
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Saturday, January 9, 1915, at 9:30 A. M., or as soon thereafter as 
counsel can be heard. 

REEVE LEWIS, 

A ttomey for Plaintiff. 

Service of copy of the aforegoing motion and of the affidavit of 
Reeve Lewis acknowledged this 7th day of January, 1915. 

THOMAS EWING, Defendant. 

Affidavit of Reeve Lewis. 

District of Columbia, ss: 

Reeve Lewis, being duly sworn, deposes and says: 

I am an attorney at law, a resident of Washington, District of 
Columbia, an attorney for Plaintiff in this cause, and a member of 
the firm of Mauro, Cameron, Lewis & Massie, of Washington, D. C., 
and New York, N. Y., attorneys ofYecord in the Patent Office for 
Emanuel Aufiero, the Plaintiff herein. 

As appears from the Patent Office “Official Gazette” of the issue of 
Tuesday, January 5, 1915, U. S. patent No. 1,124,137 was that day 
issued and delivered upon an application filed January 6, 1911, by 
Miller Reese Hutchison, Serial No. 601,113, as a division of the 
application of said Hutchison filed October 26, 1909, Serial No. 
524,762, involved in the Aufiero v. Hutchison interference No. 

34,824, said last-named Hutchison application and interfer- 
46 ence being the same as mentioned in the injunction pendente 
lite which issued in this cause on January 5, 1915, and a cer¬ 
tified copy of which was about mid-day of that diay by me personally 
delivered to Assistant Commissioner of Patents, at his office in the 
Patent Office Building. 

The file-record of said patent No. 1,124,137 shows that the divis¬ 
ional application upon which it w r as granted was formally allowed 
December 12, 1914, and that the final Government fee had been paid 
December 10, 1914, the date on which the file had been signed by 
the Primary Examiner. 

I have attached to this affidavit a copy of the specification in the 
Hutchison application Serial No. 524,762, as said specification ap¬ 
peared at the date of the declaration of the Aufiero-Hutchison Intf. 
34,824; and copies of the original drawings of said application. 

REEVE LEWIS. 

Subscribed and sworn to before me this 7th day of January, 1915. 
[seal.] R, C. FITZHUGH, 

Notary Public, D. C. 
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Specification. 

To all whom it may concern: 

DA r» 1 1 Hutchison 

Fer A. Be it known that I, Miller Reese [Hutchison],* a citi- 
f , . z ® n TT 0 ' the United States and a resident of Summit, in 
the County of Union and State of New Jersey, have invented certain 
new and useful improvements in Diaphragm Horns, of which the 
following is a specification: 

M y present invention relates to horns or signaling devices 
wherein a vibratory member such as a diaphragm is actuated 
by power derived from a rotary member or drive shaft, which 
may be the armature shaft of an electric motor. In mv 
prior patents Nos. 923,048, 923,049, and 923,122 I have disclosed 
various means through which movement of a rotary member may be 
applied to operate the diaphragm, as, for instance, a tension mem- 
I ’I.:.' ," s member, or a combined tension and thrust member, any 
'5 J -/ vh,( ' h n «y he either rigidly or pivotally mounted upon the dia- 
A pgm and may be tightly coupled to the driving means, or may be 
osely coupled so that only a part of the movement of the dia¬ 
phragm is forced by the driving means, the diaphragm being per¬ 
mitted any desired degree of independent motion in either or both 
l root ions. The motion imparted to the diaphragm through such 
devices has been derived through cams, cranks, or other thrust sur¬ 
faces eccentrically arranged upon a member rotating about an axis 
approximately parallel to the diaphragm. As stated in said patents, 
the specific, mechanisms shown and described therein are merely 
illustrative oi J^reat variety of forms covered by but not specifically 
described in said patents, and my present invention includes novel 
driving means especially adapted for similar uses, but which may be 
®mp'oy«n n other relations where their functions or advantages may 

^” re s P e «fically considered, my present invention involves an 
arrangement of parts whereby the vibratory motion of the dia- 
phragm may be derived from a drive shaft, such as the armature 
the ill!" electric motor, when such shaft is arranged at an angle to 
the plane of the diaphragm instead of parallel therewith. This is 

«Wr°; U ar ♦ d f 1 ™!, , ! e ,n th e cases where the armature shaft of an 
electric motor is utilized as the drive shaft, since it permits a compact 

arrangement of the motor within a case which need not extend 
peripherally outside of the circumference required for enclosing 

Insert B'. 48 the diaphragm. A In certain cases the arm- 

, , .. , . ® tnre shaft may be perpendicular to the dia¬ 

phragm, and if desired, may be arranged concentrically therewith so 
at it.- axis passes through the centre of the diaphragm. With the 
^craneement the motor case may be perfectly symmetrical. In 
rta n cases, where the motor is arranged with its armature at an 

[• Words and figures enclosed in brackets erased in copy.] 
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angle to the diaphragm other than a right angle, the shaft axis may 
be out of alignment with the centre of the diaphragm, while the 
centre of mass or volume of the motor remains in or close to a per¬ 
pendicular from the centre of the diaphragm. 

My invention includes means whereby the rotary motion about an 
axis non parallel with the diaphragm may he applied for vibrating 
the latter, as, for instance, face cams, or face projections carried by 
the rotary member, and also a great variety of mechanical move¬ 
ments adapted to transform rotary motion into reciprocating motion 
in a direction approximately parallel to the axis of the rotary motion. 

Having thus described the nature of my invention, I will now de¬ 
scribe certain practical embodiments thereof in connection with the 
accompanying drawings in which 

Fig. 1 is a vertical section longitudinally of the drive shaft; 

and 3 are 

Figs. 2 | is a |* similar views of modifications. 

In Fig. 1 the horn or resonator 1, front case 2, peripheral flange 3, 
diaphragm 4, clamps 5, 6 and cork-like gaskets 7, S, are of any 
known construction and are in fact similar to one of the forms shown 
in my prior application, Ser. No. 494.120, filed May 5, 1909. The 
wear piece 9, secured to the centre of the diaphragm, may he of any 
known or approved construction, but is preferably formed for 
straight line contact with the rotary displacing member. 
49 Drive shaft 10 carries the rotary member 11 provided with 

one or more 

Per A. teeth or projections 12, the latter being face projections. 

preferably cut in accordance with the well known princi¬ 
ples similar to those established for teeth of bevel or 

t 1 . at least so far as concerns making 

C. crown gears, [so that]* their sliding engagement 

so that it 

0. with the diaphragm projection 9 A will not vary much 
from line of contact. In the forms shown the drive 
shaft 10 is the shaft of armature 13 energized through 
brushes 14, and commutator 15, rotating within the field 
of pole pieces 16, 17, energized by coils 18, 19. The 
motor may be any suitable rotary motor, though for 
most purposes T prefer a low voltage direct current, 
C. [shunt wound 1* motor adapted to rotate always in one 
direction, regardless of the polarity of the current sup¬ 
plied thereto. In the form shown in this figure, the drive shaft is 
necessarily eccentric to the diaphragm by an amount equal to the 
radius of the face cam; hence, if the motor frame he symmetrical as 
shown, and if the case 20 he no larger than is necessary to enclose 
the motor, the construction will be somewhat eccentric with respect 
to the diaphragm and the horn section of the case. Obviously, the 
motor case may be made symmetrical by making it larger than is 
necessary, and the eccentricity of the motor may he decreased by de 
creasing the diameter of the face cam or by tilting the motor as 


[• Words and figures enclosed in brackets erased in copy.] 





THOMAS EWING, COMMISSIONER OF PATENTS. 


31 
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Per A. shown in Fig. [2]* so that its centre of mass or volume 
practically coincides with a line perpendicular to the 
axis of the diaphragm. 

In Fig. 1 the motor frame is secured in the case by 
screws 21, 22, and the armature shaft 10 carrying the 

limited as to 

C. face cam 11 is [prevented from]* endwise displace- 
rearwardly 

ment A by means of a thrust bearing 23, which is pref¬ 
erably mounted upon and formed integral with a set screw 24 pro¬ 
vided with a lock nut 25. In order to ensure firm contact of 
50 the shaft cam with its thrust bearing I may displace the arma¬ 
ture longitudinally of its shaft in the direction of the dia¬ 
phragm so that the solenoid action of the motor field will draw the 
ea a,rdh as far as permitted by the thrust Wring. This 
affords the simplest possible means for adjusting the cam with respect 
to the diaphragm projection so as to secure the best results. 

While the above described face cam is an efficient means for trans¬ 
forming the rotary motion of the perpendicular drive shaft into 
vibratory motion of a diaphragm at an angle thereto, by partly 
forced and partly free movements, I may employ anv other desired 
mechanical movement for this purpose, preferably those which per¬ 
mit arranging the drive shaft with its axis passing through the 
centre of the diaphragm, preferably perpendicular thereto. One 
such arrangement is shown in Fig. 2, w’herein the motor may be sub¬ 
stantially the same as in Fig. 1, except that being symmetrically ar¬ 
ranged with respect to the centre of the diaphragm the enclosing case 
is concentric therewith, and the entire device is symmetrical w r ith 
respect to a straight line passing through the axis of the horn and 
the centre of the diaphragm. 

In said Fig. 2 the horn, diapjiragm, front case, motor, and motor 
case may be substantially the same as in Fig. 1. The shaft 10 
armature 13, thrust bearing 23, and adjusting screw T 24 are also ar¬ 
ranged as shown in Fig. 1, the principal difference between Figs. 1 

Per C. and ^ [ ^ ] * being that the armature shaft is arranged 
with its axis passing through the centre of the dia¬ 
phragm perpendicularly thereto, and the face cam 60 is made of 
smaller size, and of such form that diametrically opposite projections 
of the latter simultaneously engage diametrically opposite ’ projec¬ 
tions formed or provided on the diaphragm or on a wear piece 

Per A. [6]* secured thereto. 

51 This arrangement has the advantage that the 
. rotary cam acts simultaneously in opposite direc¬ 

tions so that the lateral components of the two blows tend to produce 

_ . wear piece 

rer A. rotary motion or effect on the A [cam]* instead of 
lateral tilt. The rotary effect may be readily resisted 


[♦Words and figures enclosed in brackets erased in copy.] 
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by tight riveting or welding of the wear piece to the diaphragm, 

Per A. the shank [sj* A keyed to the diaphragm as by flatten¬ 
ing as indicated at 63. 

In the arrangement shown in Fig. 3 the broad features of con¬ 
struction and operation are not materially different from those of 
the device shown in Fig. 1, but it will be noted that the rotary mem- 


ID 


er A. her 7(Ms somewhat smaller A diameter, and that the 
ln °f°r * 1 has been shifted about thediaphragm wear piece 
1 2 as a centre so that the centre of volume or mass of the motor lies in 
or close to a line perpendicular to the diaphragm passing through the 
centre thereof. Bv this arrangement the motor has been brought 
well within the periphery of the diaphragm clamps 5, 6, and the case 
tS covering the same is correspondingly of less diameter than said 
clamps and is symmetrical with respect to the axis of the horn, 1. 

Various minor differences with respect to the mounting of the 
motor may 1 >e noted as follows: The rear clamp 6 of the diaphragm 

is a mere skeleton instead ol a complete case and it carries formed or 

rigid 

soured thereto a fright]* support 74 to which the motor 
is adjustably connected by a bolt 75 passing through a 


Per A. 


slot A [76 |* shown in dotted lines. This support and 
connection for the motor should be formed so that ad¬ 
justment of the rotary member 70 to and from the wear piece 72 on 
the diaphragm may be effected, and in the form shown such adjust¬ 
ment is along a line parallel to the axis of the motor. The motor 
_> . plane 

ler A. axis being at an angle to the A [place]* of the dia- 
pbragm, the teeth or projections 76 carried by such 
52 member are formed on a bevel so that the elements thereof 
are substantially parallel with the diaphragm. 

The case of the motor is not broken away to show the internal con¬ 
struction since this part of the device is standard construction, such 
i >4 ii.-.. as a unit 

1 er A. as may be obtained in the market. The motor A being 
adjustably mounted, the set screw for adjusting the 
armature shaft, which is shown in Figs. 1 and 2, need not be em¬ 
ployed, the motor being provided with an ordinary thrust bearing for 
the armature shaft within the boss 78. With this construction the 
parts may all be assembled without the rear case, the latter being ap¬ 
plied over the flange 79 and secured thereto as bv screws 80 

In all of the forms above shown it is possible to make the'face cam 
automatically self-adjusting without the necessity of a thrust bear¬ 
ing for the armature shaft which carries said cam. This mav be ac¬ 
complished by adjusting the motor so that the solenoid puli of the 
held upon the armature is toward the diaphragm. Referring to Fig. 

Per A. 14] * the desired result may be accomplished by ad- 

[• Words and figures enclosed in brackets erased in copy.) 
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justing the frame and field of the motor by loosening 

21,22 

Per A. the securing screws A an d sliding them forward 
along the slots 90. In Fig. 3 a similar adjust- 

_ 77 

Per A. ment may be had by means of bolt 75 and slot A [76]* 

Insert A'. A , but in this case the projections of the bevel face 

A' 

cam should be made wide enough so that the required adjustment 
mav be effected without moving them laterally out of range of square 
impingement upon the diaphragm projection. 

With the above described arrangement the cam and armature shaft 
will automatically find an intermediate position which will be a re¬ 
sult of the solenoid pull toward the diaphragm and the cam thrust 
away from the diaphragm. When this arrangement is used in 

of 

Per A. _ the device A Fig. 2 the adjustable thrust bearing 

53 may be arranged as a limiting stop to prevent 

the cam from being forced entirely out of range 
or contact with the diaphragm projection, as might occur at high 
speeds or with a very stiff diaphragm or where the soleniod pull 
toward the diaphragm is not sufficiently strong. 

While I have herein fully shown and described, and have pointed 
out in the appended claims certain novel features of construction, 
arrangement, and operation which characterize my invention, it will 
be understood by those skilled in the art that various omissions, sub¬ 
stitutions, and changes in the forms, proportions, sizes, and details of 
the device and of its operation, may be made without departing from 

mv invention. 

* 

Note. —This insert “B'” was introduced by an amendment dated 
February 27, 1912, to follow line 13 of page 3. 

B'. In order to secure the desirable features of the angular ar¬ 
rangement the angle should be a high angle, that is, one 
which will cause the reaction of the diaphragm to take effect 
on the shaft end-wise thereof more than transversely, and the 
end-wise thrust begins to predominate at say 45°. Further¬ 
more, this is about the angle where it begins to be practicable 
to use ordinary commercial models of motors in connection 
with cams of the required relatively small diameter without 
being compelled to drop the motor so that the frame thereof 
projects forward of the diaphragm as in the commercial 
Klaxon. 

Note.— This insert “A"’ was introduced by an amendment dated 
February 27, 1912, before “but” in last line of page 7. 

A'. —by either omitting the thrust bearing in the boss 78 or ren¬ 
dering this bearing adjustable—. 


[• Words and figures enclosed in brackets erased in copy.] 

(Here follow drawings marked pages 54, 55, and 56.) 
5—2846a 
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57 An&wer of Defendant. 

Filed Jan. 22, 1915. 

****** * 

To the Honorable the Justices of the Supreme Court of the District 

of Columbia: 

The defendant, Thomas Ewing, Commissioner of Patents, makes 
answer to the bill of complaint in the above entitled case, paragraph 
for paragraph, as follows: 

(1) Defendant admits, upon information and belief, the allega¬ 
tions of Paragraph (1). 

(la) Defendant admits the allegations of Paragraph (la) of the 
bill. 

(2) Defendant denies that the entry of an award of priority as 
asked for in this bill was his ministerial duty. He denies that the 
plaintiff was entitled to have such an award of priority entered and 
he denies that plaintiff will suffer irreparable injury if such an award 
is not entered. 

(3) Defendant admits that Emanuel Aufiero filed applications as 
alleged in Paragraph (3) of the bill. 

(4) Defendant admits that Miller Reese Hutchison filed an ap¬ 
plication as alleged in Paragraph (4) of the bill. 

(5) Defendant admits the allegations of Paragraph (5) of the 
bill, and, further answering, says that the decision of January 8, 
1914, in interference No. 34,824 refers to a decision of the same date 
in a companion interference, No. 34,823, involving the same parties, 
in which the reasons for the decision are given. A copy of that de¬ 
cision is attached hereto and made a part hereof and marked “De¬ 
fendant’s Exhibit A.” 

58 (6) Defendant admits that plaintiff on or about April 27, 
1914, filed a petition, as alleged in Paragraph (6) of the bill 

and that on July 22, 1914, this petition was denied. 

Further answering, defendant avers that following the decision of 
January 8, 1914, plaintiff filed a petition for rehearing which peti¬ 
tion was denied on February 16, 1914, but, upon renewed request, 
was granted and a hearing set for March 4, 1914, that on April 21, 
1914, a decision was renderel, in which the decision of January 8, 
1914, was adhered to and the plaintiff was refused a claim in the lan¬ 
guage of the issue of interference No. 34,824, as will appear from the 
decision rendered in that interference on that date and from the de¬ 
cision of the same date in the companion interference No. 34,823, 
copies of which are attached hereto and made a part hereof, and 
marked Defendant’s Exhibits B and C. 

Further answering, defendant avers that the decision of July 22, 
1914, referred to in Paragraph (6) of the bill, was made with refer¬ 
ence to the prior decisions of April 21, 1914, and January 8, 19i4, 
and the reason why the requests of April 27, 1914, were denied was 
stated in the decision of July 22, 1914, as follows: 

Requests 1 and 2 of the petition are denied for the reason that my 
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decision did not hold that Aufiero cannot make the claims, and there¬ 
fore constitutes no basis for an award of priority to Hutchison. I 
held that the claims in issue were not patentable to Aufiero. I did 
not hold that they were patentable to Hutchison, but left the ques¬ 
tion open for decision by the primary examiner. 

Defendant further admits that plaintiff filed a request to be ad¬ 
vised as to the conclusions of the primary examiner upon the ques¬ 
tion of patentability to Hutchison and that such request was granted 
and avers that the request was filed August 7, 1914, and granted Au¬ 
gust 12, 1914. 

(7) Plaintiff admits that Hutchison filed two divisional 

59 applications, as alleged in Paragraph (7) of the bill, and ad¬ 
mits that patents were granted upon these applications on 

December 8, 1914, but denies that plaintiff was entitled to any in¬ 
formation concerning these applications, and denies that the grant¬ 
ing of these patents was in violation of his order of August 13, 1914, 
and denies that it was a violation of either the rules of the Patent 
Office or the established practice of the Patent Office. Defendant ad¬ 
mits that plaintiff tiled a protest concerning the issuance of these two 
patents, as alleged in paragraph 7, of the bill. 

(8) Defendant admits that on November 23 and 24 and Decem¬ 
ber 5, 1914, plaintiff was advised as to the conclusion of the primary 
examiner regarding claims held to be allowable to Hutchison in his 
application involved in interference No. 34,824. 

Further answering, defendant avers that the notice of November 
23, 1914, by the primary examiner stated that the Hutchison appli¬ 
cation would not be passed to issue until fifteen days from the date 
of the notice. 

Defendant further admits that these notices did not give plaintiff 
any information as to the divisional applications of Hutchison, re¬ 
ferred to in Paragraph (7) of the bill, but denies that plaintiff was 
entitled to any such information. 

Yurkter answering, defendant avers that on December 3, 1914, 
plaintiff had filed a request that he be given access to the Hutchison 
application involved in interference No. 34,824, or that, in the alter- 
native, he be advised of the exact wording of the claims which the 
examiner proposed to allow Hutchison, and that the fifteen days’ sus¬ 
pension of the passing to issue of the Hutchison application, 

60 as noted in the office letter of November 23,1914, be extended 
to thirty days, and defendant further avers that on December 

4, 1914, he approved the alternative request and denied the request 
for access to the Hutchison application and for the thirty davs’ ex¬ 
tension. * 

Defendant further avers that the letter from the primary ex¬ 
aminer of December 5, 1914, referred to in Paragraph (8) of the 
bill, was in accordance with his decision of December 4, 1914. 

(9) Defendant admits that on December 10, 1914, plaintiff filed 
requests as alleged in Paragraph (9) of the bill and that on Decem¬ 
ber 11, 1914, these requests were denied by him. 

Defendant admits that plaintiff’s attorneys verbally communicated 
with him through one of the Assistant Commissioners, asking that 
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the issuance of a patent on the Hutchison application be suspended 
and that this request was denied. 

Defendant further avers that he has no information, except as 
stated in the bill, whether plaintiff’s attorneys had proceeded wdth 
the preparation of papers for the petition for writ of mandamus, or 
when they intended to complete such preparation. 

(10) Defendant admits, upon information and belief, the allega¬ 
tions in Paragraph (10) of the bill. Defendant further avers that 
the final Government fee was paid on the same day that the examiner 
signed the file for allowance and that there was no irregularity in the 
applicant paying this fee before the actual notice of allowance was 
sent out. 

(11) Defendant denies that plaintiff would have been irreparably 
injured by the issuance of the Hutchison patent on January 5, 1915, 
since, if plaintiff could have established that any of the claims in 

that patent were patentable to him (the plaintiff.) he would 

61 have been entitled to an interference between his application 
and the Hutchison patent. 

Defendant further denies that plaintiff was entitled to an award 
of priority in interference No. 34,824, as based upon the defendant’s 
decisions in that interference of January 8, and April 21, 1914, and 
denies that the decisions of the Court of Appeals of the District of 
Columbia heretofore rendered have established a practice under 
which plaintiff was entitled to such an award. 

Defendant further avers that, as appears from these decisions and 
his decision of July 22, 1914, he did not hold that Hutchison had 
made an invention prior to the time that Aufiero had made an inven¬ 
tion, nor hold that Aufiero had no right to make the claim involved 
in interference No. 34,824 in his application No. 696,653, but held 
that the claim in issue in that interference was not patentable to 
Aufiero, in view of two other patents which had been taken out bv 
Aufiero. 

Defendant further avers that such a decision constituted no basis 
for an award of priority to Hutchison. 

Defendant further avers that, under the statutes and the rules of 
the Court of Appeals of the District of Columbia, Aufiero had a right 
of appeal to that court from the refusal of a patent to him on the 
grounds stated in the decisions of January 8 and April 21, 1914, 
and defendant further avers, and the records of his office show, that 
no such appeal was taken by Aufiero within forty days from the date 
of either of those decisions. 

(12) Defendant denies that the entry of a final aw^ard of priority 
of invention upon the basis of the decisions rendered in interference 
No. 34,824 was a ministerial duty, involving no discretion on his 
part. 

Defendant further denies that the proposed issuance of a patent 
to Hutchison on the application which had been involved in the 
above mentioned interference was in violation of the law and of the 
rights of plaintiff. He further denies that the issuance of 

62 that patent would have constituted an irreparable iniurv to 
the rights of plaintiff. 
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Defendant further answering denies each and every allegation 
contained in the said bill of complaint not herein and hereby well 
and sufficiently denied, traversed and avoided or confessed, and 
prays to be hence dismissed with his reasonable costs and charges in 
this behalf wrongfully sustained. 

THOMAS EWING, 
Commissioner of Patents. 

R. F. WHITEHEAD, Attorney. 

District of Columbia, ss: 

I, Thomas Ewing, being first duly sworn, on oath, depose and say 
that I am the Commissioner of Patents; that I have read the fore¬ 
going answer by me subscribed and know the contents thereof; that 
the matters and things therein stated of my own knowledge are true 
and those stated on information and belief I believe to be true. 

THOMAS EWING. 


Subscribed and sworn to before me this 22nd day of .Tanuarv, 
1915. 


[seal.] 
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GEORGE H. BRADDOCK, 
Notary Public in and for D. C. 

Defendant’s Exhibit A. 


(Copy.) 

September 30, 1913. S. E. T. 

In the United States Patent Office. 

Patent Interference No. 34,823. 

Aufiero 

v. 

Kent 

v. 

Hutchison. 

Signaling Device. 

Appeal from Examiners-in-Cfiief. 

Application of Emanuel Aufiero filed May 11, 1912, No. 696,653, 
Division of Application filed August 24, 1911. 

Application of Arthur A. Kent filed June 17, 1911, No. 633,651. 
Application of Miller R. Hutchison filed October 26, 1909, No. 
524,762. 

Messrs. Mauro, Cameron, Lewis & Massie for Aufiero. 

Mr. Alston B. Moulton for Kent. 

Mr. George C. Dean for Hutchison. 

This is an appeal by Aufiero from the decision of the examiners- 
in-chief affirming the decision of the primary examiner refusing to 
add certain claims as counts to the interference. 
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The issue of the interference is as follows: 

In a horn or signaling device, a diaphragm, means for mechani- 
cally agitating the diaphragm, including a motor having its arma¬ 
ture shaft arranged at aa angle to the diaphragm, diaphragm 
64 actuating means carried by said shaft, and means for effecting 
axial relative adjustment of the field and armature of said 

motor. 


Kent was not represented at the hearing. So far as this appeal 
is concerned it is a contest between Aufiero and Hutchison. 

I agree with the examiners-in-chief in affirming the examiner’s 
action denying the motion of Aufiero to add claims 25, 30, 31 and 32 
as counts to the issue of the interference, and in a companion in¬ 
terference No. 34,824^ I have affirmed the decision of the ex¬ 
aminers-in-chief affirming the examiner’s denial of a motion to add 
counts, 7, 9. 12, 13 and 17. 


. Hutchison insists that the claim of the issue, the claim of the 
issue in the companion interference, and amendment claims 10 
and 11 (Hutchison’s claims 7 and 17), are all patentable to him; 
but lie contends that they and the claims here discussed are not 
patentable to Aufiero, because Aufiero is cut off bv his two patents 
No. 988,53/, and No. 990,796. Roth of these patents were granted 
before Aufiero filed his application in this interference, but both 
"Tm ^ ^ after Hutchison filed bis application in this interference. 
The examiners-in-chief overruled Hutchison, saying: 

These claims with this added specified adjusting feature, pre¬ 
suppose the existence in the prior art of the construction shown in 
Aufiero’s patents, and assert that, the addition of the adjustment 
features now claimed to such old construction represents further 
invention. With this proposition, we take issue <fee. 

65 T believe the reasoning of the examiners-in-chief is fal¬ 
lacious. Hutchison in his patent No. 923,049 shows a cam- 
operated horn with an adjustable impact. He also indicates in one 
of the figures of his drawing an electrical motor for sounding the 
horn V hen it occurred to him that the simplest and best wav to 
acRust the loudness of the horn was to adjust the armature shaft 
which carried the diaphragm-actuating device, it was necessarv 
hrst, to change the arrangement by mounting the motor with its 

axis at right angles to the diaphragm and then to provide adjust¬ 
ment for the shaft. J 

T believe that each of these steps was obvious. Yet takin" the 
two steps may involve invention. Tt certainly can not he said"that 

nnrV\ a TT ° 0 ^F I ? n * ement ’ nor a mere adjustment of a 
rTnct heretofore fixed. Each step in a geometrical demonstration 
mu. t be axiomatic and yet the demonstration is not. necessarilv ob¬ 
vious, and may be difficult to discover. * ’ 

923 T 049 hl bT fw T ™ ke °I er the - . strnotnre of patent No. 
923 049 by firet changing the position of his motor and then 

making the shaft of the armature adjustable. 

Rut with Aufiero the case is unite different ti 0 v,; * 

N ", **. rn m. No. 

of the motor without the adjustment. Roth he and Hutchison 
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agree that it did not involve invention to modify this construction 
by adjusting the armature shaft, and since the armature shaft 
carries the diaphragm actuator, it seems to me to be an obvious 
way to adjust the contact. It therefore follows that the 
66 claims in question (which include the issue) are not patent¬ 
able to Aufiero and that the interference ought to be dis¬ 


solved. 

The question now arises as to the authority of the Commissioner 
to dissolve the interference. Counsel for Aufiero has presented a 
very able brief in which it is contended that the Commissioner has 
such authority under Rule 126. The Commissioner under well 
established principles may refuse to grant a patent which has been 
held to l>e allowable by the examiners-in-chief. In any case where 
the examiners-in-chief deny the right of the applicant to a patent 
an appeal lies to the Commissioner. It follows from these two 
propositions that it is the Commissioner who grants or finally refuses 
patents, subject to review of his actions by the court. The court 
may reverse him on appeal, but only after he himself shall have 
rendered a decision. The court may mandamus him, but the 
mandamus is directed against him and not against any one in a 
subordinate place in the office. So far as the law is concerned, the 
situation is not materially different from what it was when the 
staff of the Patent Office consisted of the Commissioner. The fact 
that 80,000 applications of all sorts are now filed in the Patent 
Office in a year renders it impossible for the Commissioner to ex¬ 
ercise his authority in the great majority of the cases, but it does 
not diminish or circumscribe his authority. 

Acting upon this view of the law, I will dissolve the interference 
so far as Aufiero is concerned, and refuse to grant to him the 
claims under consideration. 

• As to Hutchison, the issue is obviously intended to in- 
67 elude the construction of Figure 3, but with respect to this 

figure his specification says on page 7: 

The motor as a unit being adjustably mounted, the set screw for 
adjusting the armature shaft, which is shown in Figs. 1 and 2, need 
not be employed the motor being provided with an ordinary thrust 
bearing for the armature shaft within the boss 78.. 

As Hutchison does not seem to attach any importance to the 
adjustment of an armature shaft which is arranged at an angle to 
the diaphragm less than a right angle, there is no legitimate basis 
in the specification for claiming an axial relative adjustment of the 
field and the armature in such a construction. 

The decision of the examiners-in-chief is sustained. 

(Signed) THOMAS EWING, 

Commissioner. 

January 8, 1914. 
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68 Defendant's Exhibit B. 

(Copy.) 


March 4, 1914. M. S. D. 

In the United States Patent Office. 

Patent Interference No. 34824. 


Aufiero 

v. 

Hutchison. 

i 

Signaling Device. 

Appeal from Examiner-in-Chief (Rehearing). 

Application of Emanuel Aufiero filed May 11, 1912, No 696 653 
Division of application filed August 24, 1911. 

Application of Miller R. Hutchison filed October 26, 1909 No 
524,762. 

Messrs. Mauro, Cameron, Lewis & Massie for Aufiero. 

Mr. Geo. C. Dean for Hutchison. 


• reasons fully pointed out in a decision this day rendered 

“ the companion Interference No. 34,823, the decision of Januarv 
i 1 j4, 1S ac mered to and it is directed that the interference be dis¬ 
solved and a claim in the language of the issue be refused to 
Aufiero. 


(Signed) 
April 21, 1914. 


THOMAS EWING, 

Commissioner. 


\ 
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69 Defendant's Exhibit C. 

(Copy.) 

March 4, 1914. M. S. D. 

In the United States Patent Office. 

Patent Interference No. 34823. 

Aufiero 

v. 

Kent 

v. 

Hutchison. 

Signaling Device. 

Appeal from Examiners-in-Chief (Rehearing). 

Application of Emanuel Aufiero filed May 11, 1912, No. 696;653, 
Division of application filed August 24, 1911. 

Application of Arthur A. Kent filed June 17, 1911, No. 633,651. 

Application of Miller R. Hutchison filed October 26, 1909, No. 
524,762. 

Messrs. Mauro, Cameron, Lewis & Massie for Aufiero. 

Mr. A. B. Moulton for Kent. 

Mr. G. C. Dean for Hutchison. 

Rehearing was granted by me of Aufiero’s appeal to hear argument 
upon the question whether, instead of dissolving the interference 
upon mv holding that Aufiero is barred from a patent, I should 
enter judgment of priority against him. 

In Emmet v. Fullagar, 130 0. G., 2719, it was pointed out 

70 that where the questions raised by a motion to dissolve are 
such as could have been raised in the ex parte prosecution of 

one of the applications, and which, if decided adversely to the appli¬ 
cant, would have resulted in the rejection of the claims, the motion 
should be transmitted, even though the bar set up applies to only one 
of the parties. 

In deciding that the interference should be dissolved I have given 
effect to Hutchison’s motion, which was not transmitted by the exam¬ 
iner of interferences to the primary examiner because filed late; but 
I have decided the case so far as Aufiero is concerned in accord with 
his own contention, although I have not based my decision on the 
grounds stated by him, nor held with him that the claims are not 
patentable to Hutchison. 

The decision of January 8,1914, is adhered to and the interference 
6—2846a 
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is dissolved so far as Aufiero is concerned and the claims under con¬ 
sideration are refused to him. 

(Signed) THOMAS EWING, 

Commissioner. 

April 21, 1914. 

71 Motion to Strike Out Parts of Answer of Defendant. 

Filed January 26, 1915. 

******* 

Now comes the plaintiff by his attorneys and moves to strike out 
parts of the Answer of the defendant, Thomas Ewing, as follows, to 
wit:— 

1. That part of Paragraph 5 of the Answer including the follow¬ 
ing words, to wit:— 

“and, further answering, says that the decision of January 8th, 1914, 
in interference No. 34,824. refers to a decision of the same date in a 
companion interference No. 34,823, involving the same parties, in 
whigh the reasons for the decision are given. A copy of that decision 
is attached hereto and made a part hereof and marked ‘Defendant’s 
Exhibit A’ ” 

and also the said Exhibit A, because the reasons upon which the de¬ 
fendant based his decision of January 8th, 1914, in this interference 
are immaterial to the issue in this cause. 

2. That part of Paragraph 6 including the following words, to 

wit:— 

“Further answering, defendant avers that following the decision of 
January 8, 1914, plaintiff filed a petition for rehearing, which peti¬ 
tion was denied on February 16, 1914, but, upon renewed request, 
was granted and a hearing set for March 4, 1914, that on April 21, 
1914, a decision was rendered, in which the decision of January 8, 
1914, was adhered to and the plaintiff was refused a claim in the 
language of the issue of interference No. 34,824, as will appear from 
the decision rendered in that interference on that date and from the 
decision of the same date in the companion interference No. 34,823, 
copies of which are attached hereto and made a part hereof, and 
marked Defendant s Exhibits B and C,” 

and also the said defendant’s exhibits B and C (two decisions of 
April 21, 1914) therein named, because immaterial to the issue 
herein. 

3. Also that part of Paragraph 6 including the following words, 
to wit:— 

72 “Further answering, defendant avers that the decision of 

July 22, 1914, referred to in Paragraph 6 of the bill, was made 
with reference to the prior decisions of April 21, 1914, and January 
8, 1914, and the reason why the requests of April 27, 1914, were 
denied was stated in the decision of July 22, 1914, as follows:— 
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‘Requests 1 and 2 of the petition are denied for the reason that my 
decision did not hold that Aufiero cannot make the claims, and there¬ 
fore constitutes no basis for an award of priority to Hutchison. I 
held that the claims in issue were not patentable to Aufiero. I did 
not hold that they were patentable to Hutchison, but left the question 
open for decision by the primary examiner,’ ” 

because immaterial to the issue herein. 

4. Also that part of Paragraph 11 including the following words, 
to wit:— 

“Defendant further avers that, under the statutes and the rules of 
the Court of Appeals of the District of Columbia, Aufiero had a right 
of appeal to that court from the refusal of a patent to him-on the 
grounds stated in the decisions of January 8 and April 21, 1914, and 
defendant further avers, and the records of his office show, that no 
such appeal was taken by Aufiero within forty days from the date of 
either of those decisions,” 

because immaterial to the issue herein. 

Attorneys for Plaintiff. 

To R. F. Whitehead, Esq., Attorney for Defendant, Thomas Ewing, 
Commissioner of Patents, Washington, D. C. 

You will please take notice that the above Motion will be called to 
the attention of the court at the hearing of the cause as and when 
calendared. 

REEVE LEWIS and 
G. THOMAS DUNLOP, 

Attorneys for Plaintiff. 

Service of a copy of the above Motion and Notice acknowledged 
this 26 day of January, 1915. 

R. F. WHITEHEAD, 

A ttomey for Defendant, Thomas Ewing, 

Commissioner of Patents. 

73 Stipulation. 

Filed April 13, 1915. 

* * * * * * * 

It is stipulated, as part of the record herein (—counsel for the 
Defendant reserving right of objection to the materiality of the things 
stipulated—), as follows: 

(1) That in the Aufiero parent or original application Sr. No. 
645,863, the Patent Office, by a communication of April 30th, 1912, 
suggested to Aufiero two claims at that time appearing in the Hutch¬ 
ison application in interference, the first of which claims afterwards 
became the issue of interference No. 34,824, and the second of which 
claims afterwards became the issue of companion interference No. 
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34,823; and that said Patent Office communication was in the follow¬ 
ing words, to wit: 


Department of the Interior, 

United States Patent Office, 

Washington, D. C., April 30, 1912. 

Emanuel Aufiero. P. O. Box 37, Station W, Brooklyn, N. Y.: 

Please find below a communication from the examiner in charge 

of your application, #645,863, filed Aug. 24, 1911 for Signaling 
Apparatus. 

E. B. MOORE, 
Commissioner of Patents. 


In view of a proposed interference the following claims are sug¬ 
gested which, if applicant desires to contest priority over should be 
made by amendment on or before May 13, 1912. 

74 In a horn or signal device, a diaphragm, a motor having a 

longitudinally adjustable armature shaft arranged at right- 
angles to the diaphragm at its center and diaphragm actuating ele¬ 
ments carried by said armature shaft, whereby relative adjustment of 
the diaphragm and diaphragm actuating elements may be effected. 

In a horn or signaling device, a diaphragm, means for mechan¬ 
ically agitating the diaphragm, including a motor having its arma¬ 
ture shaft arranged at an angle to the diaphragm, diaphragm actuat¬ 
ing means carried by said shaft, and means for effecting axial rela¬ 
tive adjustment of the field and armature of said motor. 

(2) That after the filing of the Aufiero divisional application in 
interference, to wit on May 13th, 1912, said Aufiero filed in his 
parent or original application a communication including the fol¬ 
lowing words, to wit: 


Amendment. 

Room 279, Division 42. 

Emanuel Aufiero. Signaling Apparatus. Filed Aug. 24 1911. 

Serial No. 645,863. 

_ . _ . . Brooklyn, Mav 9, 1912. 

To the Commissioner of Patents:— 

In answer to the Official Actions of Nov. 25, 1911, and April 30, 
1912, please amend the above named application as follows:— 

******* 

Remarks. 

The claims and the subject matter involved in the claims suggested 
in the Office Action of April 30th, 1912, have been filed in a di¬ 
visional application. 

******* 

Respectfully submitted/ 7 
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75 (3) That following the declaration of interference No. 

34,824, and prior to the “proceedings” in the interference 
referred to in paragraph 6 of the Bill of Complaint, there was filed 
in the interference, in accordance with the requirements of the Rules 
and practice, “preliminary statements” by both parties Hutchison 
and Aufiero; and that said statements are in the following words, 
to wit: 

In the United States Patent Office. 

Before the Examiner of Interferences. 

Interference No. 34,824. 

“F.” 

Emanuel Aufiero 
vs. 

Miller Reese Hutchison 
vs. 

Preston E. Gilling. 

Aufiero Amended Preliminary Statement . 

State of New York, 

County of New York, ss: 

Emanuel Aufiero, being duly sworn, deposes and says: I am the 
Emanuel Aufiero named in and who executed the application for 
patent on “Adjusting Means for Signal Apparatus” filed May 11, 
1912, Serial No. 696,653, which is involved in this Interference. I 
believe myself to be the first, original and sole inventor of the inven¬ 
tion set forth in said application, particularly as stated in Claim 1 
thereof which is involved in this Interference. 

To the best of my recollection, I first conceived the said invention 
set forth in said Claim 1 of mv said application on or about Decem¬ 
ber 1, 1907. 

I made the first drawings thereof on or about December 1, 1907. 

I made the first apparatus during the month of January, 1908. 

The invention was first disclosed by me to others during 
76 the month of January, 1908. 

I built a complete and full-sized commercial apparatus em¬ 
bodying my invention during the month of March, 1909; and the 
same was used practically and successfully by me at that time, viz: 
during March, 1909. 

The invention has been extensively used since the latter part of 
the year 1910, several thousand specimens thereof having been sold. 

This application is a division of my prior application filed August 
24th, 1911, bearing the Serial No. 645,863. 

(S’g’d) EMANUEL AUFIERO. 
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Subscribed and sworn to before me this 22nd day of August, 1912. 

(S'g’d) C. W. WIMBERLY (136), 

Notary Public, Kings Co., N. Y., etc., 

New York County. 

The United States Patent Office. 

Interference No. 34,824. 

Gilling 

vs. 

Aufiero 

vs. 

Hutchison. 

Diaphragm Horn. 

Preliminary Statement of Hutchison. 

State of New York, 

County of New York, ss: 

Statement of Hutchison. Filed August 5, 1912. Examined August 
17, 1912. Approved October 11, 1912. 

Miller Reese Hutchison, being first duly cautioned and sworn, 
deposes and says as follows: 

I am a citizen of the United States, residing at Orange, in 
77 the County of Essex, State of New Jersey, and I am the Miller 
Reese Hutchison whose application for U. S. Letters Patent, 
Sr. No. 524,762, filed October 26, 1909, is involved in the above- 
entitled interference. I conceived the invention defined in the one 
count of this controversv on or about the 20th dav of December, 

1907, and at that time made sketches illustrating said invention, and 
at about the same time explained the invention to others. Full sized 
working drawings were made on or about the 14th day of October, 

1908, on or about the 30th day of September, 1909, a full sized work¬ 
ing horn was completed and fully and successfully tested. Since Oc¬ 
tober 1,1909, a large number of horns embodying the invention have 
been manufactured and put into commercial use. 

(Signed) MILLER REESE HUTCHISON. 

Subscribed and sworn to before me this 1st day of August, 1912. 

(Sgd.) IRVING M. OBREIGHT, 

Notary Public. 

(4) That copies of the Hutchison j>atents Nos. 1,120,057 and 1,120,- 
619, issued Dec. 8th, 1914, may be referred to as parts of the record 
herein. 

(5) That Aufiero’s protest filed Dec. 14, 1914, and referred to in 
paragraphs 7 of the Bill of Complaint and Answer, was acknowledged 
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by the Patent Office in a communication in the following words, to 
wit: 

Department of the Interior, 

United States Patent Office, 
Washington, December 15, 1914. 

Intf. No. 34,824. 

• * 

In the Matter of the Interference of Aufiero v. Hutchison. 

Gentlemen : The protest filed by you under date of the 
78 14th instant, has been received and filed. 

By direction of the Commissioner: 

Very respectfully, 

(Signed) W. F. WOOLARD, 

Chief Clerk. 


MAURO, CAMERON, LEWIS & MASSIE, 

700 10^ St., N. W., Washington , D. C. 

REEVE LEWIS 
G. THOMAS DUNLOP, 

R. L., 

Attorneys for Plaintiff. 
R. F. WHITEHEAD, 

Attorney for Defendant. 


Oral Stipulation at Hearing. 

Filed April 13, 1915. 

That a petition for rehearing, with reference to the Commissioner’? 
decision herein of January 8, 1914 (mention of which petition is 
made in the 2d paragraph of Sec. 6 of the Answer), upon which the 
Commissioner rendered his decisions of April 21, 1914, in the two 
interferences, was filed on or about January 23, 1914; 

That said petition was argued before the Defendant (Ewing) in 
person on March 4, 1914; 

That within a few days after said hearing and before the Defend¬ 
ant’s decisions of April 21, 1914, Plaintiff’s attorneys filed in the 
interferences two memoranda of authorities to which reference had 
been made at the hearing ; 

That the aforesaid Petition for Rehearing of Jan. 23, 1914, 
79 and the aforesaid two memoranda of authorities are in the 
following words, to wit: 

REEVE LEWIS & 

G. THOMAS DUNLOP, 

Att’ys for Aufiero. 

R. F. WHITEHEAD, 

Att’y for Thomas Ewing, Com’r of Patents. 
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In the United States Patent Office. 

Interference No. 34,824. 

Aufiero 

v. 

Hutchison. 

Interference No. 34,823. 

Aufiero 

v. 

Kent 

v. 

Hutchison. 

# 

Petition % Aufiero for Rehearing Before the Hon. Commissioner 

of Patents. 

Hon. Commissioner of Patents. 

Sir: I nder date of January 8th, 1914, the Hon. Commissioner 
rendered decisions in the above-entitled interferences adverse to your 
petitioner Aufiero. The party Aufiero hereby petitions for a rehear¬ 
ing, reconsideration, and revision of said decisions for the following 
reasons: 

(1) Assuming (but in fact denying) the correctness of the Com¬ 
missioner’s holding that the issues “are not patentable to Aufiero” 
because of the latter’s patents Nos. 988,537 and 990,796, it does not 
follow, as concluded by the Commissioner 

“that the interference (s) ought to be dissolved.” 

80 Upon the showing of his application Aufiero made what the 

Commissioner holds to be the invention of the issues. And 
upon the prima facie cases made out by the preliminary statements, 
Aufiero’s date of invention is prior to Hutchison’s. And even if 
Aufiero be barred, he may nevertheless be the first inventor and 
Hutchison therefore not entitled to the patent. 

Therefore a patent cannot be lawfully granted to Hutchison until 
he has (if he can) established himself to be the prior inventor. 

The interferences should not be dissolved but should proceed in 
the regular way to a final decision on priority. 

(2) In support, of his conclusion that the interferences should be 
dissolved, the Commissioner refers to arguments advanced by Aufiero 
favoring dissolution. But Aufiero’s said arguments were to the prop¬ 
osition that finding the issues unpatentable to both parties the Com¬ 
missioner should dissolve the interferences. For very good reasons 
hereinbefore stated, we did not argue for Aufiero the propriety of 
dissolving the interferences under the conditions established by the 
Commissioner’s decisions, which would leave the question of priority 
of invention undisposed of. 
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(3) Inasmuch as the interferences should proceed to a determina¬ 
tion of the question of priority of invention—irrespective of any 
reason which may prevent the grant of a patent to Aufiero though 
not to Hutchison—the issues should fairly and fully recite all the 
subject-matter of Hutchison’s application which is patentable to 
Hutchison over the prior art and common to Aufiero’s disclosure. 
For such reason, any and all of the amendment claims (or other 

claims) defining subject-matter patentable to Hutchison and 

81 common to Aufiero’s application should properly be added to 
the issues. There will thus be insured a decision on priority 

expressly based upon all common subject-matter invented by Aufiero 
and Hutchison. 

(\\ e pass from the question of practice to that of non-patentability 
of the issues to Aufiero.) 

(4) The Commissioner’s decision (Intf. 34,823) advances the 

eor\ 1 liat tlio issues of the interferences involve changes over the 

structure of Hutchison’s patent No. 923,049, which changes are 
divisible into two steps; (a) changing the arrangement by mounting 
the motor with its axis at right angles to the diaphragm; and ( b) 
then providing adjustment for the shaft (bottom page 1 and top 
page 2 of decision). The Commissioner then says: 

l \ believe that each of these steps is .obvious. Yet taking the two 
steps may involve invention. 

The Commissioner here says it was obvious (and hence unpatent¬ 
able) to (a) change the arrangement by mounting the motor with 
its axis at right angles to the diaphragm. Having done that, it was 
obvious (and hence unpatentable) to ( b ) provide adjustment for the 
shaft. If both were obvious, then putting them together was noth¬ 
ing ™ ore ^ ian aggregation. To conclude otherwise upon the premise 
that “each of these steps is obvious” is equivalent to saying that the 
putting together of two obvious steps results in something non- 

(5) The Commissioner does not positively hold that the two steps 
together constitute patentable invention—saying “the two steps may 
involve invention”—but we assume he intended to so hold. It fol¬ 
lows that to anticipate this two-step invention a prior patent or pub¬ 
lication must disclose the two steps together. Step (a) the Commis¬ 
sioner says was obvious. Such obviousness constituted an- 

82 ticipating or non-patentability of that step just as effectively 
as if the step had been disclosed in a prior publication—prior 

to both Hutchison and Aufiero. Yet that would not, upon the Com¬ 
missioner’s reasoning, be a disclosure and an anticipation of the two- 
step invention. 

It ^conclusively follows that as Aufiero’s patents Nos. 988,537 and 
990,796 disclose only one step (a) and not the other step ( b )—these 
patents neither illustrating nor describing adjustment of the shaft— 
they are not a disclosure and anticipating of Aufiero’s claims in issue, 
even assuming (contrary to fact) that said patents were issued prior 
to the date of Aufiero’s invention of the issue subject-matter. 

(6) Anything disclosed in a patent and not claimed therein, is 
dedicated to the public (unless of course it is claimed in some other 

7—2846a 
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of his U. S. application. Although noting and commenting upon 
the presence of that bar, the Court of Appeals said, in affirming 
the decision of the Commissioner in favor of Wictorsohn:— 

“The only question, however, involved in this interference pro¬ 
ceeding being one of priority of invention, it is unnecessary 

86 to determine what right either of the parties ultimately may 
have to a patent under their pending applications.” 

Gueniffet et al. v. Wictorsohn, 1907 C. P. 879: 

This was the Commissioner’s decision, in which after referring 
to Wictorsohn’s Austrian application— 

“as an absolute bar to the grant of a valid patent on the IT. S. ap¬ 
plication”— 

he further said:— 

“In the view which I take of the case, however, it is unnecessary 
to decide these questions in order to dispose of the question of pri¬ 
ority of invention. It is believed that appellant’s proofs fail to over¬ 
come the date of \\ ictorsohn’s French patent, and as appellants 
cannot prevail, whether their contentions are found to be correct 
or not, the question of the appellee’s right to a patent should be left 
for ex parte consideration after the termination of this proceeding.” 

An investigation of the record of this interference in the Patent 
Office discloses the following:— 

Gueniffet made a motion to dissolve the interference alleging, 
generally, that Wictorsohn had no right to make the claims of the 
issue. The motion on this ground was transmitted to the Primary 
Examiner and, in his brief before the latter, Gueniffet pointed out 
that Wictorsohn’s U. S. application was filed more than seven months 
after the date of filing of Wictorsohn’s German and Austrian ap¬ 
plications and that, therefore, there existed a statutory bar to the 
granting of a patent to W ictorsohn in the United States in view of 
the fact that his Austrian application had matured to a patent. The 
following is quoted from Gueniffet’s brief:— 

“Wictorsohn’s application was executed thirteen davs within the 
seven months then allowed by law after the filing of his German 
application. If he had succeeded in having it filed here in the fol¬ 
lowing thirteen days (ordinarily Russian mail takes from ten to 
fourteen days), his German and other foreign applications men¬ 
tioned in his oath could not have stood as bars to the grant of his 
U. S. patent.” 

r Examiner in denying the motion on this ground 

said:— 

87 . \ s °^ e ? r an inspection of the brief that the ques¬ 
tion raised is one which denies the patentability of the issue 

to Wictorsohn and not his right to make the claims. 

The right of Wictorsohn to make the claims is governed bv his 
application. If the invention is disclosed in his application, and the 
application is formal in all respects, his right to make the claims 
cannot be questioned on a motion to dissolve. 
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As was stated in Woodward v. Newton, 86 0. G. 490: 

‘The question of the right of an applicant to make the claim in¬ 
volves the question whether that particular applicant has a right to 
claim that invention aside from any independent or general bar to 
the grant of a patent covering it—such, for instance, as new matter 
introduced after the case is on file.’ 

The Examiner perceives no reason for questioning the right of 
\\ ictorsohn to make the claim, and the motion to dissolve on that 
ground is denied. From the decision on this ground, there is no 
appeal.” 

From this decision appeal was taken to the Commissioner, who 
affirmed the decision below, stating— 

“If Gueniffet et al. are the prior inventors, they may prove the 
fact in the interference, and obtain a patent to the exclusion of 
W ictorsohn. If they cannot establish priority of invention over 
Wictorsohn, they are not entitled to a patent, and whether Wictor- 
solin is entitled to one is a question for ex parte consideration by 
the Office.” 

Thereafter Gueniffet filed a motion for judgment on the record, 
setting forth that Wictorsohn’s U. S. application was filed more than 
seven months after his Austrian application and that, in view of the 
fact that the Austrian patent had issued, it constituted a bar to the 
grant of a U. S. patent to Wictorsohn. In denying the motion for 
judgment on the record, the Examiner of Interferences said:— 

“It appears that the real reason of Gueniffet et al. for asking 
judgment is that Wictorsohn is not entitled to a patent because of 
an alleged statutory bar created by the grant of his foreign patent. 
The fact that a statutory bar exists to the grant of a patent to Wic¬ 
torsohn is no reason for entering judgment of priority in favor of 
the junior party. The proper action under the circumstances would 
be a motion for dissolution, and it appears from the record that such 
motion has been made and finally determined by the tribu- 
88 mils of the Office having jurisdiction thereof. As Wictor¬ 
sohn was the first to file his application, he is prima facie the 
first inventor, and his status as first inventor can be overcome only 
by the taking of testimony by Gueniffet et al. to show that they 
were in possession of the invention before Wictorsohn.” 

This matter of statutory bar was presented before each of the 
tribunals of the Patent Office at final hearing and before the Court 
of Appeals. After the decision of the Court of Appeals, another 
motion to dissolve on this ground was presented before the Commis¬ 
sioner, and he denied it, quoting the following from the decision of 
the Court: 

“The only question * * * being one of priority of inven¬ 

tion, it is unnecessary to determine what right either of the parties 
ultimately may have to a patent under their pending applications.” 

The Commissioner continued:— 

“The fact that it (Wictorsohn’s application) suggested the pos¬ 
sible existence of a statutory bar to his receiving a patent in no wise 
affects the award of priority in his favor. Because Wictorsohn may 
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ground. The Commissioner did not award priority to Hutchinson 
nor did he decide that the plaintiff had no right to make the claims. 
He held that Hutchinson showed invention, thereby overruling the 
decision of the examiners-in-chief. 

The preliminary statement of the plaintiff filed under the 
92 declaration of the interference shows earlier dates than does 
Hutchinson’s statement. 

The plaintiff requested the Commissioner to withdraw his order 
of dissolution and to direct the fixing of a time for taking testimony 
and for final hearing before the Examiner of Interferences on the 
question of priority in fact and in the event that this should not be 
done then to extend or change the form of the order of dissolution so 
as to make it in form a final adjudication of priority. These re¬ 
quests were denied. 

As stated in Cosper vs. Gold, 36 App. D. C. 302 at 307, the right 
of the parties to make the claims of the issue was formerly held not 
to he a question in the interference that could he brought'up on ap¬ 
peal but this rule was reversed in the Podlesak vs. Mclnnernev. 26 
App. D. C. 399, and the Court there decided that it would “take juris¬ 
diction of the question of the right to make the claim as an ancillarv 
question to l>e considered on appeal from an award of prioritv of 
invention.’’ In Cosper vs. Gold, 34 App. D. C. 194, the court held 
that an order dissolving an interference on the ground that one of 
the parties had no right to make the claims of the issue being inter¬ 
locutory was not appealable to that Court independently of a final de¬ 
cision putting an end to the litigation by an award of prioritv to the 
other party, but that when such an award has been made the inter- 
locutorv order may be reviewed on an appeal from the final order 
and decided that the appellant must go back to the Patent Office 
there to await a final decision of the Commissioner of the question of 
priority. This course was taken and the Commissioner entered an 
order to the effect that the appellant was not the prior inventor of the 
subject matter of the issue; whereupon, an appeal was taken 
6 which was entertained by the Court of Appeals and decided 
(36 App. D. C. 302). 

In Pod '^ ak vs - Mclnnernev, 26 App. D. C. 399. the court savs 
at page 404: 

“The Commissioner of Patents, having found there was an inter¬ 
ference in fact, and that Mclnnernev had the right to make the 
claim could come to no other conclusion upon the proofs and the law 
applicable thereto than the one he did, and consequents his award 

of priority is correct if the remaining questions can be decided in 
Mclnnernev s favor. 

“This brings us to the only serious questions in the case. Thev 
are those set out in the second and third assignments of errors and 
respectively present for consideration appellants’ contention ’ that 
there is no interference in fact between the inventions of the inter¬ 
fere nts; and that the appellee has not the right to make the claim 

''^ ck ,' s * he . ? ub J ec ‘ matter the issue. * * * In an ex parte 

case the decision of a pnmary examiner that a party has a right to 
make a claim is final unless for good cause shown, the Commissioner 
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under his supervisory powers takes jurisdiction to review the ques¬ 
tion. It is generally left to courts in a suit brought after the issue of 
the patent for infringement of a claim thus allowed to determine 
whether the patentee ever had a right to make the claim. If, how¬ 
ever, an interference involving such claim be instituted, the rules of 
the Patent Office provide for an examination by the primary ex¬ 
aminer of the question of the right of either party to make the claim. 
If his decision he in the affirmative, the rules do not provide for an 
appeal to the Examiners-in-Chief. In Allen vs. United States, ante, 
p. 8, this court held that, where such a decision was rendered by the 
primary examiner on a motion to dissolve, no appeal would lie. It 
was there said that the court had reviewed other ancillary questions 
w hen they properly came before it on appeal from final judgments 
awarding priority of invention. The question of the right of a 
party to make a claim goes to the very foundation of an interfer¬ 
ence, for, if a party has not such right, the interference falls. If it 
be incorrectly held that such party has a right to make the claim, 
priority may be awarded to him, and his adversary be deprived of a 
substantial right in that he is not given a claim where he necessarily 
is the prior inventor, his adversary never having made the inven¬ 
tion. Manifestly that question should not be finally determined by 
the primary examiner who originally declared the interference. We 
therefore take the jurisdiction to determine that question in this case 
as an ancillary question to be considered in awarding priority of in¬ 
vention.” 

In Re Fullagar, 32 App. D. C. 228, the court reiterates its conclu¬ 
sions in the Podlesak case but distinguishes the case then 
94 under consideration. As briefly stated by the Court of Ap¬ 
peals interferences were declared between ‘reissue applications 
of Fullagar and original applications of Emmett, in which motions 
to dissolve were made by each party. One ground of Emmett’s mo¬ 
tion was the insufficiency of Fullagar’s oath to excuse the delay be¬ 
tween the grant of his original patents and the date upon which he 
filed the respective reissue applications. The Examiners-in-Chief 
affirmed the granting of the motion on the ground that Fullagar’s 
showing of inadvertence, accident, or mistake was insufficient and 
failed to excuse his long delay of more than two years in each case 
and the Commissioner sustained this ruling. The Court of Appeals 
speaking of the Commissioner’s decisions says: 

“He also stated, it is true, that Fullagar had no right to make the 
claims, but this remark is evidently as a result of the conclusion that 
Fullagar had failed to show 7 that he had come within the require¬ 
ments for reissue. Had he held that Fullagar had made a sufficient 
showing for reissue and then decided that he had no right to make 
the claims of the interference because not disclosed in his application 
he would necessarily have awarded priority to Emmett. * * * 

If the Commissioner had decided that Fullagar was not entitled to 
make the claim under his application and had in consequence 
awarded priority to Emmett, Fullagar would have the right to ap¬ 
peal, bringing Emmett up for a final adjudication of the question of 
priority in this court. Instead of so deciding, the effect of his deci- 
8—2846a 
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sion was to set aside the allowance of Fullagar’s application as an 
entirety and dissolve the interference. No award of priority was 
made in favor of Emmett.” 

The Court having denied Emmett's motion to appeal then took up 
the questions of Fullagar's right to appeal ex parte, holding that he 
had no such right as the proceeding was not a regular ex parte pro¬ 
ceeding, and speaking of Fullagar’s applications says: 

“It came before the Commissioner in that interference and the 
right to appeal is founded on the character and effect of his decision 
therein.” 

Fullagar’s appeal was dismissed. 

95 Explaining the Fullagar case the Court says in Cosper vs. 
Gold. 3b App. D. C. 30*2 at 307:— 

“That was a case of interference between Fullagar’s reissue appli¬ 
cation and the first, application of his opponent. The final decision 
in the case was not that Fullagar had no right to make the claims, 
but that his showing was not sufficient to warrant the grant of a 
reissue of his patent; in other words that his application was not 
allowable. This was the decision, and there was no award of priority 
to his opponent. It was held that he could only take an ex parte 
appeal in the ordinary way.” 

The Court stated that upon the return of the case to the Patent 
Office Fullagar would be entitled to have his application remanded 
for re-examination, and if again rejected he would be entitled to 
successive appeals in due course. 

The effect of the decisions above quoted is that where an inter¬ 
ference proceeding has been terminated by a decision on the right 
to make the claim it is final and in effect an award of priority and 
if made so in form, would permit an appeal to the Court of Appeals; 
where, however, the interference has been dissolved on the ground 
that as to one of the parties there exists a statutory bur the decision 
is not final nor in effect a decision on priority and therefore that 
the Court of Appeals has no power to entertain an appeal from such 
a decision. 

The plaintiff contends that this case is controlled by United States 
ex rel. Scott vs. Moore, 39 App. D. C. 36 at 41, which was an appeal 
from a judgment of the Supreme Court of the District of Columbia 
dismissing a petition for a writ of mandamus, which was sought for 
the puipose of compelling the Commissioner to cause an interference 
to be set down for hearing before the Examiner of Interferences. 
The facts in that case were that Scott had filed his application and 
subsequently one Bechman obtained his patent and more than two 
years thereafter Scott filed an application which he claimed to be 
divisional of his prior application, claiming that the original 

96 application disclosed the issue, but the Commissioner of 
Patents held otherwise and dissolved the interference. Scott 

did not attempt to have the order of the Commissioner take the 
form of an award priority but petitioned for a writ of mandamus, 
which was denied, and on the appeal the Court affirmed the decision 
of the Court below saying:— 

“Bechman moved to dissolve the interference on the ground that 
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petitioners had no right to make the claims. A stipulation in the 
record recites that the right to make the claims depends on the dis¬ 
closure of the earlier application, and that the same is indirectly 
involved in the interference. Petitioners thereby became the senior 
parties. The motion was sustained by the several tribunals of the 
office in succession. The decision of the Commissioner dissolving 
the interference was rendered July 13, 1911. 

“After this decision the petitioners moved the Examiner of In¬ 
terferences to set the case down for hearing, and to take testimony 
for use at such hearing. This was denied, and on regular appeal to 
the Commissioner he affirmed the action of the tribunals below, on 
the ground that the interference had been dissolved, without an 
award of priority. Claiming that it was the plain, imperative duty 
of the Commissioner to cause the interference to be set down for 
hearing before the Examiner of Interferences, and that they have 
no other remedy, petitioners pray a writ of mandamus to compel 
the performance of that duty. 

“The effect of the Commissioner’s decision sustaining the motion 
to dissolve the interference put an end to it. There was no longer 
an issue between the parties upon which testimony could be taken. 

“Grant that petitioners had no appeal to this court from the order 
as entered, because there was no award of priority (Cosper vs. Gold, 
34 App. D. C. 194-198); yet, as stated in the Commissioner’s decision, 
on September 26, 1911, had the petitioners requested that the former 
decision be extended to a formal award of priority, that order would 
have been entered, as had been done in Cosper vs. Gold, supra, after 
the dismissal of the appeal from the former decision holding that 
the appellant Cosper had no right to make the claims of the inter¬ 
ference. Had the petitioners pursued that course, an appeal could 
have been taken from the final award of priority, bringing up for 
review all the grounds upon which the award was founded. Cosper 
vs. Gold, 36 App. D. C. 302-307. 

“Having failed to take this action, and obtain a review of the 
exercise of the Commissioner’s judicial discretion in the manner 
provided therefor by law, the petitioners now seek a review of his 
decision by means of mandamus. Mandamus cannot be 
97 made to operate as an appeal or writ of error.” 

The plaintiff argues on the basis of the proceedings in the 
Patent Office that the interference was dissolved because of a statu¬ 
tory bar and therefore that the Court of Appeals in the paragraph 
just quoted decided that where an interference is dissolved on that, 
ground the person adversely affected is entitled to have the decision 
recorded in form as one of priority and that an appeal will lie. The 
decision of the Commissioner finally dissolving the interference 
reads in part as follows:— 

“This is an appeal from a decision of the Examiners-in-Chief 
affirming the decision of the primary examiner dissolving the inter¬ 
ference on the ground that Scott and Scott have no right to make 
the claims in issue, and that the counts have different meanings 
when applied to the structures shown in the applications here in¬ 
volved. * * * The substantial question now raised is whether 
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restraining order issued herein on January 5, 1915, be, and the 
same is hereby, vacated. 

* WALTER I. McCOY, Justice. 

Approved as to form: 

MAURO, CAMERON, LEWIS & MASSIE, 

G. THOMAS DUNLOP, 

REEVE LEWIS, 

Attorneys for the Plaintiff. 

From the foregoing decree the plaintiff hereby notes an appeal, 
in open court, to the Court of Appeals, the appeal bond is fixed 
at .$100.00. 

WALTER I. McCOY, Justice. 

Assignment of Errors. 

Filed April 17, 1915. 

******* 

And now comes the Plaintiff and assigns the following errors 
in the action and proceedings of the Supreme Court of the District 
of Columbia in the above-entitled cause. 

The Court erred:— 

fl) In dismissing the hill. 

101 (2) In not granting the prayers of the bill for a manda¬ 

tory injunction requiring Defendant to enter a final award 
of priority in the interference proceeding, and an award of costs. 

(3) In not continuing and making permanent the preliminary 
injunction granted herein. 

(4) In not holding that the Defendant’s decision of Jan. 8, 1914, 
directing dissolution of the interference (Aufiero v. Hutchison, No. 
34,824), was in effect a decision on priority favorable to Hutchison. 

(5) In holding that under the decisions of the Court of Appeals, 
D. C. referred to, the Defendant’s decision of Jan. 8, 1914 was not 
in effect a decision on priority favorable to Hutchison. 

(6) In holding (bottom page 5 of decision), with reference to 
Cosper v. Gold, 36 App. D. C. 302; Cosper v. Gold, 34 App. D. C. 
194; Podlesak v. Mclnnerney, 26 App. D. C. 399; and In re Fulla- 
gar, 32 App. D. C. 228, that— 

“The effect of the decisions above quoted is that * * * where 

* * * the interference has been dissolved on the ground that as 

to one of the parties there exists a statutory bar, the decision is not 

* * * in effect a decision on priority and therefore that the Court 

of Appeals has no power to entertain an appeal from such a decision.’ 7 

(7) In holding (top page 9 of decision), in connection with the 
case of ex rel. Scott v. Moore, 39 App. D. C. 36, that in the inter¬ 
ference (Beckman v. Scott) from which the Court case developed 
the Commissioner did not give as his reason for, and base his order 
of dissolution upon, the existence of a statutory bar by the Beckman 
patent issued more than two years prior to the filing of the Scott 
application involved in the interference. 






THOMAS EWING, COMMISSIONER OF PATENTS. 


63 


(8) In holding (top page 9 of decision) that in the Beckman 
v. Scott interference, in ordering dissolution of the inter- 
102 ference— 

“The point decided was that the application was not 
divisional,” 


whereas the point decided which was necessary to the order of dis¬ 
solution was that Scott was barred by the Beckman patent. 

(9) In holding (top page 9 of decision) that “the Court of 
Appeals as clearly indicated by the above quotation” (pages 6 and 7 
of decision) “from its opinion in the mandamus appeal” (ex rel. 
Scott v. Moore, 39 Appeals D. C. 36) “construed the action of the 
office as a dissolution of the interference on the ground of the right 
to make the claims.” 

(10) In holding (page 9 of decision) that in the present case a 
mandatory injunction cannot be decreed in the present case to com¬ 
pel entry of a formal appealable award of priority— 

“in view of the numerous decisions by the Court of Appeals not to 
consider questions of patentability until they are finally adjudicated 
in the Patent Office and that interference proceedings involve only 
the question of priority and not that of patentability.” 

(11) In holding (page 9 of decision) that if the Court of Appeals, 
D. C. ever meant to determine” that an order of dissolution such as 
that entered by the Commissioner on January 8, 1914, in the Aufiero 
v. Hutchison Interference No. 34,824, was in effect a decision on 
priority and appealable when put in proper and final form— 

“it (the Court of Appeals, D. C.) would have said in the Fullagar 
case what is said in Cosper v. Gold when that case was first before 
it; namely, that the appellant must ‘go back to the Patent Office 
there to await a final decision of the Commissioner of the question 
of priority.' ” 

(12) In not holding, regardless of whether the reasons therefor 
went to the question of right to make the claim founded on dis¬ 
closure, or to the question of statutory bar, that the Commis- 

103 sioner’s order of dissolution of January 8th, 1914, was in 
effect a decision on priority favorable to Hutchison, and that 
it was Plaintiff s right to have, and the Defendant’s plain ministerial 
duty to put, that decision in appealable form to enable Plaintiff to 
exercise his right of appeal to the Court of Appeals, D. C. in the 
interference. 

(13) In assuming that a statutory bar does exist against the grant 

of a patent to Aufiero on the interference issue, and in making that 
assumption the basis for holding that the Defendant's order of disso¬ 
lution of January 8th, 1914, was not in effect a decision on priority 
favorable to Hutchison. J 


(14) In assuming and holding that, because based upon and giv¬ 
ing as its reason the alleged statutory bar to Aufiero, the Commis¬ 
sioner’s decision of January 8th, 1914, could not and did not have 
the effect of a decision on priority favorable to Hutchison. 

MAURO, CAMERON, LEWIS & MASSIE 
G. THOMAS DUNLOP, 9 

REEVE LEWIS, 

Attorneys for Plaintiff. 
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EMANUEL AUPIERO VS. 


Service of the foregoing assignment of errors, and receipt of a 
copy thereof, acknowledged this 17 day of April, 1915. 


K. F. 


R. F. WHITEHEAD, 

A ttomey for Defendant. 


Memoranda. 

May 5, 1915.—Time to file transcript of record extended to and 
including July 1, 1915. 

104 May 5, 1915.—Bond on Appeal for $100 approved and 
filed. 
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Filed June 17, 1915. 

* * * ♦ * 


In preparing the transcript of record in the above case, the Clerk 
will please embody the following: 

(1) Bill of Complaint and exhibits. 

(2) Order to show cause. 

(3) Temporary restraining order. 

(4) Motion to amend injunction pendente lite, with accompany¬ 
ing affidavit and exhibits. 

(5) Answer and exhibits. 

(6) Motion to strike out parts of answer of Defendant, Thomas 
Ewing, Commissioner of Patents. 

(7) Stipulation dated January 28, 1915, and filed at hearing Feb¬ 
ruary 2, 1915. 

(8) Stipulation headed “Oral Stipulation at Hearing,” filed Feb¬ 
ruary 2, 1915, and attached papers therein recited. 

(9) Opinion of Justice McCoy, dated April 12, 1915. 

(10) Decree. 

(11) Memorandum notice of appeal and amount of appeal bond 
fixed at $100.00. 

(12) Appeal bond approved and filed. 

(13) Memorandum time for filing transcript of record in Court 
of Appeals extended to July 1, 1915. 

(14) Assignment of errors. 

(15) Docket entries. 

(16) This designation. 


9—2846a 


G. THOMAS DUNLOP, 
REEVE LEWIS, 

Attorneys for Plaintiff. 
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United States of America, 

District of Columbia, ss: 

I, John R. \ oung, Clerk of the Supreme Court of the District of 

l| # ore certify the foregoing pages numbered from 1 to 
10b, both inclusive, to be a true and correct transcript of the record, 
according to directions of counsel herein filed, copy of which is 
made part of this transcript, in cause No. 33146 in Equity, wherein 
Emanuel Aufiero is Plaintiff and Thomas Ewing, Commissioner of 
Patents, is Defendant, as the same remains upon the files and of rec¬ 
ord in said Court. 

In testimony whereof. I hereunto subscribe my name and affix 
the seal of said Court at the City of Washington, in said District, this 
26th day of June, 1915. 

[Seal Supreme Court of the District of Columbia.] 

JOHN R. YOUNG, Clerk. 

Endorsed on cover: District of Columbia Supreme Court. No. 
2846. Emanuel Aufiero, appellant, vs. Thomas Ewdng, Commis¬ 
sioner of Patents. Court of Appeals, District of Columbia. Filed 
Jun- 29, 1915. Henry W. Hodges, clerk. 
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IN THE 

Court of Appral0,0ifltrirt of Columbia 

October Term, 1915. 

No. 2846. 


Emanuel Aueiero, 

Plaintiff-Appellant , 
vs. 

Thomas Ewing, Commissioner of Patents, 

Defendant-A ppellee. 


fin Equity. 


J 


BRIEF FOR PLAINTIFF-APPELLANT. 


Introduction. 

May it Please the Court : 

This is an appeal from the judgment and decree of the 
Supreme Court of the District of Columbia dismissing the 
bill of complaint herein and vacating a temporary restraining 
order issued by said Court on January 5th, 1915. 

The basic and controlling question at issue is: 


Was the decision of January 8, 1914 (R. pp. 6-7 and 
37-38) of the Defendant Ewing (Commissioner of 
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Patents) in the interference proceeding Aufiero vs. 
Hutchison, Intf. No. 34,824, in its effect (irrespective 
of its form and the reasons therein recited) adverse 
to said Aufiero and favorable to said Hutchison upon 
the question of priority of invention ? 

(This question is known to be one of unusual and active 
interest to applicants and practitioners before the Patent 
Office. It is also of much importance to Plaintiff. Hence 
the fullness of this Brief. The present Commissioner has 
formulated a certain commendable administrative policy hav¬ 
ing as its particular object a dimunition of work in inter¬ 
ferences. But his insistent misapplication of that policv in 
the case at bar is, we respectfully submit, illegal and in clear 
violation of the rights of the plaintiff-appellant. 

So far as disclosed by reported cases, this is the first case 
in which the Patent Office has refused a request by a con¬ 
testant in an interference for the entry of a final judgment 
upon the basis of an interlocutory order of dissolution, to 
enable said party to appeal to this court. In two reported 
cases ( Cospervs. Gold , 34 App. D. C., 194, and 36 App. D. C., 
302; and U. S. ex rel. Scott vs. Moore, 39 App. D. C., 36), 
the former Commissioner entered, or offered to enter, final 
judgments of priority upon interlocutory orders of dissolu¬ 
tion, to make possible appeals to this court inter partes in the 
interferences. The present Commissioner (Defendant) has 
refused to enter such a final judgment in the present case. 

But in another case, Mann vs. Brown, 43 App. D. C., _, 

214 0. G. y p. 1026, issue of May 18, 1915, this defendant 
entered a final refusal of claims, upon the basis of an order 
of dissolution, when requested to do so, to permit of an 
ex parte appeal to this court. 

And so far as shown by reported cases, this is also the 
first case in which this or any other court has been asked 
to enforce the practice laid down by this court in Cosper vs. 
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Gold, supra, and other cases, in the face of a refusal by the 
Commissioner to follow that practice and thus enable a 
contestant in an interference to exercise his right of inter 
partes appeal to this court. There are reported cases which 
presented one of the contestants an opportunity to request 
the Patent Office to enter a formal and final award of priority 
upon the basis of an order of dissolution, but in every in¬ 
stance some other incorrect procedure was followed, result¬ 
ing in dismissal of the appeals or decisions adverse to the 
contestant who had the opportunity and right of requesting 
and having a formal award of priority. We refer again, 
for example, to the case of Mann vs. Brown, supra, wherein 
the appellant Brown attempted to prosecute an ex parte appeal 
to this court from the final order of rejection based upon 
the order of dissolution in the interference, “instead of 
moving the Commissioner to make an award of priority. ,, 

But in the present case the appellant (Aufiero) has care¬ 
fully followed the correct practice outlined by this court. 
He has on two or more occasions definitely requested and 
demanded of the defendant the entry of a formal award of 
priority. The defendant (Commissioner) has in each in¬ 
stance positively refused such requests, upon the erroneous 
theory that the practice of Cos per vs. Gold does not apply 
to a case in which the alleged reason for the order of dis¬ 
solution is a bar (which does not in fact exist in this case) 
to one of the contestants. That theory is directly in con¬ 
flict with the decision of this court in Scott vs. Moore, 
supra, though that is denied by defendant. In any event, 
this case squarely presents for the decision of this court 
the question whether or not defendant’s order of dissolution 
of January 8, 1914, asserting an alleged (and erroneous) 
bar to Aufiero, is, in effect, a decision on priority. 

If defendant’s contention and the adverse decision of the 
Lower Court on this question are correct, then it is within 
the power of the Commissioner and the Patent Office to 
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bring about an interference by suggesting claims, and there¬ 
after, at any stage of the contest, (a) to disregard the re¬ 
quirement of the interference statute, R. S. Sec. 4904, and 
the Patent Office rules, which compel a decision on the issue 
of priority of invention; (b) to ignore and refuse to decide 
the issue of priority; (c) to accomplish this by calling the 
action an “order of dissolution” and by insisting that the 
grounds or reasons thereof do not concern priority; (d) 
to render a decision in an interference favorable to the 
grant of a patent to one party and unfavorable to the grant 
of a patent to the other party (to whom the claim of the 
issue was suggested) without in effect deciding priority; 
(e) to render such a decision in favor of a party who, on 
the pnma facie cases of the sworn preliminary statements, 
is the later in date and not the prior inventor ,* (f) to sum¬ 
marily, at any stage of an interference, bring the same to 
a conclusion favorable to one party and unfavorable to an¬ 
other, by so-called “order of dissolution,” leaving the un¬ 
successful party helpless to appeal to this court or take any 
other step in the interference, and all upon the erroneous 
theory that said action does not in its effect concern priority; 
(g) to convert an interference into an ex parte proceeding 
on patentability—to shift from one statutory proceeding to 
another—to compel the unsuccessful party to contest the 
adverse action ex parte instead of inter partes —and by so 
doing ignore the issue of priority upon the assertion that it 
has not been decided; (h) to successfully maintain that 
priority has not been decided because the grounds or rea¬ 
sons of the action primarily concern an alleged (and errone¬ 
ous) bar to one party only; (i) with an issue of priority 
existing and regularly and properly raised and an inter¬ 
ference started, to ignore that issue and grant a patent to 
one contestant who may not be the prior inventor, and in 
fact in the case at bar is not the prior inventor on the prima 
facte cases of the preliminary statements. 










The assumption by the defendant and the Patent Office of 
such power as above indicated, and the attempt to exercise 
the same to the exclusion of applicant’s right of appeal to 
this court, are obviously illegal, in violation of plaintiff’s 
rights, and in conflict with the long established principles 
of procedure in interferences. 

According to the many decisions of the Patent Office and 
this court (for example, R. pp. 51-54) the question of 
bar to one party only is not for decision in an interference 
and “should be left for ex parte consideration after the ter¬ 
mination of this proceeding” ( Gueniffet et al. vs. IVictor- 
sohn, 1907 C. D., 379). Had the defendant, in the Hutchi¬ 
son vs. Aufiero interference, proceeded regularly and prop¬ 
erly in accordance with such decisions—and he was urged 
so to do by plaintiff’s petition for Rehearing of Jan. 23, 
1914, R. p. 48 — he would have ruled that the alleged bar 
to plaintiff (Aufiero) was a question for ex parte deter¬ 
mination after disposition of the interference and not for 
determination in the interference, and that it could not en¬ 
title Hutchison to a favorable decision in the interference 
and to a patent. But instead of so proceeding, defendant 
has forced that question of bar into his decision in the 
interference as the reason for his action. And having done 
so, he now urges that because the reason (bar), thus im¬ 
properly and irregularly injected into his action in the inter¬ 
ference, does not directly concern priority, therefore, his 
decision, expressly favorable to Hutchison and unfavorable 
to plaintiff, is not in its result and effect one on priority. 
Plaintiff on the contrary maintains that, irrespective of its 
reasons, and whether or not they properly concern priority, 
the result and effect of the action is favorable to Hutchi¬ 
son and unfavorable to plaintiff on that question. 
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STATEMENT OF CASE. 

Defendant’s aforesaid decision of Jan. 8, 1914, was 
favorable to Hutchison. As stated in the opinion of the 
Lower Court (R. p. 56) defendant therein “held that 
Hutchison showed invention.’’ In his later opinion of July 
22, 1914 (R. p. 13), defendant denied that his decision was 
so favorable to Hutchison, saying, “I did not hold that they 
were patentable to Hutchison.” But the fact remains that 
said decision of Jan. 8, 1914, undertook to terminate the 
interference favorably to Hutchison, for upon the basis 
thereof defendant and the Patent Office formally allowed 
the claim here in issue to Hutchison (R. p. 23) and pre¬ 
pared to issue a patent thereon to him, as defendant admits. 

Defendant’s said decision of Jan. 8, 1914, was unfavor¬ 
able to plaintiff (Aufiero ). It ordered dissolution of the 
interference upon the alleged (but erroneous) reason that 
Aufiero’s right to a patent on the claim in issue is barred 
by two previously issued patents (988,537, dated Apr. 4, 
1911, and 990,796, dated April 25, 1911) to said Aufiero. 

Note: When the opportunity presents itself we will 
have no difficulty in establishing the error of this hold¬ 
ing; in satisfying this court that said Aufiero patents 
are not in fact a bar; and in showing that no other 
conclusion is possible upon the basis of the Commis¬ 
sioner’s reasoning whereby he holds that the claim in 
issue is patentable to Hutchison as defining invention 
over the art prior to Hutchison. 

Because of said alleged reason, defendant insists that his 
said decision was not in effect unfavorable to Aufiero and 
favorable to Hutchison upon the question of priority. Upon 
that point plaintiff takes issue. Plaintiff maintains that 
said decision is to be judged by “its substance, its necessary 
legal effect and operation, rather than its mere form” 





(Cosper v. Gold , 36 App. D. C., 302, quoting from p. 306), 
and the reasons or grounds upon which it is based. “The 
effect of the * * * decision is to be determined by its 

necessary result,—its substance rather than its form” 
(Browne vs. Dyson, 38 App. D. C., 5; 1911, C. D., 
446). Inasmuch as defendant’s aforesaid decision un¬ 
dertook to terminate the interference favorably to Hutchi¬ 
son and refused a patent to Aufiero, its substance, its re¬ 
sult, its necessary legal effect, was an award of priority to 
Hutchison. 

Although denying that his said judgment of Jan. 8, 1914, 
concerned priority of invention and affords the basis for 
an inter partes appeal in the interference on that question, 
defendant has not heretofore taken the position that there 
was no appeal from said judgment to this court. On the 
contrary, defendant has orally and in writing contended that 
plaintiff’s proper remedy was an ex parte appeal on patent¬ 
ability. His brief in the court below (filed Feb. 2, 1915) 
argues, for example: 

“In the present case, as above noted, the Commis¬ 
sioner, both in his decisions of January 8 and April 21, 
1914, dissolved the interference and refused Aufiero a 
patent. From either of those decisions, it is submitted, 
plaintiff had his right of appeal to the Court of Ap¬ 
peals of the District of Columbia and on such an appeal 
could have had a review of the question whether the 
claim was patentable to him over his prior patents.” 
(P. 12 of Brief.) 

In previous pages of the same brief attempt was made 
to differentiate the contention above quoted from the ob¬ 
viously conflicting ruling of this court in In re Fullagar, 32 
App. D. C., 222, 1909, C. D., 270, on the theory that the 
ex parte appeal in the Fullagar case was dismissed because 
it was from an interlocutory order of dissolution rather than 
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from a final order of rejection or refusal of a patent. But 
that theory has been again and finally refuted by this court 
in the more recent decision of Apr. 19, 1915 (subsequent to 
the Lower Court’s decision herein, dated April 12, 1915), in 
Mann v. Brown, supra. In that case, upon the basis of an 
interlocutory order of dissolution, dated Feb. 14, 1914, the 
defendant herein, upon request, entered an alleged final or¬ 
der of rejection or refusal of claims to Mann, and an ex 
parte appeal was taken to this court upon the question of 
patentability or bar. But again, as in the Fullagar case, 
this court held that the Commissioner was without right 
and authority to convert “the issue (of priority) * * * 

into one of patentability,” or “to shift from one statutory 
proceeding to another,” and the ex parte appeal was dis¬ 
missed. 

It therefore appears that while recognizing a 1 right of 
appeal to this court upon the basis of an order of dissolution 
which denies patentability or asserts a bar to one of the 
contestants only in an interference, the present Commis¬ 
sioner (defendant) has heretofore mistaken that right as 
applying to an ex parte appeal on patentability instead of 
to an inter partes appeal on priority. 

Since the Commissioner cannot “if he so intended, con¬ 
vert an interference case into am ordinary proceeding by 
one party upon an application for a patent” (Fullagar case), 
convert “the issue * * * into one of patentability;” or 

“shift from one statutory proceeding to another” (Mann v. 
Brown), it follows, for that reason alone, that his decision 
of Jan. 8, 1914, was necessarily an inter partes judgment. 
And since it refused a patent to plaintiff and. held that 
Hutchison was entitled to a patent, it was “by its necessary 
result, its substance,” and “its necessary leg^l effect,” fav¬ 
orable to Hutchison upon the only statutory issue in the 
interference, to wit, priority of invention. And upon that 





question plaintiff is given an appeal to this court by Sec. 9 
of the Court of Appeals Act. Such appeal is denied plain¬ 
tiff by defendant’s arbitrary refusal to enter, pro forma, a 
final judgment on priority in a form appealable to this 
court. 

A reversal by this court on defendant’s main contention 
and crucial error of the Lower Court’s ruling (that the de¬ 
cision of Jan. 8, 1914, was not in effect one on priority) 
will be conclusive of plaintiff’s right to the entry of a final 
judgment of priority in appealable form. That, we un¬ 
derstand, is not denied by defendant. There is also no 
doubt, under the decisions of this court (the Cospcr v. Gold 
and Scott v. Moore and other cases herein discussed) that 
defendant’s said decision is merely an interlocutory order 
and hence not in form a final judgment from which appeal 
can be taken. Likewise there is no doubt of the authority 
and jurisdiction of this court upon this appeal, and upon a 
holding that defendant’s aforesaid decision was in effect 
one upon priority, to direct the issuance of an order or 
“mandatory injunction” compelling the defendant to enter 
in said Aufiero v. Hutchison interference a final judgment 
of priority in a form appealable to this court. Defendant 
did in the court below question that authority, but it was 
upon the basis of his main contention that his decision was 
not in effect one upon priority. In Cospcr v. Gold, 36 App. 
D. C., 302, supra, this court inferred (top p. 308) that it 
was the Commissioner’s duty “as a matter of course” to put 
his action (an order of dissolution) in appealable form by 
entering a final award or judgment of priority. 

It is not within the power of the Commissioner of Pat¬ 
ents, either by refusal to act, by the grounds or reasons 
given in his action, by his own interpretation of the effect 
of his action, or by the form of the order, to deprive an 
applicant of his right of appeal to this court. For example, 











in the case of Commissioner v. Whitely, 4 Wall., 522, there 
was an application for reissue which the Commissioner re¬ 
fused to consider because he did not believe that all the 
necessary parties had signed the reissue application, and on 
mandamus to the Supreme Court of the District of Colum¬ 
bia, and appeal to the Supreme Court of the United States, 
the Commissioner appears to have argued that the appel¬ 
lant was without remedy because he had not rejected the 
claim. The Court held, in effect , that this refusal to allow 
the application was a rejection, no matter what the ground 
of refusal might be. In the case of Brown vs. Dyson, 
supra, the Patent Office awarded priority to Dyson. 
After the limit of appeal to the court had expired, Dyson 
filed a concession of priority to Land and the Commissioner 
entered what he represented to be a judgment of priority 
as between Dyson and Land only and in favor of Land. 
Thereupon Brown appealed to this court. Dyson and Land 
moved to dismiss the appeal and at the oral argument one 
of the law clerks appeared on behalf of the Commissioner 
and argued in support of the motion. Although the de¬ 
cision appealed from purported to concern only Dyson and 
Land, to the exclusion of Browne, and its reasons were re¬ 
stricted to the concession of priority from Dyson to Land, 
the court held that its “ result is the saute as if the former 
decision had been set aside in its entirety, and a nezv de¬ 
cision rendered awarding priority to Land over Browne as 
well as Dyson.” The motion to dismiss was therefore de¬ 
nied, and later (39 App. D. C., 415) this Court reversed 
the Patent Office and awarded priority to Browne. 

The same principles govern the conduct of the federal 
district courts on questions of appeals. For example in 
m re Watts, 214 F. R., 80 (Ct. Appls. 2nd Cir. Lacombe, 
Coxe and Ward), upon a verdict for defendants, the de¬ 
fendants and also the District Court refused to enter a 
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judgment which was necessary to the exercise of Plain¬ 
tiff’s statutory appeal. The denial of the District Court 
was 

“on the ground that the right of the defeated party to 
insist upon an entry of the judgment is not created by 
statute but is only a right incidental to appeal, and 
therefore not absolute but resting in the discretion of 
the Court.” 

In directing the issuance of Mandamus to the District 
Court, the Court of Appeals observed 

“We do not concur with the District Judge. Even 
though the right to have judgment entered is ‘only in¬ 
cidental’ to appeal, review by appeal or writ of error 
when sought to be availed of in time is a matter of 
right not of discretion.” 


THE FACTS OF THE CASE. 

On October 26, 1909, Miller Reese Hutchison filed an 
application, Sr. No. 524,762 on “Diaphragm Homs.” 

The plaintiff Emanuel Aufiero, on August 24, 1911, filed 
an application, Sr. No. 645,863, for “Signalling Apparatus.” 

The claim constituting the issue of the Aufiero-Hutchison 
interference, 34,824, first appeared in said Hutchison appli¬ 
cation. Considering said claim also allowable to Aufiero, 
the Examiner suggested it in the aforesaid Aufiero appli¬ 
cation by an official letter of Apr. 30,1912 (R. p. 34) : 

Note : As appears in the Office letter just mentioned, 
two claims were suggested. The first became the issue 
of Interference 34,824 here involved. The second be¬ 
came the issue of a companion interference, 34,823, 
involving the same applications. 





Thereupon said Aufiero divided out of his aforesaid par- 
en f application a part of the subject-matter thereof, and 
on May 11,1012, filed a divisional application, Sr. No. 696,- 
653, including the claims suggested in the official letter of 
Apr. 30, 1912, aforesaid. On May 9, 1912, Aufiero filed 
in his said parent application a communication (R. p. 44 ) 
advising the Patent Office that the claims suggested “have 
been filed in a divisional application.” 

A condition being presented in which the same claim 
appeared and was considered allowable (subject to a decision 
on priority) in two applications, the Patent Office, on May 
25th, 1912, in compliance with the requirements of R. S. 
Sec. 4904 and the Patent Office Rules, declared Interference 
No. 34,824 between said Hutchison application and said 
Aufiero divisional application, Sr. No. 696,653, having as 
its issue the first of the aforesaid claims suggested to said 
Aufiero from the Hutchison application. 

Following the declaration of said interference and prior 
to the other proceedings therein presently to be referred 
to, there was filed in the interference, in accordance with 
the requirements of the rules and practice, ‘preliminary 
statements’ by both parties, Hutchison and Aufiero” (Stipu¬ 
lation R. p. 45). The earliest date alleged in the Aufiero 
statement (R. p. 45), to wit, conception “on or about De¬ 
cember 1st, 1907,” is earlier than the earliest alleged date 
in the Hutchison preliminary statement (R. p. 46), to wit, 
conception ‘‘on or about the 20th day of December, 1907,” 
and hence on the frima facie cases made out by such plead¬ 
ings Aufiero is the prior inventor and Hutchison therefore 
not entitled to a patent. ( Steward v. Ellis v. Lee v Howe 
1889 C. D., 243.) 

Thereupon, as alleged in the Bill of Complaint (par. 5, 
R. p. 2), and as admitted in defendant’s answer, 

“such proceedings were had in said interference that 

the same came before the defendant in person upon an 
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appeal by the plaintiff, Aufiero, from adverse decisions 
by lower tribunals of the Patent Office, denying a mo¬ 
tion by said Aufiero to add certain claims to the issue 
of the interference; that thereupon the defendant af¬ 
firmed the action of the lower tribunals refusing to 
admit said additional claims, and in addition to such 
affirmance, adjudged the issue in the interference to 
be not patentable to Aufiero over the latter's prior pat¬ 
ents Nos. 988,537 and 990,796, and directed dissolution 
of the interference on that ground.” 

Defendant’s said decision of Jan. 8, 1914 (R. pp. 6-7), 
refers to a decision of the same date in companion Interfer¬ 
ence 34,823 (R. pp. 37-39). Defendant’s said action was 
favorable to Hutchison; it “held that Hutchison showed 
invention” (see Lower Court’s opinion, R. top p. 56). 

Note : As showing that the alleged “reasons,” upon 
which these decisions hold the claim in issue not pat¬ 
entable to Aufiero over the latter’s patents 988,537 and 
990,796, are erroneous and untenable, we respectfully 
refer the Court to the arguments on that point appear¬ 
ing in the “Petition by Aufiero for Rehearing” (R. pp. 
48-51), and in the “Requests by Aufiero” (R. pp. 18- 
26). Hence this is not a case in which Aufiero’s only 
object and right are to establish his prior inventorship 
and prevent Hutchison from obtaining a patent to which 
he is not entitled. On the contrary, upon the record 
of this case Aufiero is not only the prior .inventor but 
he is not barred by his prior patents and is entitled to 
another patent on the issue of the interference. There¬ 
fore, there is no basis for contending that this is a 
moot case on the point that Aufiero is not himself en¬ 
titled to a patent. 

On or about January 23,1914, plaintiff filed a petition for 
rehearing (R. pp. 48-51), and within a few days after the 
hearing thereon of March 4, 1914, filed certain memoranda 
of authorities (R. pp. 51-55—see “Oral Stipulation at 
Hearing,” R. p. 47). Said petition 
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“was denied on Feb. 16, 1914, but, upon renewed re¬ 
quest was granted and a hearing set for March 4, 1914, 
that on Apr. 21, 1914, a decision was rendered, in 
which the decision of Jan. 8, 1914, was adhered to and 
the plaintiff was refused a claim in the language of the 
issue of interference 34,824.” (Par. 6 of Answer R. p. 

34.) 

Said decision of April 21st, 1914, and a decision of the 
same date and on the same point in companion Interference 
No. 34,823, are in the Record pp. 40-42. I 

Thereupon plaintiff by a petition (R. pp. 7-12), filed April 
27th, 1914, requested the defendant to 

“(a) withdraw said order of dissolution and to direct 
the fixing of times for taking testimony and for final 
hearing before the Examiner of Interferences on the 
question of priority in fact; and (b) in the event of 
denial of the foregoing request, to extend or change 
the form of the interlocutory order of dissolution to a 
final adjudication on priority from which award or 
adjudication said Aufiero may appeal to the Court of 
Appeals D. C.” ( Par. 6, Bill, R. p. 2.) 

On or about July 23rd, 1914 (R. p. 13) the defendant 
denied the aforesaid requests by plaintiff, 

“including as a reason for such denial, that he, de¬ 
fendant, did not by his decision of dissolution hold that ' 

the claim in issue was patentable to Hutchison but left 
the question open for decision by the Primary Exami¬ 
ner” (par. 6, Bill, R. p. 2, admitted par. 6, Answer, R. 
p. 34). I 

Thereupon, on August 7th, 1914, plaintiff filed a request I 

(R. pp. 15-18), I 

“asking the defendant to advise him (plaintiff) of the I 

conclusion of the Primary Examiner upon the question j 






of patentability to Hutchison to enable plaintiff to take 
further steps in regard to his appeal to the Court of 
Appeals, D. C., before the issuance of a patent to 
Hutchison’' (par. 6, Bill, R. p. 3—admitted in Answer), 

and said request was granted by a memorandum decision of 
Aug. 12, 1914, in the words, “the request to be advised is 
granted. Thomas Ewing, Commissioner” (R. p. 3). 

As alleged in par. 7 of the Bill (R. p. 3) after the afore¬ 
said request was granted, Hutchison filed, about August 
14th and 26th, 1914, respectively, two divisional applica¬ 
tions on drawings appearing in the parent application in 
interference. Said divisional applications were formally 
allowed on October 17 and November 13,1914, respectively, 
whereupon Hutchison immediately paid the final government 
fees, and patents Nos. 1,120,057 and 1,120,619 were issued 
November 8, 1914, without any previous information hav¬ 
ing been communicated to plaintiff, and therefore in viola¬ 
tion of defendant’s aforesaid order of August 12, 1914. 
Furthermore, the issuance of said patents under the circum¬ 
stances was in direct violation of the Patent Office Rules and 
Practice, particularly Rule 106. Plaintiff protested against 
such premature and improper issuance of patents (R. pp. 14- 
15) and said protest was acknowledged by the defendant 
(R. p. 47). It is stipulated (R. bottom p. 46) that copies 
of said patents “may be referred to as parts of the record 
herein.” As will be seen, the drawing of said patent 1,020,- 
057, is identical with Fig. 2 (R. after p. 32) of the Hutchi¬ 
son application herein; and the drawing of said patent 
1,120,619 is identical with Fig. 3 of said Hutchison applica¬ 
tion drawing. 

By communications of November 23rd, 24th. and De¬ 
cember 5th, 1914, plaintiff was advised, as alleged in para¬ 
graph 8 of the Bill (R. p. 3), and admitted in the answer, 
of the allowance in the Hutchison application of certain 
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claims (R. pp. 23-26), including that constituting the issue 
of the interference here involved. But no information was 
given concerning the divisional applications on which the 
aforesaid Hutchison patents of December 8th, 1914, issued. 
By said communications plaintiff was also advised of the 
rejection to and erasure by Hutchison of the issue in Inter¬ 
ference No. 34,823 (R. middle p. 23). 

Note: We call attention to the remarkable and in¬ 
consistent attitude of the Patent Office here represented. 
From any standpoint of patentability, and particularly 
upon defendant’s theory of patentability set forth in 
his decisions of Jan. 8, 1914 (R. pp. 6-7 and 37-39) 
in the two interferences, the two claims constituting the 
issues of said interferences (R. p. 44) must stand or 
fall together. Though in somewhat different language 
with some variation in scope both claims are to sub¬ 
stantially the same subject-matter and were so regarded 
by the defendant. In his said decision in this inter¬ 
ference, and in which he quotes the issue thereof, the 
defendant refers to his reasoning in his decision of the 
same date, Jan. 8, 1914, in the companion interference 
34,823 (R. pp. 37-39). In the latter decision the de¬ 
fendant quotes (R. top of p. 38) the issue in said com¬ 
panion interference. 

Yet when the two interferences were prematurely 
dissolved and sent back to the Primary Examiner, the 
latter rejected the issue claim of Interference 34,823 
as not patentable (whereupon Hutchison erased it), but 
at the same time allowed the claim of the issue of the 
Interference 34,824 here involved—see R., bottom of p. 
23. 

On December 10th, 1914, plaintiff filed in the Patent Office 
a paper (R. pp. 18-26), 

“renewing his request that a final award of priority 
be entered upon which plaintiff could exercise his right 
of appeal to the Court of Appeals D. C. * * * 








Said paper * * * also included the request that 

in the event of defendant’s refusal to enter an award 
of priority, he (defendant) take action to suspend 
allowance of the Hutchison application for a reasonable 
time to afford plaintiff opportunity to apply to the 
Courts for relief appropriate to the exercise of his right 
of appeal to the Court of Appeals D. C. in the inter¬ 
ference.” (Par. 9 of Bill, R. pp. 3-4.) 

These requests were denied in the words, “denied Dec. 
11, 1914. Thomas Ewing, Commissioner of Patents” (par. 
9, Bill, R. top p. 4). 

Thereafter, as alleged in par. 9 of the Bill (R. p. 4), and 
not denied in the Answer, 


“on or about December 19, 1914, plaintiff’s attorneys 
verbally communicated with the defendant through one 
of the Assistant Commissioners, advising defendant 
that plaintiff had in course of preparation papers for a 
petition to the Court for writ of mandamus to compel 
entry of an award of priority upon which plaintiff could 
exercise his right of appeal to the Court of Appeals, 
D. C., and also renewing the request that action on the 
Hutchison application, and particularly the issuance of 
patent on that application, be suspended for reasonable 
time to enable plaintiff to get his action at law insti¬ 
tuted. This verbal request was again denied verbally 
by defendant. Plaintiff’s attorneys proceeded with the 
preparation of papers for petition for mandamus and 
expected to be in readiness to file the petition in the 
Court before the end of the week of January 4, 1914, 
believing that, upon the filing of such suit and the issu¬ 
ance therein of an order to show cause, the defendant 
would, upon principles of comity, withhold the issuance 
of a patent to Hutchison pending action of the Court 
upon such order to show cause” (par. 9 of Bill, R. p. 

4 ). 


Subsequent to the Commissioner’s ruling of August 12th, 
1914, granting Aufiero’s request for information of the 
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allowance of claims to Hutchison, Aufiero had been denied 
access to the Hutchison application and the only informa¬ 
tion given him as to what had transpired therein was that 
conveyed by the communications of November 23, 24 and 
December 5, 1914. Hence, at the time of filing the requests 
of December 10th and 19th, 1914, all opportunity was denied 
Aufiero of definitely ascertaining the exact status of the 
Hutchison application and the probable issuance of a patent 
thereon, and it was not believed that any such patent could 
issue before the completion and filing of papers for writ 
of mandamus sometime during the week of January 4th, 
1914, as alleged in par. 9 of the Bill (R. p. 4). 

But as alleged in par. 10 of the Bill (R. p. 4), and ad¬ 
mitted in the Answer: 

“On or about December 23, 1914, the assignee of 
Hutchison, Lovell-McConnell Manufacturing Co., and 
the grantee of Hutchison patent No. 1,120,057, issued 
upon one of the Hutchison divisional applications, as 
hereinbefore recited, instituted against plaintiff, Eman¬ 
uel Aufiero, a suit in the Eastern District of New York, 
charging infringement of said patent. A certified copy 
of the bill of complaint was speedily obtained and re¬ 
ceived in Washington on Saturday, January 2nd, 1914. 
Upon a showing of these facts, the Patent Office 
granted plaintiff’s attorneys access to the Hutchison 
application in interference, which access had for some 
time previous been denied plaintiff, and thereupon 
plaintiff ascertained from the Patent Office records, 
that said Hutchison application in interference had been 
formally allowed by the Primary Examiner in the early 
part of December, 1914; that the final Government fee 
thereon had been paid before actual allowance; and 
that, in the ordinary course of procedure in the Patent 
Office, a patent would issue upon said application on 
Tuesday, January 5, 1915.” 

As shown by the Patent Office record of the Hutchison 
application the Primary Examiner signed the file on Thurs- 
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day, December 10th, 1914, preparatory to formal allowance 
of the application. The final government fee of $20.00 was 
paid on the same day. But the application was not actually 
allowed and notice of allowance issued until Saturday, De¬ 
cember 12th, 1914. R. S. Sec. 4885 provides that “the final 
fee * * * shall be paid not later than six months from 

the time at which the application was passed and allowed and 
notice thereof sent to the applicant or his agent,” clearly 
meaning that the six months’ period within which the final 
fee may be paid dates from the allowance and notice thereof 
to the applicant, which in the case of the Hutchison appli¬ 
cation was December 12th, 1914. Patent Office Rule 104 
provides: 

f 

“164. If, on examination, it shall appear that the ap¬ 
plicant is justly entitled to a patent under the law, a 
notice of allowance will be sent him or his attorney, 
calling for the payment of the final fee within six 
months from the date of such notice of allowance, upon 
the receipt of which within the time fixed by law the 
patent will be prepared for issue.” 

There is nothing in this Rule contemplating and authoriz¬ 
ing the Patent Office to treat an application as allowed before 
notice of allowance is issued, and to accept and apply a final 
fee paid before such notice of allowance in a manner to 
give such payment the effect of advancing (to the date of 
such payment) the later date of actual allowance. Yet that 
is what was done in the case of this Hutchison application. 
Patent Office Rule 207 provides: 

“207. The weekly issue closes on Thursday, and 
the patents of that issue bear date as of the fourth 
Tuesday thereafter. If the final fee in any applica¬ 
tion is not paid on or before Thursday, the patent will 
not go to issue until the following week.” 
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In the case of the Hutchison application the formal no¬ 
tice of allowance was Saturday, December 12th, 1914. The 
following issue closed on Thursday, December 17th. and 
under the Rules the final fee paid December 10th, 1914, 
was regularly applicable as placing the patent in the issue 
of the fourth Tuesday after Thursday, December 17th, to 
wit, Tuesday, January 12th, 1915. But as heretofore ap¬ 
pears, plaintiff discovered, by the merest chance, the pro¬ 
posed premature issuance on January 5th, 1915, of the 
Hutchison patent. And it was because thereof, and of the 
refusals of the defendant to suspend issuance of the Hutchi¬ 
son patent pending an action at law for a writ of mandamus, 
that plaintiff was forced to resort to a suit in equity and a 
preliminary injunction restraining issuance of the Hutchi¬ 
son patent (see par. 11 of Bill, R. p. 4-5), and also asking a 
mandatory injunction to compel the entry of a formal award 
of priority upon the basis of the defendant’s decision of 
January 8th, 1914. 

Although plaintiff did not, until Saturday, January 2nd, 
1915, as before stated, become aware of the threatened is¬ 
suance of a patent to Hutchison on Tuesday, January 5th, 
and of the necessity of resorting to a proceeding in equity 
—plaintiff’s counsel already had in preparation papers for 
an action at law for a writ of mandamus—plaintiff prepared 
and filed on Monday, January 4th, 1915, his Bill of Com¬ 
plaint herein, and on the same day obtained the issuance 
and service upon defendant of a “Rule to Show Cause” 
(R., pp. 26-27) returnable the afternoon of the same day. 
After extended oral argument His Honor, Judge McCoy, 
granted a “temporary restraining order” (R., p. 27) which 
was served upon the defendant the morning of Tuesday, 
January 5th, 1915, and restrained said defendant 

“pendente life, or until further order of this court, 

from issuing, or causing to be issued a patent on the 
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Hutchison application Serial No. 524,762, filed Oc¬ 
tober 26th, 1909, and involved in an interference en¬ 
titled ‘Aufiero v. Hutchison Interference No. 34,824/ ” 

In accordance with the aforesaid restraining order or 
preliminary injunction defendant withheld from issuance 
the papers prepared for patent on the parent Hutchison ap¬ 
plication Serial No. 524,762. 

But the Patent Office and the defendant, in disregard 
of said injunction and restraining order, did issue to said 
Hutchison, on said January 5th, 1915, U. S. patent No. 
1.124,137, upon an application filed Jan. 6th, 1911, as a 
division of said parent Hutchison application 524,762. A 
divisional application must be to subject-matter “carved 
out” of the original or parent application; it necessarily fol¬ 
lows that a patent on a divisional application is a patent on 
a part of the original application. 

The issuance of said patent 1,124,137 in disregard of the 
temporary restraining order was brought to the attention 
of his Honor, Judge McCoy, by a “Motion to Amend 
Injunction Pendente Lite” (R., p. 27), filed January 7th, 
1915, and argued January 9th, 1915. Although the record 
before this court does not show what disposition was made 
of said motion, it was overruled at the conclusion of the ar¬ 
gument, the court remarking that the injunction in the 
original form was sufficiently comprehensive in language 
and that if plaintiff thought that said injunction had been 
violated the proper way to raise that question would be by a 
motion in contempt. 

Note: We direct special attention to this remark¬ 
able Hutchison Patent 1,124,137. Its single figure 
shows the identical construction of Fig. 2 of the 
Hutchison parent application (see drawings following 
p. 32 of the Record) with the exception that the motor 
is set to the extreme forward limit of its range of ad- 








justment and the screw 24 turned to a slightly different 
position of adjustment. In short, this patent is on the 
identical structure to which the issue of the interfer¬ 
ence 34,824 applies, with parts of that structure set to 
different positions of adjustment than said parts are 
shown in the illustration of identically the same struc¬ 
ture in the drawing. Fig. 2, of the parent application. 
And yet the Patent Office and the defendant deliber¬ 
ately issued said patent on January 5th, 1915, in the 
face of the temporary restraining order before referred 
to. 

There has thus been issued upon the three drawings 
of the parent application, each showing a specifically 
different structure, three divisional patents respectively, 
to wit. Nos. 1,120,057 and 1,120,619, both of December 
8th, 1914, and 1,124,137 of January 5th, 1915. And 
with the issuance of still another patent to Hutchison 
on the parent application in interference (524,762), 
four patents will have issued to said Hutchison upon 
three specifically different structures illustrated in the 
parent application in three figures . 

As shown by the Patent Office record (see Lewis Affida¬ 
vit, R., p. 28), the file of the divisional application of said 
Hutchison patent was signed by the Examiner Thursday, 
December 10th, 1914, and the amount of the final Govern¬ 
ment fee paid into the Patent Office on that day, but the 
application was not formally allowed until Saturday, Decem¬ 
ber 12th, 1914. The weekly issue following this date of al¬ 
lowance closed on Thursday, December 17th, and the 
fourth Tuesday thereafter (Patent Office, Rule 207) was 
Tuesday, January 12, 1915. Yet the patent was issued 
Tuesday, January 5th, 1915, the third Tuesday after the 
first Thursday following the date of allowance. In short, 
the premature payment of the final Government fee was 
given the effect of either advancing the actual date of al¬ 
lowance, or, stated otherwise, of shortening the period pro- 
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vided in Rule 207 from the fourth Tuesday to the third 
Tuesday. 

As before shown, on August 12th, 1914, defendant 
granted a request by plaintiff that the latter be advised “of 
the conclusion of the Primary Examiner upon the question 
of patentability to Hutchison to enable the plaintiff to take 
further steps in regard to his appeal to the Court of Ap¬ 
peals, D. C., before issuance of a patent to Hutchison.” Al¬ 
though the Hutchison patent 1,124,137 as its single illus¬ 
tration shows the identical structure to which the claim of 
the issue of the interference is specific, the Patent Office 
allowed said patent on December 12th, 1914, but gave the 
plaintiff no information whatsoever of the existence or 
status of said application, plaintiff’s first knowledge there¬ 
of following the issuance of the patent on January 5th, 1915. 


THE ATTITUDE OF THE PATENT OFFICE. 

The Patent Office is a public bureau, and the Commis¬ 
sioner of Patents a public official, their duties being to ad¬ 
minister the patent laws impartially to all inventors and 
applicants and contestants in interferences. In the pres¬ 
ent case, however, we feel that the determination of the de¬ 
fendant to enforce certain new and intended economic 
theories of practice and policy has led him into the error of 
unconsciously discriminating against this plaintiff (Aufiero) 
and in favor of the party Hutchison. 

We cannot believe that defendant himself feels that his 
contentions herein are free of doubt, particularly in view of 
the decisions of this court and the Patent Office in Scott v. 
Moore, supra, and other cases. Such being the situation it 
was defendant’s duty, we submit, not to undertake to ob¬ 
struct the appeal which plaintiff seeks to take to this court, 
but on the contrary to do all that is required to facilitate 
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such appeal. That was the attitude of the former admin¬ 
istration of the Patent Office. To a limited extent, it has 
also been the attitude of the present Commissioner (de¬ 
fendant) as manifestly by his entry, upon request, of the 
final refusal of claims to Mann in Mann v. Broom, supra. 
In that case, in which defendant’s action in entering the 
final order of rejection was certainly not free from doubt 
in view of this court’s decision in in re Fullagar, the de¬ 
fendant willingly entered what purported to be an appeal- 
able order but which this court held to be otherwise. 

Why, then, in the present case should the defendant re¬ 
fuse the entry of a properly appealable inter partes final 
judgment of priority? We can only suppose that so to do 
would conflict with his announced policy of curtailing in¬ 
terferences, which policy, however, appears not to extend 
to ex parte appeals. 

We also again remark upon the unusual conduct of the 
Patent Office in granting to Hutchison the three divisional 
application patents, Nos. 1,120,057, 1,120,619, and 1,124,- 
137, the latter in conflict with the Lower Court’s preliminary 
injunction, and upon the identical adjustable structure to 
which the claim of the issue is specific. The contrast of 
this exceedingly liberal attitude toward Hutchison with the 
refusal to Aufiero of the issue claim, which has as a dis¬ 
tinctive feature the adjustability of the structure, upon the 
prior Aufiero patents which provide no such adjustability, 
is certainly not indicative of an impartial attitude on the 
part of the Patent Office. 

We also again remark upon the conduct of the Patent 
Office in issuing and preparing to issue patents to Hutchi¬ 
son on the subject-matter of the issue in a shorter time than 
that required by the Patent Office rules; and this at a time 
when plaintiff was insisting upon and undertaking to en¬ 
force his right of appeal to this court. There are other 
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analogous circumstances developed in the statement of ‘The 
Facts of The Case,” such as the defendant’s refusal, con¬ 
trary to precedent, to preserve the status quo of the inter¬ 
ference and the applications therein involved, pending the 
apparent bona fide intent and effort to apply to the courts for 
relief appropriate to the situation. On this point, see, for 
example, defendant’s denial of Dec. 11, 1914 (Bill, R., top 
p. 4) of “Request Three” (R., p. 26) of plaintiff’s Re¬ 
quests, filed Dec. 10, 1914. It has been the universal prac¬ 
tice of prior administrations of the Patent Office, in case 
of suits for writs of mandamus, for example, to preserve 
the status quo of an interference, or of an application, pend¬ 
ing the outcome of such litigation. In short, the record of 
this case is full of inconsistencies in the actions of the Pat¬ 
ent Office invariably unfavorable to the interests of this 
Plaintiff. 


THE LOWER COURT’S DECISION—ERRORS 

ASSIGNED. 

Plaintiff relies upon all of the errors assigned (R. pp. 62- 
63), to wit: 

“The Court erred:— 

(1) In dismissing the bill. 

(2) In not granting the prayers of the bill for a 
mandatory injunction requiring Defendant to enter a 
final award of priority in the interference proceeding, 
and an award of costs. 

(3) In not continuing and making permanent the 
preliminary injunction granted herein. 

(4) In not holding that the Defendant’s decision of 
Jan. 8, 1914, directing dissolution of the interference 
(Aufiero v. Hutchison, No. 34,824), was in effect a 
decision on priority favorable to Hutchison. 

( 5 ) In holding that under the decisions of the Court 
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of Appeals, D. C., referred to, the Defendant’s de¬ 
cision of Jan. 8, 1014, was not in effect a decision on 
priority favorable to Hutchison. 

(6) In holding (bottom page 5 of decision) with 
reference to Cospcr v. Gold, 3G App. D. C., 302; Cos - 
per v. Gold, 34 App. D. C., 104; Podlcsak v. Mclnner- 
ney, 2G App. D. C., 300; and in re Fidlagar, 32 App. 
D . C., 222, that— 

The effect of the decisions above quoted is 
that * * * where * * * the interfer¬ 

ence has been dissolved on the ground that as to 
one of the parties there exists a statutory bar, the 
decision is not * * * in effect a decision on 

priority and therefore that the Court of Appeals 
has no power to entertain an appeal from such a 
decision.” 

(<) In holding (top of p. 9 of decision) in connection 
with the case of U. S. ex rel Scott v. Moore, 39 App. D. 
C., 3G, that in the interference (Beckman v. Scott) 
from which the Court case developed the Commissioner 
did not give as his reason for, and base his order of 
dissolution upon, the existence of a statutory bar by 
the Beckman patent issued more than two years prior 

to the filing of the Scott application involved in the 
interference. 

(8) In holding (top page 9 of decision) that in 
the Beckman v. Scott interference, in ordering dissolu¬ 
tion of the interference,— 

“The point decided was that the application was 
not divisional,” 

whereas the point decided which was necessary to the 
order of dissolution was that Scott was barred by the 
Beckman patent. 

(9) In holding (top page 9 of decision) that ‘the 
Court of Appeals as clearly indicated by the above quo¬ 
tation (pp. G and 7 of decision) ‘from its opinion in the 
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mandamus appeal’ ( U . S. ex rel Scott v. Moore, 39 
Appeals, D. C., 36) ‘construed the action of the office 
as a dissolution of the interference on the ground of 
the right to make the claims.’ 

(10) In holding (page 9 of decision) that in the 
present case a mandatory injunction cannot be decreed 
in the present case to compel entry of a formal appeal- 
able award of priority— 

“in view of the numerous decisions by the Court 
of Appeals not to consider questions of patenta¬ 
bility until they are finally adjudicated in the Pat¬ 
ent Office and that interference proceedings in¬ 
volve only the question of priority and not that 
of patentability.” 

(11) In holding (page 9 of decision) that if the 
Court of Appeals, D. C., ‘ever meant to determine’ that 
an order of dissolution such as that entered by the 
Commissioner on January 8, 1914, in the Aufiero v. 
Hutchison Interference No. 34,824, was in effect a 
decision on priority and appealable when put in proper 
and final form— 

“it (the Court of Appeals, D. C.) would have said 
in the Fullagar case what is said in Cosper v. 
Gold when that case was first before it; namely, 
that the appellant must ‘go back to the Patent Of¬ 
fice there to await a final decision of the Commis¬ 
sioner of the question of priority.’ ” 

(12) In not holding, regardless of whether the 
reasons therefor went to the question of right to make 
the claim founded on disclosure, or to the question of 
statutory bar, that the Commissioner’s order of disso¬ 
lution of January 8th, 1914, was in effect a decision 
on priority favorable to Hutchison, and that it was 
Plaintiff’s right to have, and the Defendant’s plain 
ministerial duty to put, that decision in appealable form 
to enable Plaintiff to exercise his right of appeal to the 
Court of Appeals, D. C., in the interference. 
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statement that “no award of priority was made in favor of 
Emmett”; and to this court’s comment upon this Fullaghar 
case in Cosper v. Gold, 36 App. D. C., 302, wherein it again 
remarked that there was no award of priority to Emmett 
as against Fullagar. But there was no occasion or oppor¬ 
tunity for this court to decide or express its views upon what 
might have been the effect of the order of dissolution in the 
Fullagar case upon the question of an inter partes appeal 
on priority, because that case was before this court only as 
an ex parte appeal on patentability. There was no at¬ 
tempt, either in the Patent Office or the Court, to treat the 
order of dissolution as a decision on priority. The practice 
of Cosper v. Gold and Scott v. Moore had not been devel¬ 
oped and was not known at that time. And even had it 
been known the ex parte Fullagar appeal accorded no op¬ 
portunity for its application. Nevertheless, the Lower 
Court goes to the extreme of saying (R. p. 61) that if this 
Court had “ever meant to determine” that practice applica¬ 
ble to a case of bar against a contestant in an interference 

“it would have said in the Fullagar case what it said 
in Cosper v. Gold when that case was first before it; 
namely, that the applicant 'must go back to the Patent 
Office there to await a final decision of the Commis¬ 
sioner of the question of priority/ ” 

But it is most significant, and a complete answer to this 
proposition of the Lower Court, that when the opportunity 
did arise this Court did say substantially that, and in a 
case of statutory bar. We refer to the case of Scott v. 
Moore, discussed later, in which this Court refused a man¬ 
damus, telling Scott that he should have asked of the Com¬ 
missioner a “formal award of priority” from which an ap¬ 
peal could have been taken. 

According to the Lower Court’s theory of the Fullagar case, 
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under no circumstances can an order of dissolution be con¬ 
sidered as in effect a decision on priority when based on a 
statutory bar , such as insufficiency of the showing of in¬ 
advertence, accident or mistake in support of a reissue. But 
that is unsound. In the case of Skinner v. Carpenter, 36 
App. D. C. f 178, 1911 C. D., 345, a motion to dissolve on the 
ground of intervening rights against the Carpenter reissue 
application was denied by the Examiner of Interferences. 
At final hearing all tribunals awarded priority to Carpenter 
on the evidence. This Court, however, reverted to the bar 
of intervening rights and upon that ground alone reversed 
the award of priority to Carpenter. 

In the case of Norling v. Hayes, 37 App. D. C., 169, 1911 
C. D. t 347, the Examiner of Interferences, in awarding 
priority to Hayes on the evidence, called attention to the fact 
that the evidence apparently shows a clear case of inter¬ 
vening rights on the part of Norling.” 

Both the Examiners-in-Chief and the Commissioner af¬ 
firmed the award of priority to Hayes and declined to con¬ 
sider the statutory bar of intervening rights” on the ground 
that it has nothing to do with the question of priority.” 

This Court decided the same way, refusing to consider the 
statutory bar. 

But can it be supposed that had the Commissioner made 
the statutory bar the ground of a decision in the interfer¬ 
ence favorable to Norling (as he has in this case in favor of 
Hutchison) this Court would refuse to regard that as in 
effect a decision on priority, and would refuse to entertain 
an appeal from a final award of priority based thereon ? 



Cosper v. Gold , 34 App. D. C., 194; 1910 C. D., 282 
{supra). 
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This is also one of the cases which the lower court er¬ 
roneously says (R., p. 58) is to “the effect” that “where 
* * * the interference has been dissolved on the ground 

that as to one of the parties there exists a statutory bar the 
decision is not final nor in effect a decision on priority, and 
therefore that the Court of Appeals has no power to enter¬ 
tain an appeal from such a decision.” Plaintiff maintains it 
is to no such effect. 

Upon a motion to dissolve the tribunals of the Patent Of¬ 
fice unanimously held that the Cosper application failed to 
disclose the subject-matter of the issue. From the order of 
dissolution (not a final award of priority) Cosper appealed 
inter partes to this Court. The appeal was dismissed, this 
Court saying: 

“The record shows that there has been no final adju¬ 
dication of priority in favor of the opposing parties, and 
we are therefore constrained to dismiss the appeal. The 
appellant must go back to the Patent Office, there to 
await a final decision of the Commissioner of the ques¬ 
tion of priority.” 

Upon return of the case to the Patent Office, the Commis¬ 
sioner, on a petition by Cosper, made a decision wherein he 
said in part: 

“In view of the holding of the court in the present 
case, however, it is believed that the final action of the 
Commissioner in such case should be in the form of an 
award of priority, rather than a dissolution of the in¬ 
terference. * * * In view of the above decisions, it 
is thought that the court will entertain an appeal from a 
final order entered in this case, to the effect that Cop¬ 
per is not the prior inventor of the subject-matter of the 
issue. For the reasons stated above, my decision of 
June 1,1909, will be modified as to the order dissolving 
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the interference, and in place thereof a final order will 
be entered holding that, in view of the conclusions 
reached in said decision, Cosper is not the prior in¬ 
ventor of the subject-matter of the issue of said inter¬ 
ference.” (Quoting from this Court’s report of the 
decision printed in Cosper v. Gold, 36 App. D. C., 302; 
1911 C. D., p. 387.) 


Cosper v. Gold, 36 App. D. C., 302; 1911 C. D., p. 

387 (supra). 

This was an appeal from the Commissioner’s last quoted 
final judgment on priority. Again there were motions to 
dismiss, but these were overruled on the ground that the 
Commissioner’s last decision “is substantially that Egbert 
H. Gold and Edward E. Gold, in their respective cases, are 
prior inventors to Cosper.” The right of the Commissioner 
to enter an order of dissolution, having the effect of decision 
on priority, and upon the basis thereof to enter a final ap¬ 
pealable award of priority, was challenged, but this Court 
said: 


“It is true that this was the sole ground of the de¬ 
cision of the tribunals below, but it does not follow that 
it was the only question finally determinable in the case. 
The declaration of the interference raised the issue of 
priority of invention, and the question of the right of 
Cosper to make the claims was ancillary thereto. When 
decided adversely to Cosper the opponent was entitled 
to the award of priority as a matter of course.” 

The Court further said : 

“When the decision is against the right of the party 
to make the claims and the award of priority to the op¬ 
ponent is on that ground alone, the whole case is brought 
up on appeal to the Commissioner. If the decision is 
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held erroneous, and the right to priority is not deter¬ 
minable on the record made by the preliminary state¬ 
ment of the other party, the case goes back for the tak¬ 
ing of the necessary testimony on the issue of fact. If 
the question of priority is determinable on the record, 
or the necessary testimony shall have been taken, the 
whole case is likewise before the Commissioner and 
thereafter before the court on appeal and neither is lim¬ 
ited in its power of review by reason of the fact that the 
decisions of the tribunals below may have all been 
founded exclusively on the question of the right to make 
the claims.” 

Having disposed of these preliminary matters, this Court 
proceeded to consider the disclosure of the Cosper applica¬ 
tion, and finding that it did support the issue, reversed the 
decision of the Patent Office adverse to Cosper. 


In the present case, to avoid possible piece-meal appeals, 
plaintiff petitioned defendant (see R., top p. 8) to follow the 
usual procedure to present a record of testimony upon which 
this court might, upon appeal, dispose of the case once for 
all. But that request was denied in defendant’s decision of 
July 22 , 1914 (R., p. 13). 


U. S. ex rcl. Scott v. Moore, 39 App. D. C., 36; 1912 
C. D., 513 (supra). 

Beckman v. Scott, Interference in Patent Office. (No 
decisions in this interference appear in printed re - 
ports .) 

Plaintiff maintains that these cases are directly applicable 
and absolutely conclusive on the points that defendant’s de- 
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cision of Jan. 8, 1914, was in its effect and result a decision 
on priority, and that it is the defendant’s plain ministerial 
duty, not open to discretion, to put that action in appealable 
form by the entry of a final, formal adjudication on priority. 

Defendant, on the other hand, maintains that the reason 
for the order of dissolution against Scott, was not the two- 
years publication bar against Scott, held to exist in the Bech- 
man patent, but was the finding that the invention of the is¬ 
sue was not disclosed in the earlier of the two Scott applica¬ 
tions. And this erroneous contention was accepted by the 
Lower Court and urged as the distinction over the case at 
bar. Thus the lower court says (R., p. 61) : 

“It cannot be contended successfully, then, that the 
Commissioner 'held the patent to Bechman, issued more 
than two years prior to the filing of Scott’s alleged di¬ 
visional application, to be a two years’ publication bar 
against Scott on the interference issue’ as urged by the 
plaintiff. The point decided was that the application 
was not divisional. However that may be, the Court 
of Appeals as clearly indicated by the above quotation 
from its opinion in the mandamus appeal, construed the 
action of the office as a dissolution of the interference 
on the ground of the right to make the claims.” 

Plaintiff takes issue with each and every one of the propo¬ 
sitions advanced in this quotation (see errors 7, 8 and 9, R., 
pp. 62-63), and we will have no difficulty in satisfying this 
Court that the thing which made possible the order of dis¬ 
solution in the Scott v. Bechman interference was the fact 
that the Bechman patent, issued more than two years prior 
to Scott’s second application, was held to be a bar to the 
grant of a patent to Scott on his said second application 
upon which the interference was declared. As will clearly 
appear, had Scott succeeded in his contention that his earlier 
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application, filed within two years of the date of issuance of 
the Bechman patent, contained a disclosure of the issue, his 
second application would have stood as a continuation there¬ 
of and the bar by the Bechman patent avoided, because the 
later Scott application would have benefited by the filing 
date of the earlier application. In this Scott failed. But 
such failure was not alone the thing which made possible the 
dissolution. This will be obvious from the fact that had 
there been a Bechman application instead of a patent in the 
interference, no dissolution would have been possible upon 
the holding that Scott’s first application did not disclose the 
issue. It was the bar by the Bechman patent which made the 
dissolution possible, as we will show by a review of the pro¬ 
ceedings. 

In the interference (Scott v. Bechman), on motion to dis¬ 
solve, the tribunals of the Patent Office, including the Com¬ 
missioner (Decision of July 13, 1911), held the patent to 
Bechman to be a two years’ publication bar against Scott 
on the issue of the interference. Scott had argued that his ' 
first application disclosed the issue, but the Patent Office 
did not agree and held that his later alleged divisional appli¬ 
cation of the interference was not in fact a divisional or 
continuing application as to the subject-matter of the issue. 
The Commissioner in his said decision of July 13, 1911 
(see Appendix B, pp. 59-02, hereof), concluded “allowance 
of the claims in the second (Scott) application being barred 
by the Bechman patent , as above noted , the interference 
was properly dissolved ” There can thus be no doubt that 
the bar was the cause of the dissolution, and that the hold¬ 
ing that the earlier Scott application did not disclose the 
issue merely cleared the way for the application of that 
bar. In short, the situation was the same as if there had been 
no earlier Scott application, the ruling with reference thereto 
being that it had no relationship to the controversy. 
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Scott thereupon moved the Examiner of Interferences to 
set times for taking testimony, contending (as has Aufiero 
in the case at bar) that the statutory bar was not a question 
in the interference and did not dispose of the question of 
priority. That motion was denied by the Examiner of 
Interferences and again by the Assistant Commissioner 
(Tennant) in the latter’s decision of Sept. 26, 1911 (see 
Appendix C, pp. 62-64 hereof). But said decision expressly 
recognized Scott’s right, under the law and practice, to have 
the order of dissolution extended or modified to a final 
judgment on priority upon a request from Scott that such 
be done to enable him to appeal to this court in the inter¬ 
ference. The decision of Sept. 26, 1911, says—speaking 
first of the former action, dissolving the interference be¬ 
cause of the bar by the Bechman patent:— 

• "The rule was in effect a decision upon the question 
of priority adverse to Scott and Scott, and had they 
decided to appeal from this holding to the Court of 
Appeals, D. C., it would have been proper for them to 
request that final judgment of priority be entered as 
was done in the case of Cosper v. Gold, 168 O. G., 787. 
No such motion was presented.” 

Thereupon Scott, electing not to accept the Commis¬ 
sioner’s offer of a final appealable award of priority, filed a 
petition for mandamus, undertaking to compel the Com¬ 
missioner to set the interference down for hearing. This 
developed the Scott v. Moore case. In the answer of the 
defendants (Commissioner and Assistant Commissioners 
of Patents) in that case one of the defenses was that Scott 
had the right to demand the entry of a final appealable 
judgment and therefore a right of appeal. And in their 
brief before this Court they contended (pp. 23-24) : 

“Appellants have suggested in their brief that there 
is no means other than mandamus for securing the de- 










sired hearing before the examiner of interferences. 
Assuming, without admitting, that this is true, the re¬ 
lief which they really seek is a determination of prior¬ 
ity, unless indeed they are merely seeking to harrass 
their opponent Bechman, who is a patentee. Under 
the present status of the interference they could very 
speedily have had this question determined by an appeal 
to this court under a modified judgment of the Com¬ 
missioner, as hereinabove suggested, and under the 
practice recognized by this court in the case of Cosper 
v. Gold and Gold (30 App. D. C., 302, 108 O. G., 787). 

In affirming the decision of the Supreme Court, D. C., 
denying the writ, this court says in part:— 

“Grant that petitioners had no appeal to this court 
from the order as entered, because there was no award 
of priority (Cosper v. Gold, 34 App. D. C., 194-198) ; 
yet, as stated in the Commissioner’s decision, on Sep¬ 
tember 20, 1911, had the petitioners requested that the 
former decision be extended to a formal award of 
priority, that order would have been entered, as had 
been done in Cosper v. Gold, supra, after the dismissal 
of the appeal from the former decision holding that 
the appellant, Cosper, had no right to make the claims 
of the interference. Had the petitioners pursued that 
course, an appeal could have been taken from the final 
award of priority, bringing up for review all the 
grounds upon which the azvard was founded . Cosper 
v . Gold, 36 App. D . C. f 302-307. 

“Having failed to take this action, and obtain a re¬ 
view of the exercise of the Commissioner’s judicial 
discretion in the manner provided therefor by law , the 
petitioners now seek a review of his decision by means 
of mandamus. Mandamus cannot be made to operate 
as an appeal or writ of error.” (Page 42.) 

The Court here clearly states that had Scott requested and 
obtained, as was his right under the law and practice, an 
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extension of the order of dissolution to an award of prior¬ 
ity, the Court would have entertained an appeal from such 
final adjudication. Because Scott had not requested a final 
adjudication in the form of an award of priority, and thus 
placed himself in a position to appeal, the Court concluded 
that it could not in effect give Scott an appeal (which he 
might have had by the proper procedure) by the issuance 
of a writ of mandamus. In short, had not this Court found 
and held the order of dissolution, hosed on the bar against 
Scott, to he in effect and result a judgment of priority in 
favor of Bechman, it could not have held that Scott was 
entitled to the entry of the final appealable award of priority, 
and to an appeal thereon “bringing up for review all the 
grounds upon which the award was founded.” It is clear 
from the Court’s decision that had Scott requested a final 
adjudication on priority, and had the Commissioner refused 
to perform his plain ministerial duty by granting such re¬ 
quest and making an appeal possible, then the writ of man¬ 
damus would have been available to place Scott in position 
to exercise his right of appeal. 

In the present case plaintiff (Aufiero) also (like Scott) 
held to be barred by a prior patent, has endeavored to fol¬ 
low the exact procedure by which this Court said Scott might 
have appealed “to obtain a review of the exercise of the 
Commissioner’s judicial discretion in the manner provided 
therefor by law.” But plaintiff has been obstructed in this 
effort by defendant’s arbitrary refusal to enter a final and 
appealable judgment. 

We therefore submit that contrary to the statements of the 
Lower Court, it can be and has been “contended success¬ 
fully * * * that the Commissioner held the patent to 

Bechman * * * to be a two years’ publication bar 

against Scott.” Furthermore, it is inconceivable that this 
Court could have so mistaken and misconceived the facts 











40 

in the Scott v. Moore case that, as stated by the Lower Court, 
said: 

“Court of Appeals as clearly indicated by the above 
quotation from its opinion in the mandamus appeal 
construed the action of the Office as a dissolution of the 
interference on the ground of the right to make the 
claims (R. p. 61.) 

Mann v. Brown, 43 App. D. C., — j 214 O. G., 1026 ( supra ). 

This decision was a few days’ later than the Lower 
Court’s decision in the present case. It is important in an 
aspect other than those already mentioned. 

There was no question of disclosure by Mann in his 
application in interference, or in an earlier application (as 
in Scott v. Moore), leading up to the order of dissolution 
upon the ground that Mann was barred by prior patents. 
And hence there is no opportunity for defendant’s mislead¬ 
ing contention with respect to the Scqitt v. Moore case ac¬ 
cepted by the Lower Court, that although 

“the question of bar was incidentally raised, the real 
question involved was the right of Scott to make the 
claims in his earlier application.” (Defendant’s Brief 
below.) 

Remarking that “No award of priority was made,” that 
the Commissioner’s decision “did not necessarily amount 
to an award of priority,” “does not necessarily adjudicate 
the question of priority”—obviously meaning that it was 
not an appealable final judgment of priority—this Court 

said: 
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“The appellant, instead of moving the Commis¬ 
sioner to make an azmrd of priority asked that his 
Claim be denied” (Emphasis ours.) 

Can it be supposed that this Court would have made this 
remark while of the opinion that Mann was not entitled to 
ask and receive the entry of an appealable award of priority 

upon the basis of the order of dissolution predicated upon 
the alleged bar? 


The facts in the case at bar are quite different and much 
more favorable to the entry of a final judgment of priority 
than those in Mann v. Brown. That interference was de¬ 
clared between a patent to Broam and an application of 
Mann. And with Mann barred no further patent could 
issue as the result of the interference. But the Aufiero- 
Hutchison interference was declared upon two applications, 
and even if Aufiero were barred there was still the possi¬ 
bility that Hutchison might establish priority in point of 
time and be entitled to a patent. This leads to other con¬ 
siderations. 

It is not contended by Plaintiff that the Commissioner is 
not authorized, in a proper case, to dissolve an interference 
without in form or in effect determining priority. Such 
action would be perfectly proper where it was concluded, 
after declaration of an interference, that the issue was not 
patentable to either party —for example, because of newly 
discovered anticipating patents. There are also cases— 
where one party is a patentee , the other party an applicant, 
and the issue held not patentable to the applicant,—in which 
it has been held proper to dissolve the interference; the rea¬ 
soning being that an interference must have in prospect the 
possibility of issuing a patent to one of the parties, and 
where one is already a patentee and the other an applicant, 
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and the issue not to patentable subject-matter, or for other 
reason known to be unpatentable to the applicant, there is 
no possibility of issuing a patent to anybody and the pro¬ 
ceeding becomes moot. But this Court has even in such a 
situation, in one instance, suggested that it would have been 
more equitable practice to proceed with the interference. 

We refer in re Orcutt, 32 Appeals D. C. f 345, which was 
an c.v parte appeal from rejection of claims. Orcutt had 
been in interference with a McDonald & McDonald patent 
granted June 6, 1905, on an application filed June 30th, 
1904. After the Examiner of Interferences had awarded 
priority to M. & M. the Examiners-in-Chief, on appeal, 
without passing upon the question of priority, recommended 
rejection of the issue as not patentable over McDonald & 
McDonald’s prior patent issued Feby. 17, 1903, more than a 
year prior to the filing of the M. & M. application in inter¬ 
ference. The case went back to the Primary Examiner who 
entered a formal rejection in Orcutt’s application and this 
was appealed all the way up to the Court. As stated by the 
Court, the granting of the claims in the second M. & M. 
patent in view of the first M. & M. patent was an “inad¬ 
vertence.” In short , the claims were not really patentable 
to either party. The Court of Appeals (page 347) said: 

“In view of the inadvertence of the Patent Office in 
granting a patent to McDonald & McDonald for the 
claims of the issue, which patent is now beyond the 
control of the Office, it would probably have been more 
equitable practice to have assumed patentability in the 
interference proceeding for the purpose of determining 
the question of priority between the two parties there¬ 
to. However, it was within the scope of the Commis¬ 
sioner’s authority to dissolve the interference, if con¬ 
vinced that the issue was not patentable. Should we 
declare the rejected claims patentable, the result would 
be that an interference would again be declared and the 
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question of priority determined. It will thus be seen 
that the decision of the Commissioner dissolving the 
interference did not preclude Orcutt, if there was merit 
in his claims, from ultimately contesting the question 
of priority with the patentee McDonald & McDonald. 
We therefore pass to a consideration of the question 
involved in this appeal, which is the patentability of the 
rejected claims.” 

With the issue not patentable to either party and Mc¬ 
Donald & McDonald already a patentee , it was questionable 
whether there was a controversy, and “it was within the 
scope of the Commissioner’s authority to dissolve the in¬ 
terference,” but “it would have probably been more equita¬ 
ble practice to have assumed patentability in the interfer¬ 
ence.” 

It does not appear from the decision that Orcutt made 
any attempt to have proceedings continued in the interfer¬ 
ence on the question of priority. 

But in the case at bar neither party zvas a patentee; there 
was a prospect of issuing a patent (to Hutchison) even upon 
the assumption that Aufiero is barred; there was therefore 
an interference with an issue of priority and not merely a 
moot case. 

It is not necessary for Aufiero in this case to contest the 
Commissioner’s authority to enter an order of dissolution 
in this interference. It is sufficient that, under the facts of 
this case, the dissolution order of Jan. 8, 1914, is in effect 
a decision on priority upon which, the Commissioner upon 
request, should “as a matter of course” enter a formal, final 
and appealable award or judgment of priority. 


Errors 10, 12, 13 and 14 inclusive, of the assignment of 
errors (R. pp. 62-63) cover other serious mistakes in the 








44 


decision below. The Lower Court argues that because the 
reason of the decision concerns patentability, and because 
of the numerous decisions of this Court “not to consider 
questions of patentability until they are finally adjudicated 
in the Patent Office," and that “interference proceedings in¬ 
volve only the question of priority and not that of patenta¬ 
bility," therefore defendant’s decision of Jan. 8, 1914, 
is not one on priority entitling Plaintiff to an appeal to this 
Court. These contentions refute each other. If “interfer¬ 
ence proceedings involve only the question of priority” how 
can a decision therein concern only patentability and not the 
sole issue of priority ? And how can this be when it is not 
within the power and authority of the Commissioner to con¬ 
vert an interference into “an ordinary proceeding by one 
party upon an application for a patent” {in re Fullagar and 
Mann v. Brown , supra). Furthermore, the (“numerous de¬ 
cisions” of this Court referred to were in cases where the 
Patent Office had refused, and where this Court also re¬ 
fused, to inject into interference proceedings rulings upon 
questions of patentability. They were not cases, like the 
present, in which the Commissioner has injected the ques¬ 
tion or reason of patentability into his action in the inter¬ 
ference. The Lower Court has been misled into judging 
defendant’s action in the interference (a proceeding which 
involves only the question of priority) by the ground or 
reason given therefor, rather than by its “necessary result,” 
its “substance,” its “necessary legal effect and operation,” of 
concluding the sole issue of priority in favor of Hutchison. 

Recapitulation. 

The claim constituting the issue of the interference first 
appeared in Hutchison s application. Considering it allow¬ 
able not only to Hutchison but to Aufiero, the Examiner 





suggested it to Aufiero. Aufiero thereupon made the claim. 
A condition being presented in which the same claim ap¬ 
peared and was considered allowable (subject to a decision 
on priority) in two applications, the Patent Office declared 
an interference in compliance with the requirements of R. S. 
Sec. 4904 and the Patent Office Rules. 

As very tersely stated by the Lower Court at the hearing, 
the object of an interference is to determine which of two 
(or more) independent inventors of the same thing is en¬ 
titled to a patent, and thereby avoid, if possible, the issuance 
of two patents on that same thing. 

With an interference in progress the surest way of accom¬ 
plishing this object is to decide, not only in effect but upon 
testimony as to dates, etc., which of two applicants is the 
prior inventor. And obviously it would be contrary to the 
statutory object, intendment, and meaning to so conduct 
the interference that two patents might issue on the same 
thing—as would be the case, for example, if an interference 
were suspended or dissolved upon grounds or reasons un¬ 
favorable to a party A only, a patent issued to the other 
party B, the interference revived or a second interference 
declared (possibly after ex parte proceedings by A), prior¬ 
ity awarded A, and a second patent on the same thing issued 
to A. Such a course of procedure would also be repugnant 
to the principle of law favoring expeditious decision of any 
question at issue and avoidance of multiplicity of contro¬ 
versies and litigation. Furthermore, the interference statute 
by its express terms only authorizes the Commissioners to 
issue a patent to the party who is adjudged the prior in¬ 
ventor.” 

Therefore, when the Commissioner assumed, so far as 
the Patent Office is concerned, to conclude the interference 
(Aufiero v. Hutchison, Intf. 34,824) by his decision of 
Jan. 8th, 1914, which was unfavorable to Aufiero and (in 
that sense at least) favorable to Hutchison, he in effect 
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awarded priority to Hutchison. And that such was the 
effect of his action is further confirmed by the formal allow¬ 
ance of the claim to Hutchison, and the announced inten¬ 
tion and preparation made by the Commissioner and the Pat¬ 
ent Office, to deliver to Hutchison a patent containing said 
claim. The fact that as the result of, or sequel to, the Com¬ 
missioner’s decision of Jan. 8th, 1915, every preparation was 
made to issue a patent to Hutchison also adds the presump¬ 
tion that said decision adjudged Hutchison to be the prior 
inventor. 

In the proceedings in the Patent Office following the de¬ 
cision of Jan. 8th, 1915, Aufiero urged the Commissioner 
to so conduct the interference (by setting times for taking 
testimony, etc.), as to also decide priority upon testimony 
concerning the actual dates of the inventions of the respec¬ 
tive parties, so that a record might be made up for the Court 
of Appeals upon which all questions in the case could be 
decided once for all. Aufiero also undertook to show the 
Commissioner that the grounds or reasons given in the de¬ 
cision were not determinative of priority in point of time. 
Aufiero also undertook to convince the Commissioner of his 
error in the reasons given for holding that the prior Aufiero 
patents preclude the grant of a valid patent to Aufiero on 
the claim in issue. But notwithstanding these several ef¬ 
forts, the Commissioner declined to alter his decision or do 
anything further in the interference, treating the latter as 
dissolved and terminated, and preparing to issue a patent 
to Hutchison. 

In that situation what was Aufiero’s remedy ? Admittedly 
Aufiero was an original inventor of the subject-matter of 
the invention independent of Hutchison. There was an issue 
of priority between them. An interference had been in 
progress and a decision rendered therein adverse to Aufiero 
and as the result of which decision a patent was to issue to 



Hutchison. The effect of that decision was to adjudge 
Hutchison the prior inventor, although the reasons given did 
not show priority in Hutchison in point of time. On the 
contrary the sworn allegations of the records (the prelimi¬ 
nary statements) showed Aufiero to be prima facie prior 
in point of time. Until Hutchison establishes by testimony 
priority in point of time, he is not entitled to a patent, not 
only as against the public, but also as against Aufiero whose 
interests are more than those of other members of the public 
—because Aufiero is an inventor of the subject-matter and 
prospectively at least entitled to a patent affording exclusive 
rights as against other members of the public. If Aufiero 
proves himself in point of time to be the prior inventor, 
Hutchison would not, under any conditions, be entitled to 
a patent. And if the conditions were such that Aufiero, 
although adjudged the prior inventor, could not then get a 
patent, then no valid patent would issue to anyone and the 
public would benefit by the situation. 

It is inconceivable that Patent Laws so carefully drawn 
and developed as those of this country, would leave Aufiero 
helpless (as the Patent Office assumed him to be) to make 
any further move in the interference. 

The interference statute (R. S. 4904) does not permit 
the Commissioner to issue a patent to a party adjudged 
the prior inventor pending appeals in the Patent Office. 
This statute, enacted before appeals were provided from 
the Patent Office to the Courts of the District of Colum¬ 
bia, has been construed and enforced as precluding issuance 
of a patent to the prevailing party pending an appeal to the 
Court of Appeals, D. C. The Court of Appeals Act, Sec. 9, 
gives a right of appeal to this Court to 

“any party aggrieved by a decision of the Commissioner 

of Patents in any interference.” 
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This Court has construed this to apply only to final awards 
or adjudications of priority in interferences and not to inter¬ 
locutory decisions or orders. Furthermore, the decision 
appealed from must not only be in its effect, but also in form, 
an award or adjudication of priority. And where the Com¬ 
missioner enters an order of dissolution (as in this case) 
which in its effect (as in this case) is an adjudication of 
priority, it is the Commissioner’s plain and ministerial duty 
“as a matter of course” (Cosper v. Gold, 36 App. D. C., 
top page 308) and upon request to put his action in appeal- 
able form by entering an award or judgment of priority. 

The judgment and decree of the Lower Court should be 
reversed, and that Court directed to issue a mandatory 
injunction and grant other relief in accordance with prayers 
4 and 5 (R. p. 6) of the Bill. 

Respectfully submitted, 

Mauro, Cameron, Lewis & Massie, 
Reeve Lewis, 

G. Thomas Duneop, 

Attorneys for Plaintiff-Appellant. 

Washington, D. C., 

Sept. 10, 1915. 
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APPENDIX A. 

f REPLY TO DEFENDANT’S BRIEF BELOW. 

It is understood that Defendant will on appeal rely upon 
practically the same written Brief as in the Lower Court. 
Hence we deem it to be not improper, but on the contrary 
it may be helpful to this Court to include herein replies to 
Defendant’s various contentions below. The Brief below 
is not in the appeal record, nevertheless our references here- 

Q _ 

inafter to the pages thereof will cause no inconvenience be¬ 
cause each such reference to pages is accompanied by a 
statement of the point of defendant's contention under 
answer. 

Pages 2 and 3 indulge in speculation intended to show 
that had the examiner discovered the alleged bar to Aufiero 
this interference might never have been declared and a 
patent issued to Hutchison. And because of this it was 
contended (at the argument) that the order of dissolution 
of Jan. 8th, 1014, is not in effect a decision on priority. 
This assumes the correctness (which Aufiero denies) of 
the holding as to the effect of the Aufiero patents. Upon 
the same character of speculation the Cosper v. Gold inter¬ 
ference might never have been declared. Nevertheless, the 
order of dissolution therein upon the ground that Cosper’s 
application did not disclose the subject-matter of the issue 
was held to be in effect a decision on priority. Likewise in 
the Scott v. Moore case ( Scott v. Beckman in the Patent 
Office) had the examiner been of the opinion that the Bech- 
man patent barred Scott, that interference would never have 
been declared. Nevertheless, the order of dissolution there¬ 
in, predicated upon the bar held to be established by the 
Bechman patent, was recognized by the Court and the Pat¬ 
ent Office as in effect a decision on priority. 

But the fact is that in the case at bar the examiner re- 
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garded the claim as allowable to Aufiero notwithstanding 
the two Aufiero patents. Their disclosures are alike in so 
far as they are pertinent to the claim in issue, and one of 
those patents was referred to in the specification of this 
Aufiero application in the interference as filed and before 
declaration of the interference. Hence the examiner ap¬ 
parently considered the issue allowable to Aufiero notwith¬ 
standing his prior patents now held to preclude a patent to 
Aufiero on the issue. Therefore the conditions prerequisite 
to declaration of an interference (see authorities pages 2 
and 3, Defendant’s brief) were present at the time of the 
declaration of the interference herein. 

Pages 3 and 4 of the Defendant’s Brief trace the change 
in practice by which the Court of Appeals, D. C., came to 
review the question of disclosure in applications (some¬ 
times referred to as “the right to make the claims’’) as an¬ 
cillary to priority of invention. The brief says, middle of 
page 4, 

“if the Court refused to review the holding of the 
Commissioner, that both parties were entitled to make 
the claims, there might result an improper refusal of a 
patent to the party last to file, who, in fact, was the 
only one that had made the invention.” 

We add that the granting of a patent to the party who 
was not the first inventor might also result from such re¬ 
fusal. The same improper and erroneous conclusion might 
result in the case at bar should the Court on appeal refuse 
to review the holding of the Commissioner that the dis¬ 
closures of the earlier Aufiero patents are such as to pre¬ 
clude another patent to Aufiero on the issue. In both sit¬ 
uations the question is the effect of earlier disclosures by 
one or both of the parties. On a question of right to make 
the claims, completeness of the earlier disclosure is essen- 








tial to that right. In the situation at bar, completeness of 
the earlier disclosure in the Aufiero patents is essential to 
the alleged destruction of Aufiero’s right to a patent on the 
issue. But even if the question were one of statutory bar 
that would not alter the effect of the Commissioner’s de¬ 
cision, in a situation such as here presented, upon the ques¬ 
tion of priority. 

Bottom of page 4 and top of page 5, Defendant’s Brief, 
says: 

“While the fact that one party did not disclose the 
invention in his application might justify an award 
of priority to his opponent, who under those circum¬ 
stances was the only and therefore the first inventor 
of the two, the fact that one party had waited until 
the statute of limitations barred his right to a patent 
affords no ground for an award of priority to his op¬ 
ponent.’’ 

Now the fact is that in this case there is no question of 
bar by “statute of limitation.’’ And although the Aufiero 
patents have been commonly mentioned as a bar to a patent 
to Aufiero on the issue, those patents are not urged as a 
bar in a statutory sense. The Commissioner’s contention 
is that the Aufiero patents are adequate in their disclosure 
to dedicate to the public the invention of the issue on which 
Aufiero made his application for patent subsequent to the 
issuance of said earlier patents. 

Now the defendant argues that although a party (A) 
whose application has been held not to disclose the issue is 
justly entitled to contest that holding in the interference 
and appeal to the Court, a party (B) who is held to have 
dedicated the invention to the public by earlier issued pat¬ 
ents is not entitled to contest that holding in the interfer¬ 
ence and appeal to the Court, but must submit to a disso- 
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lution of the interference and stand helpless to appeal to 
the Court and to prevent the issuance of a patent to his op¬ 
ponent. 

The position of B is much more meritorious and 
deserving than the position of A. A has been held never to 
have made the invention; that B made the invention is ad¬ 
mitted. If A did not make the invention he has no cause 
for complaint if a patent is issued to his opponent. If B 
has in fact dedicated the invention to the public, he may 
nevertheless show that he was prior to A, and A therefore 
not entitled to a patent which might be used to harass the 
use bv B and the public of the invention which B had dedi¬ 
cated. 

On page 5, Defendant's Brief, continues, 

“While, as stated above, the Court of Appeals has 
regarded the fact that one of the parties did not dis¬ 
close the invention in his application as filed as a basis 
for an award of priority to his opponent, it has never 
been held that if, after the declaration of the interfer¬ 
ence, a bar should be found to exist against the grant 
of a patent to one of the parties, priority should be 
awarded to his opponent.” 

While in the case of U. S. ex rel Scott v. Moore (supra) 
the court was not called upon to directly decide that ques¬ 
tion, there can be no doubt what a decision thereon would 
have been (see page 42, 39 App. D. C.). In the Cosper v. 
Gold cases it was held that upon an order of dissolution, 
based upon an adverse holding as to disclosure, priority 
should be awarded to make the action appealable to this 
Court. In the case at bar there has been an order of dis¬ 
solution based upon an adverse holding concerning the ef¬ 
fect of the disclosures of the earlier Aufiero patents. The 
analogy is very close and appears to eliminate even technical 
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distinction. Nothing substantial has been urged to show 
that the reasoning of the Cosper v. Gold and Scott v. Moore 
cases is not absolutely controlling. 

Pages 5 and 6, Defendant's Brief, cites Norling v. Hayes, 
37 App. 169, as a case raising the “very question” whether 
in an interference, where a bar is found to exist against 
the grant of a patent to one party “priority should be 
awarded to his opponent.” In the cited case, as in a num¬ 
ber of others in the Court of Appeals, attempt was made to 
induce that Court to decide whether or not the party prior 
in date was entitled to a patent. The Court refused, re¬ 
marking that a finding upon such question would not be de¬ 
terminative of priority. 

But in the case at bar we have an entirely different sit¬ 
uation. Here the Commissioner has not refused, but on 
the contrary, has made the alleged right of Aufiero to a 
patent the basis of a decision which in effect awards priority 
to Hutchison. 

Whether that decision and its reasoning are right or 
wrong are questions for argument on the appeal sought to 
be taken. 

“To determine what the decision is * * * the 

Court will look to its substance, its necessary legal ef¬ 
fect and operation, rather than its mere form.” ( Cos¬ 
per v. Gold, 36 App. D. C., p. 306.) 

And the grounds and reasons given in a decision may be 
(erroneously) wholly foreign to the necessary legal effect 
and operation of that decision. 

In the Norling v. Hayes case it cannot be supposed that 
had the Commissioner concluded the interference favorably 
to Norling upon “a finding that a patent ought not to be 
issued to Hayes,” that decision would have been legally con¬ 
clusive of the controversy to the extent of precluding an 







appeal by Hayes to the court; and that upon such an ap¬ 
peal the court would have refused to consider the justice of 
the decision in its effect upon Hayes merely because the 
ground or reason of the decision “in no way affects * * * 
the question of priority.” 

Page 7 Defendant’s Brief includes the following: 

“The Commissioner, having come to the conclusion 
that the invention was not patentable to Aufiero and 
that he had, as contended by counsel for Aufiero, au¬ 
thority to take such action, dissolved the interference 
and refused to grant Aufiero a patent.” 

This statement might readily mislead. Aufiero’s con¬ 
tention was that the Commissioner could dissolve the in¬ 
terference if he found the issue unpatentable to both parties. 
It was never contended by Aufiero that an alleged bar to 
one party only would justify a dissolution of the interfer¬ 
ence, or any other conclusion of the interference which did 
not decide priority. (See that portion of Aufiero’s Petition 
for Rehearing at the bottom of page 48, Court Record.) 

Defendant’s Brief, bottom of page 9, top of page 10, 
says: 

“It is submitted that when a case comes before the 
Commissioner, he has to determine whether or not it 
is in such form that an award of priority can be en¬ 
tered, and that if he does not make an award of prior¬ 
ity where a party to the interference contends that he 
should, that party’s remedy is by an appeal to the 
Court.” 

This suggests that Aufiero should have appealed to the 
Court from the Commissioner’s decision of January 8th, 
1914, irrespective of the fact that it did not in form auard 




priority. If this is the meaning of the suggestion, then it 
is in conflict with the later contention that Aufiero’s only 
remedy was by an ex parte appeal from the decision of Jan. 
8th, 1914. As we have already shown, the Cosper v. Gold 
cases clearly hold that to be appealable the decision must be 
in form a final adjudication or award of priority, and that 
an appeal such as suggested will be dismissed. 

Top page 10, Defendant's Brief, contends that the Com¬ 
missioner merely held 

that the plaintiff did not disclose in the application in 
interference any invention.” 

On the contrary, the Commissioner held that the struc¬ 
ture disclosed does involve invention; his reason for denying 
Aufiero’s right to a patent being the alleged effect of the 
prior patents. 

Defendant's Brief, page 10, in remarking upon Scott v. 
Moore, says that while in that case 

“the question of a bar was incidentally raised, the real 
question involved was the right of Scott to make the 
claims in his earlier application.” 

The situation in fact was just the reverse. If the earlier 
Scott application was not a disclosure of the invention, then 
the Bechman patent stood as a two years’ publication bar 
prior to the filing of the later Scott application alleged to 
be a continuation of the earlier Scott application. Now 
while there was a question of disclosure to be decided, and 
it was decided against Scott, that left as the ultimate reason 
upon which the order of dissolution was based, the bar of 
the Bechman patent. That order of dissolution was held 
by the Assistant Commissioner, in his decision of September 
26, 1911 (see Appendix C hereof) to be 





“in effect a decision upon the question of priority ad¬ 
verse to Scott and Scott, and had they decided to ap¬ 
ical from this holding to the Court of Appeals of the 
District of Columbia, it would have been proper for 
them to present a motion that formal judgment of 
priority be entered.’ , 

The Court of Appeals clearly shows in the Scott case that 
the right of appeal was not dependent upon finely drawn 
distinctions as to the grounds of the decision, saying: 

“Had the Petitioners pursued that course”—the one 
suggested by the Commissioner—“an appeal could have 
been taken from the final award of priority, bringing 
up for review all the grounds upon which the award 
was based.” (Page 42.) 

Furthermore, the case at bar, even upon the reasons given 
by the Commissioner, involves a question of disclosure or 
right to make the claim; to wit, the adequacy of the disclos¬ 
ure in the prior Aufiero patents to dedicate to the public the 
invention of the issue claim. 

On pages 10, 11 and 12 Defendant's Brief contends that 
Aufiero had an ex parte appeal from the Commissioner’s 
decision of January 8th, 1914. Whether or not that decision 
was appealable ex parte is immaterial to Aufiero’s right of 
appeal in the interference. And it is safe to predict that had 
Aufiero attempted to appeal ex parte, his right so to do 
would have been challenged by the Commissioner. In the 
case of In re Fullagar, 32 App. D. C., 222, the Court dis¬ 
missed an appeal taken ex parte from an order by the Com¬ 
missioner dissolving the interference on the ground that 
Fullagar had no right to the claims in issue because he had 
not made the necessary verified showing to support his 
reissue application containing those claims. The Court said 
in part:— 







“It came before the Commissioner in that interfer¬ 
ence, and the right to appeal is founded on the char¬ 
acter and effect of his decision therein” (referring to 
the Commissioner’s order of dissolution) “but we can¬ 
not recognize the right of the Commissioner, if he so 
intended, to convert an interference case into an ordi¬ 
nary proceeding by one party upon an application for 
a patent, which he concludes to reject zmthout an award 
of priority to the other party. * * * 

The conditions of the statute conferring the right of 
appeal must be observed, and the procedure it pre¬ 
scribes must govern the proceedings throughout.” 

The reasons for prohibiting conversion of a decision in an 
interference into an ex parte decision in an application are 
apparent. 

The authorities cited in defendant’s brief do not support 
his contention. Moore v. U. S. ex rel. Chott, 40 App. D. C., 
591, is principally relied upon. That was not an interference 
case and the application never had been involved in interfer¬ 
ence so far as the decision shows. There was therefore no 
possible pretense upon which Chott could have undertaken an 
appeal in an interference. What he did attempt was to man¬ 
damus the Commissioner to set aside an unfavorable decision 
upon the patentability of claims; and the Court denied man¬ 
damus on the ground that Chott had full and adequate rem¬ 
edy by an ex parte appeal from the Commissioner’s rejection 
of his claims. The Fullagar case completely refutes defend¬ 
ant s theory of the Chott case as an authority permitting an 
ex parte appeal from an inter partes decision. 

Since defendant’s brief below and plaintiff’s reply thereto 
were written the decision of this Court in Mann v. Brown, 
supra, has been published. It finally disposes of defendant’s 
contention under discussion. 

At the bottom of page 12, Defendant's Brief, argues that 
plaintiff could proceed ex parte, allow the Hutchison patent 
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to issue, and then get a second interference. That may or may 
not be possible, depending largely upon whether or not the 
disposition of the first interference would be res ad judicata 
against Aufiero in the second. But Aufiero would be very 
foolish to yield to such a course, allowing a patent to issue 
to his most active business competitors, who have already 
swamped him and his principal with litigation, instead of 
availing himself of his right of inter partes appeal with 
the possibility that he will likely prevail, and no valid patent 
issue to Hutchison containing the claim in issue. 

At the bottom of page 12, reference is also made to the 
procedure open to a defeated party in an interference under 
R. S. Sec. 4915. But the author of the brief neglects to 
mention that such proceeding can only be resorted to after 
an appeal from the Commissioner of Patents to the Court of 
Appeals, D. C. Prindle v. Brown , ct a/., 136 F. R., page 
616. 

The cases cited at the bottom of page 12 as having been 
brought under the provisions of Sec. 4915, and showing 
refusals of the Courts to restrain issuance of patents pend¬ 
ing suit, do not come within the prohibition of the interfer¬ 
ence statute (R. S. Sec. 4904) against issuance of a patent 
pending appeals in the Patent Office and to the Court of 
Appeals, D. C. There is no statutory prohibition against 
the issuance of a patent pending proceedings under Sec. 
4915, which proceedings are not appeals. 

The case of U. S. ex rcl. Trussed Concrete Steel Co. 
v. Ewing, 42 App. D. C., 179, 203 O. G., 931, page 13 
of Defendant's Brief, has no application to the situation at 
bar. In that case an assignee sought a preliminary injunc¬ 
tion to restrain issuance of a patent to the contestant in an 
interference with his assignor, while the assignee might re¬ 
open and recontest the interference. 
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APPENDIX B. 

COMMISSIONER’S DECISION OF JULY 13, 1911, 
IN BECHMAN VS. SCOTT, INTF. 31,654. 

This is an appeal from a decision of the Examiners-in- 
Chief affirming the decision of the Primary Examiner dis¬ 
solving the interference on the ground that Scott and Scott 
have no right to make the claims in issue and that the counts 
have different meanings when applied to the structures 
shown in the applications here involved. 

Scott and Scott, executors of the estate of Walter Scott, 
deceased, are involved in the interference upon an applica¬ 
tion No. 498,083, filed May 24, 1909, which is alleged to 
be a division of an earlier application No. 236,933, filed De¬ 
cember 15, 1904. The substantial question now raised is 
whether the claims in issue can properly be read upon this 
earlier application. While this would ordinarily be a ques¬ 
tion relating merely to the burden of proof, it goes in this 
instance to the very foundation of the interference, for unless 
the claims can properly be predicated on the structure shown 
in the earlier application, the later one will be of no value in 
this proceeding since it was filed more than three years after 
the grant of the patent to Bechman here involved, which was 
issued March 6, 1906. 

This issue is in four counts which read as follows: 

1. In a printing press, the combination of two rotary 
perfecting printing mechanisms arranged end to end in 
one frame and closely adjacent, the printing couples in 
each l>eing parallel with and adjacent to each other, and 
a folding mechanism exterior to said mechanisms. 

2. In a printing press, the combination of a plurality 
of perfecting mechanisms, each comprising two plates 
and two impression cylinders arranged longitudinally 
of the press and close together, the perfecting mechan- 
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isms being arranged substantially end to end and closely 
adjacent, and a folding mechanism outside the print¬ 
ing mechanisms. 

3. In a newspaper printing press, the combination of 
a plurality of perfecting mechanisms in substantially the 
same plane, each comprising two plate cylinders and 
two impression cylinders arranged longitudinally of 
the press, and close together, the perfecting mechanisms 
being arranged closely adjacent end to end, and a fold¬ 
ing mechanism outside the printing press. 

4. In a printing press, the combination of two print¬ 
ing mechanisms in one frame, each comprising rotary 
plate and impression cylinders extending longitudinally 
of the press, the printing couples being arranged closely 
adjacent without intervening mechanism, the plate cyl¬ 
inders being outermost, and the adjacent mechanisms 
being arranged closely end to end and longitudinally 
of the frame, means for driving the cylinders, and ink¬ 
ing mechanisms for the plate cylinders, aranged parallel 
therewith. 

The difference between the drawings in the two Scott 
applications is slight, consisting chiefly in certain connecting 
or bracing members adjoining the two printing press frames 
shown in figures 2 and 3. 

The claims in issue were first made in the Bechman appli¬ 
cation and were copied from his patent by Scott and Scott 
after the issuance thereof. All four of the counts express 
the idea of arranging the rotary perfecting mechanisms 
longitudinally of the frame of the press. This idea is ex¬ 
pressed in varied language, the words “longitudinally of 
the press” being used with other terms in counts 2, 3 and 
4, and the words “arranged end to end in one frame” in 
count 1. This latter expression, considered in the light of 
the Bechman specification in connection with which it was 
first used, certainly includes the idea of the longitudinal 
arrangement whatever else it may imply in addition. This 
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idea of the longitudinal arrangement seems to be the very 
gist of the Bechman invention so far as the claims here 
involved are concerned. In his specification he states: 

“In the foregoing description and in the claims the 
word ‘longitudinally’ has reference to the longest 
diameter or longitudinal axis of the press, and in this 
sense it can be readily seen that all the cylinders and 
inking rolls in the press are arranged longitudinally 
thereof, whereas in the ordinary large cylinder print¬ 
ing-presses the cylinders are arranged parallel with the 
shortest diameter of the press, and therefore may be 
properly termed as arranged ‘transversely’ thereof.” 

“The cylinders are arranged longitudinally of the 
press instead of transversely and extend axially thereof 
and are all substantially in the same plane. The cyl¬ 
inders in the adjacent sets are, moreover, in axial ar¬ 
rangement end to end.” 

The advantages claimed for this new alignment are in¬ 
creased accessibility of the parts and economy of room. 

The earlier Scott application clearly does not show a 
plurality of perfecting mechanism arranged longitudinally 
of the press or end to end in one frame. Figure 2 shows 
two frames arranged side by side which in the first place 
cannot be said to be closeljr adjacent as specified in the 
counts and in each of which the perfecting mechanisms are 
arranged transversely of the longitudinal axis of the frame. 
It is urged on behalf of Scott that his arrangement is clearly 
the equivalent of Bechman’s arrangement and that there is 
no patentable difference between closely adjacent and some¬ 
what adjacent or between arranging the perfecting mechan¬ 
isms end to end in one frame and end to end in separate 
frames. The patentability of the idea involved in this pres¬ 
ent issue is a question not now before me. Whatever Scott 
may think of the merits of these limitations it appears that 
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they express the very point of the invention covered by the 
counts, and that they cannot properly be predicated upon 
Scott’s earlier case. Allowance of the claims in the second 
application being barred by the Bechman patent, as above 
noted, the interference was properly dissolved. 

The decision of the Examiners-in-Chief is affirmed. 

(Sgd.) F. A. Tennant, 

Assistant Commissioner. 

July 13,1911. 


APPENDIX C. 

COMMISSIONER’S DECISION OF SEPT. 26, 1911, 
IN BECHMAN VS. SCOTT, INTF. 31,654. 

This case is before me on appeal by Scott and Scott from 
the decision of the Examiner of Interferences denying, first, 
a motion to set the case down for final hearing under the 
provisions of Rule 130 and to take testimony for use at 
such hearing; and, second, a motion to consolidate this 
interference with another interference between the same 
parties. No. 33,380. There is also a motion by Bechman 
that Scott and Scott’s appeal be dismissed on the ground 
that it has no standing, sinc^the interference stands dis¬ 
solved under the decision of the Commissioner rendered 
July 15, 1911. 

The record shows that after the declaration of this inter¬ 
ference a motion was filed by Bechman to dissolve the 
interference on the ground inter alia that the earlier appli¬ 
cation of Scott and Scott, of which the application specifically 
involved herein was regarded as a division, did not disclose 
the issue, and that the latter application was filed more than 
two years after the grant of the Bechman patent. This 
motion was granted by the Examiner and his decision was 
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affirmed on appeal by the Examiners-in-Chief and by the 
Commissioner. 

It is contended in behalf of Scott and Scott that, not¬ 
withstanding the decision on the motion for dissolution, they 
have the right to contest the interference under the provisions 
of Rule 130, in view of the practice set forth by the Court 
of Appeals of the District of Columbia in Cosper v. Gold and 
Gold , 151 O. G., 194, 34 App. D. C., 194, and 168 O. G., 
787. 

It is pointed out that in the present case the Commissioner 
made no award of priority, and that if Scott and Scott have 
a right to make the claims, the question of priority cannot 
be determined without the taking of testimony, and it is 
therefore urged that the only procedure that can be had is 
by setting the case for hearing under Ride 130. It is also 
urged that in order to avoid piecemeal action the right should 
be given to present testimony at that hearing. 

This contention is believed to be without force. The ques¬ 
tion which was presented upon the motion for dissolution 
involved the right of Scott and Scott to make in the earlier 
application the claims in issue, and this was decided adversely 
to them. The rule was in effect a decision upon the question 
of priority adverse to Scott and Scott, and had they de¬ 
cided to appeal from this holding to the Court of Appeals 
of the District of Columbia it would have been proper for 
them to present a motion that formal judgment of priority 
be entered, as was done in the case of Cosper v. Gold and 
Gold, 168 O. G., 187. 

No such motion has been presented, and there appears to 
be no sufficient reason for considering the present motion 
that the case be set down for hearing under Rule 130 as a 
motion for judgment. The interference stands dissolved. 
The action of the Examiner of Interferences dismissing the 
motions to set this case for final hearing under Rule 130 
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and to consolidate this interference with interference No. 
33,380, was clearly right. For similar reasons this appeal 
is without standing and is accordingly dismissed. 

(Sgd.) F. A. Tennant, 

Assistant Commissioner. 


Sept. 26, 1911. 
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In the Court of Appeals of the District of 

Columbia. 

October Term, 1915. 


Emanuel Aufiero, plaintiff, 
appellant, 
v . 

Thomas Ewing, Commissioner of Pat- 
ents, defendant, appellee. 


rNo. 2846. 
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BRIEF FOR DEFEHDAET. 


May it please the court: 

This is an appeal from the decree of the Supreme 
Court of the District of Columbia (record, p. 61) dis¬ 
missing the bill of complaint and vacating a temporary 

restraining order issued on January 5 , 1915 (record, 
p. 27). 

Appellant filed an application for patent on an 
improvement in signalling apparatus which became 
involved in certain interferences with the application 
of one Hutchison. Appellant moved to add counts 
to the issue of the interferences, which motions, as 
appears from the decisions of the Commissioner 
(record, pp. 6 and 37), were denied by the primary 
examiner and by the examiners in chief. Appeal 
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was taken to the Commissioner, who sustained the de¬ 
cisions of the examiners in chief, and also dissolved the 
interferences on the ground that the issuer were not 

* 1 I ’*7 

patentable to appellant in view of two patents which 

n I * * » * 

had been previously granted to him, No. 988537 and 
No. 990796. He further held that these patents did 
not constitute references against the Hutchison appli¬ 
cation, since the latter was filed prior to the filing of 

• » i ^ « % y # j t \ • f * | • v "l — 

the applications upon which the Aufiero patents were 
granted. The decision of the Commissioner in inter¬ 
ference No. 34824, which is the one referred to in the 

t , t * r * ? p ■ f - 4 

bill of complaint, is found on page 6 of the record and 
refers for its reasons to the decision in the companion 
interference No. 34823, a copy of which is attached 
to the answer. (Defendants Exhibit A, record, 
p. 37.) 

These decisions were rendered January 8, 1914, 
Thereafter, as appears from the decision of the Com¬ 
missioner (defendant’s Exhibit C, record, p. 41), 
appellant filed a petition for rehearing, which rehear¬ 
ing was had on the question whether instead of dis¬ 
solving the interference upon the holding that appel¬ 
lant was barred from a patent, a judgment of priority 
sfiould be rendered against him. A decision on the 
rehearing was rendered April 21, 1914, in which the 
decision of January 8, 1914, was adhered to. In a 
subsequent decision of July 22, 1914 (record, p. 13), 
rendered on a petition by the appellant that the order 
of dissolution be withdrawn, or that a judgment of 
priority be entered, the Commissioner refused to 
enter an award of priority, on the ground that his 




decision constituted no basis therefor since he h&d 
mteffcly held that the claims were not patentable ttf 
appellant in vieW of his prior patents atid had left 
the question whether they were patentable frf 
Hutchison over the art prior to hhn for further 
consideration by the primary examiner. On Jantf- 
aiy 4, 1915, the bill of complaint was filed which 
prayed that the defendant be restrained pendente life 
from issuing a patent on the Hutchison application 
and that a mandatory injunction be issued against 
the defendant requiring him to enter a final award 
of priority in the interference proceeding. A tem¬ 
porary restraining order against the granting of a 
patent on the Hutchison application was issued 
January 5, 1915 (record, p. 27), but was subsequently 
vacated and the bill of complaint dismissed (record* 
p. 61). Thereafter the final fee in the Hutchison 
application, which had been refunded upon the 
issuance of the temporary restraining order, was 
again paid and the patent was issued on this appli¬ 
cation on July 6, 1915. 

The appeal raises the single question whether the 
decision of the Commissioner of January 8, 1914, 
dissolving the interference on the ground that Aufiero 
was not entitled to a patent in view of his prior pat¬ 
ents was in effect a decision on priority and it was 
therefore the duty of the Commissioner to enter a final 
award of priority. 

In the brief for appellant it is said that this is the 
only case in which the Patent Office has refused to 
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enter a final order when requested and reference is 
made to the cases of Cosper v. Gold (151 0. G., 194; 
3434 App. D. C., 194) and Mann v. Brown (214 0. G., 

1026; 43 App. D. C.,-), in the first of which an 

award of priority was made, and in the second a final 
refusal of the claims. It is also said that the applica¬ 
tion of Hutchison was prepared for issue a week 
earlier than it should have been, and that certain 
patents were improperly granted on applications 
filed as divisions of the Hutchison application 
involved herein. 

The record shows that the Commissioner refused to 
enter an award of priority because he did not regard 
that question as having been decided and that sub¬ 
stantially the same order was entered in this case 
as in the case of Mann v. Brown , since both in the 
decision of January 8, 1914, and in that of April 21J 
1914 (record, pp. 7 and 41), the claims in issue are 
refused to Aufiero. The examiner signed the file 
for issue on Thursday, December 10, 1914, and the 
final fee was paid the same day. The application 
was placed in the issue of the fourth Tuesday there¬ 
after, although formal notice of allowance was not 
mailed until December / ^ 1912. The examiner 
having passed the case to issue and the final fee hav¬ 
ing been paid, there was no reason why the clerk in 
the Issue Division should wait until the formal 
notice of allowance was mailed before fixing the date 
of the issue and no rule of the office was violated by 
him. Patents were granted on the divisional appli- 
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cations because the examiner was of the opinion that 
the claims thereof were patentably different from the 
issue of the interference. 

An interference is declared for the purpose of 
determining which of two or more applicants for . a 
patent was the first to make the invention claimed 
and covered by the issue of the interference. If it 
should develop that a bar exists to the grant of a 
patent to one party, this fact constitutes sufficient 
ground for dissolving the interference. The fact 
that one of the parties is not entitled to a patent con¬ 
stitutes no ground for holding that the other party 
was the first to make the invention. It merely 
means that he is not in a position to contest the 
question of priority. 

. Appellant contends that under certain decisions 
of this court he is entitled to have an award of pri¬ 
ority entered in the interference, since the decision 
of January 8, 1914, was adverse to him and in effect 
favorable to his opponent. 

It is submitted, however, that the decisions do 
not so hold, and that this court has carefully distin¬ 
guished between cases such as the present, and cases 
in which it has been held that one of the parties “has 
no right to make the claims” because the invention 
in issue is not disclosed in his application. 

Prior to the decision in Podlesak v. Mclnnemey 
(120 O. G., 2127; 26 App. D. C., 399) this court had 
held that it would review on appeal in an interference 
no question except the question of the dates when the 
respective parties made the invention. In that 
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decision, however, it was held that the question 6i 
the right to make a claim was ancillary to the qiiestfoi! 
of priority and would be considered on appeal. In 
the case of Cosper v. Gold (151 O. G., 194; 34 App. 
D. C., 194) this court dismissed an appeal from the 
decision of the Commissioner dissolving the interfer¬ 
ence on the ground that Cosper had no right to mak6 
the claims, but subsequently entertained an appeal 
from the decision of the Commissioner awarding 
priority to Cosper’s opponent on this same ground. 
The first appeal was dismissed on the ground that 
there had been no final order entered in the case. 

In the case of Norling v. Hayes (166 O. G., 1282} 
37 Af>p. D. C., 169), in which it was contended that 

the bar of intervening rights existed to the grant of 

• • , 

a patent to Hayes, the court refused to consider that 
question, and after referring to certain prior decisions, 
including the Podlesak case, said: 

The distinction between the situation in the 
Podlesak case and that in the present case is 
apparent. In the former, if one of the parties 

had no right to make the claims of the issue— 

» 

that is, if his application did not disclose the 
invention and the application of his adversary 
did disclose it—the finding of that fact neces¬ 
sarily resulted in an award of priority. In 
the present case a finding that a patent ought 
not to be issued to Hayes, notwithstanding he 
is, the prior inventor, in no way affects the 
sole question involved in the interference, 
namely, the question of priority; in other 
words, such a finding would not eniitie 
Norling to an award of priority. 
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It je submitted that the case of United States ex 
r&. Scott v. Moore .(180 O. G., 607; 39 App. D. ,Q., 
36), which is particularly relied upon by appellant 
does pot hol(J that a finding that a bar exists to tjhe 
®pnt of a patent to one party is a ground .for award¬ 
ing priority to his opponent. That case involved $u 

an application of Scott and a 
patent to Bechman. The Scott application was m 
fnore than two years after the grant of Bechman’s 
patent, but Scott claimed that the invention was dis- 
dosed in a prior application. The .tribunals of the 
Patent Office had held adversely to this contention 
and dissolved the interference. As appears from the 


decision of .this court the question involved was the 

1 * I * ■' * * J ' v}; % j ♦ f i i. \ v i * , > i . * * 


right of Scott to make the claims in his earlier applica¬ 
tion. It is true that if the claims were not disclosed 


in the earlier application, the Bechman patent was a 
bar, but it is apparent from the decision that the 


court regarded the case as involving the right of 
Scott to make the claims in the earlier application* 
Upon this ground it was held that an award of 


priority in favor of Bechman could have been entered, 
and not upon the ground that the Bechman patent 
constituted a bar to the grant of a patent to Scott. 
In stating the facts of the case, the court said: 


Bechman moved to dissolve the interference 
on the ground that petitioners had no right to 
make the claims. A stipulation in the record 
recites that the right to make the claims de¬ 
pends on the disclosure of the earlier applica¬ 
tion, and that the same is indirectly involved 
in the interference. 
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It is submitted, therefore, that the decisions of 
this court hold that it is only where the Commissioner 
decides that a party has no right to make the claims, 
that is to say, that the invention is not disclosed in 
his application, that it is proper to enter an award 
of priority and that a holding that a bar exists to 
the grant of a patent to one party constitutes no 
ground for such an award. 

It is submitted that the court below properly 
refused to issue the injunction as asked for in the 
fourth prayer of the bill, and that the decision dis¬ 
missing the bill should be affirmed. 

R. F. Whitehead, 

Counsel for the Commissioner of Patents . 

Septbemer 22, 1915. 
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